THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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OVNENS, Adm ni strative Patent Judge

DECI SI ON ON APPEAL

This is an appeal fromthe exanminer’s final rejection of
claims 1, 2, 4-10, 17 and 18, which are all of the clains

remai ning in the application.

! Application for patent filed June 11, 1993.
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THE | NVENTI ON

Appel lants claima netallized fil mconprised of an opaque
| ayer of netal in direct contact with an aliphatic
pol yur et hane substrate which is derived from an aqueous
ur et hane di spersion and has glass transition and nelting
tenperatures within recited ranges. Caim1l is illustrative
and reads as foll ows:

1. A netallized filmconprising a continuous, opaque
| ayer of netal in direct contact with an aliphatic
pol yur et hane substrate that has a glass transition tenperature
of about 25E to 110EC, a nelting tenperature greater than or
equal to 200EC, and which is derived froman agueous urethane

di sper si on.

THE REFERENCES

Muroi et al. (Miroi) 4, 305, 981 Dec. 15, 1981
Watai et al. (Watai) 4,393, 120 Jul . 12, 1983
Waugh 4,446, 179 May 1, 1984
Ellison et al. (Ellison) 4,810, 540 Mar. 7, 1989

THE REJECTI ONS
The clains stand rejected under 35 U . S.C. § 103 as
follows: clainms 1, 2, 4-10, 17 and 18 over Watai; clains 1 and
2 over Muroi; clains 1, 2, 4-10, 17 and 18 over VWatai in view

of Waugh and Ellison; clains 1 and 2 over Miuroi in view of
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VWaugh and Ellison; and clains 1, 2, 4-10, 17 and 18 over

Waugh.

OPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejections are not well
founded. Accordingly, we reverse these rejections.

Appel lants’ claim1, which is the sole independent claim
requires that the polyurethane is derived froman aqueous
ur et hane di spersion and has glass transition and nelting
tenperatures within recited ranges. The exam ner argues that
one of ordinary skill in the art would have arrived at an
aqueous urethane dispersion and the recited tenperature ranges
t hrough routine optim zation (answer, pages 7 and 9;

suppl enmental answer, pages 3 and 6).2 This is nere

2 The exam ner presents no evidence or reasoning which
shows that an aliphatic pol yurethane substrate nade by a
met hod ot her than one using an aqueous urethane di spersion
woul d be the sane or substantially the same as one made using
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specul ation, and such speculation is not a sufficient basis

for a prima facie case of obviousness. See In re Warner, 379
F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967), cert. deni ed,
389 U.S. 1057 (1968); In re Sporck, 301 F.2d 686, 690, 133

USPQ 360, 364 (CCPA 1962). In order for a prina

faci e case of obviousness to be established, the teachings
fromthe prior art itself nust appear to have suggested the

cl ai med subject matter to one of ordinary skill in the art.
See In re Rinehart, 531 F.2d 1048, 1051, 189 USPQ 143, 147
(CCPA 1976). The nere fact that the prior art could be
nodi fi ed as proposed by the examiner is not sufficient to
establish a prima facie case of obviousness. See In re
Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783 (Fed. G r
1992). The exam ner must explain why the prior art woul d have
suggested to one of ordinary skill in the art the desirability
of the nodification. See Fritch, 972 F.2d at 1266, 23 USPQd
at 1783-84. The exam ner has not provided such an

expl anation. Consequently, we do not sustain the exam ner’s

an aqueous uret hane di spersion.
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rejection.
DECI SI ON
The rejections under 35 U.S.C. 8 103 of clainms 1, 2, 4-
10, 17 and 18 over Watai, clains 1 and 2 over Miuroi, clainms 1,
2, 4-10, 17 and 18 over Watai in view of Waugh and Elli son,

clains 1

and 2 over Muroi in view of Waugh and Ellison, and clains 1,
2, 4-10, 17 and 18 over \Waugh, are reversed.

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge

N N N N



Appeal No. 1996-2472
Appl i cation 08/075, 297

TERRY J. OWNENS

PATENT
Adm ni strative Patent Judge
PETER F. KRATZ
Adm ni strative Patent Judge
tj ol ki
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