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! Application for patent filed Decenber 20, 1994,
entitled "Portable Conputer Wth Tri-Mdel Power Managenent
Switch,” which is a continuation of Application 08/ 131, 109,
filed Cctober 4, 1993, now abandoned, which is a continuation
of Application 07/655,619, filed February 14, 1991, now
abandoned.
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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 from
the final rejection of clains 1-38.
W reverse.

BACKGROUND

The di sclosed invention is directed to a portable
conmput er having various nodes of operation for power
managenent, in particular, a normal node, a standby node, and
a sleep node. The conputer has a single button or switch
actuable by a user's digit and actuable by closing the case
and cover. The nodes are entered into depending on the
exi sting node and the duration the button is depressed.

Claim30 is reproduced bel ow.

30. A portable conputer system conpri sing:

a m croprocessor CPU, coupled to one or nore input
devi ces and one or nore output devices;

a case and a cover, mated so that said case and
cover close together, said case and said cover encl osing
said mcroprocessor and at | east sone of said one or nore
i nput and out put devices; and

a button, positioned to be actuable by a user's
digit and al so positioned to be actuated when said case
and said cover are mated together;

said system having at | east two nodes of operation,
i ncl udi ng:
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a normal node in which said mcroprocessor is
all owed to operate at a predeterm ned cl ock speed, and

an alternate node in which at | east one of said
one or nore input and output devices is not allowed to
operate at full power

sai d system bei ng el ectronically connected and
confi gured

to enter said alternate node from said nornma
node when said button is pushed and held and to remain in
said alternate node for as long as said button is held in
a depressed position,

to enter said alternate node from sai d nor mal
node when said button is pushed and i medi ately rel eased,
and

to enter said nornmal node fromsaid alternate
node when said button is pushed and i medi ately rel eased.

THE REFERENCES

The exam ner relies on the following prior art reference:

Carter et al. (Carter) 4, 980, 836 Decenber 25, 1990

Appel l ants state (Brief, pages 5-6): "The Exam ner has
relied on Carter as the sole reference, but has al so conbi ned
vari ous assertions of 'notorious know edge' and has al so
conbi ned various references to the background of the
appl i cation, where the application background is referred to
as admtted prior art." W see that this is so. Were the
exam ner relies on admtted prior art it should be expressly
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nmentioned in the statenent of the rejection to give an
appl i cant notice of the factual basis of the rejection. Since
appel | ants address the teachings of the admtted prior art, we
will also address it.

Carter discloses in the Background of the Invention that
it was known in the prior art of power managenent on portable
conputers to provide a swtch which the user could press to
pl ace the conputer in a standby node (col. 1, lines 50-57).

Al though it is not stated, presunably the conputer was
returned to the normal node using the sane switch. Carter
further discloses that it was known to bl ank the display and
shut down peripherals such as the hard disk unit and sone
interface circuitry after a period of inactivity. Thus,

Carter discloses that it was known to switch to a standby node
(as defined in appellants' clains) froma nornal node either
by a manual switch or automatically after a period of

I nactivity.

Carter's invention is directed to a power nanagenent
systemthat shuts down the systemautomatically (it is not
dependent on an action by the user) after a given inactivity

period, thus entering a standby node (al so called an inactive
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node or sleep node) in which "power is renoved fromthe hard
di sk unit, the floppy disk unit, the LCD, and m scel | aneous
circuitry, and the systemclock provided to the m croprocessor
and ot her portions of the circuitry is stopped” (col. 2,

lines 20-23). Carter's standby node corresponds to
appel l ants' sl eep node. The system cones out of the standby
node when the user depresses a switch 58 which starts the wake
up operation. Thus, Carter discloses that it was known to
switch to a sleep node (as defined in appellants' clainms) from
a normal node autonmatically after a period of inactivity and
to swtch to a normal node froma sl eep node by a nanual

swi tch.

The rel evant admtted prior art is found nostly in the
section entitled "Commandi ng Entry into a Reduced- Power Mode"
at pages 4-5 of the specification. It was known to use nore
t han one reduced power node, including a standby node for
operation at a first level of reduced power and a sl eep node
for deeper inactivity. It was known in the prior art to use
two buttons: a button actuable by a user's digit to switch

t he conputer between a nornmal and a standby node and a
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separate "case-cl osed" button to put the conputer into a sleep
node.

THE REJECTI ON

Claim1-38 stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Carter. As noted supra, we al so consider
the admtted prior art in the rejection.

W refer to the Ofice action entered Septenber 23, 1992,
(Paper No. 4), the first Final Rejection entered
April 7, 1993, (Paper No. 7), and the Exam ner's Answer (Paper

No. 25) (pages referred to as "EA

") for a statenent of the
exam ner's position and to the Brief (Paper No. 24) (pages
referred to as "Br__") for appellants' position.
OPI NI ON

There are four main features in the clainms: (1) a single
switch on a portable conputer that perforns nmultiple functions
(i ndependent clainms 1, 2, 4, 30, and 32 recite that the switch
changes power managenent nodes; independent claim3 recites
that the switch indicates a user power nanagenent conmand or a
case closed condition); (2) the nunber of nodes (independent
claims 1, 2, 4, and 32 recite three nodes; independent claim3

recites no particul ar nodes, but that nonentary actuation is
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interpreted as a user power managenent command and sust ai ned
actuation is interpreted as a case closed condition;

I ndependent claim30 recites "at |east two nodes of
operation"); (3) the single button is actuable by a user's
digit and is also positioned to be actuated by closing the
case and cover (clains 1-31); and (4) sw tching between nodes
(i ndependent clainms 1, 2, 4, 30, and 32) or interpretation of
switch operation as a user power managenent comrand or case
cl osed condition (independent claim3) depends upon the
duration the button is depressed. Features (1), (3), and (4)
are considered dispositive of the obviousness issue.

(1) Single button that perfornms nultiple functions
(3) Single button actuable by user's digit and case closure

The exam ner concludes that it would have been obvi ous
fromCarter to swtch fromthe normal node to the sleep or
st andby node, and vice versa, by pressing a button (Paper
No. 4, page 3). W agree. Appellants do not contest this
teaching of Carter (see appellants' description at Br6,
lines 3-16). However, Carter teaches no nore than the
admtted prior art, which discloses a "Standby Button which,

when pushed, puts the conputer into a Standby Mde"
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(specification, page 4) and, presumably, returns the conputer
to a nornmal node when pushed agai n.

The exam ner found that "it was notoriously well known
that sonme portabl e conputers had a sensor which noticed when
the case was cl osed to power down the conputer, but not to
renove the power fromcertain el enents such as RAM nenory"
(Paper No. 4, page 3). Appellants disagree with this finding
of "notoriously well known" prior art. However, as discussed
in the section entitled "Appellants' argunents,” infra, we
find that appellants adnmtted in the specification that
separate case-closed switches to put a portable conputer in a
sl eep node were known. The admtted prior art discloses two
separate switches, one actuable by a user's digit to switch
bet ween a nornmal and standby node and one actuabl e by cl osing
the case to swtch to a sl eep node.

The exam ner recogni zed that one difference between the
prior art and the clainmed invention is the clained use of a
single button to place the I aptop conputer into one of many
nodes (Paper No. 4, page 4; EA4, EA7). The exam ner concl uded
that "[i]t clearly would have been obvious to have inpl enented

the true sleep node as notoriously well known to those skilled
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in the art and to have further used the only button provided
by the Carter reference" (Paper No. 4, page 4). This is a
mere concl usion and, further, the button in Carter is only
actuabl e by the user. The exam ner also states that "clearly
It would have been obvious to those skilled in the art to use
the switch [for switching back and forth between the nornal
and standby nodes] in the sanme manner as one would use a
refrigerator sensor [which is actuated by closing the
refrigerator door]" (EA4), which indirectly addresses a switch
actuable by a user's digit and by closing the case. The
exam ner further states (EA8):
Though the art of record fails to detail a single switch
that sensed not only the case cover's position and a
user's finger, it would have been obvious to those
skilled in the art to inplenment one switch by integrating
the function of many into one.
No art has been applied to support the exam ner's concl usion.
Wiile it seens |ike a sinple nodification to conbine the
functions of two prior art switches, one which is actuated by
a user's digit to switch between a nornmal and standby node and
one which is actuated by case closure to enter a sl eep node,

into a single switch which is actuated both by a user's digit

and by closure of the case, the single switch for nultiple
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functions and single swtch activated by the user's digit and
by case closure are two nain differences argued by the

appel lants. Sinplicity does not equate to obviousness. The
exam ner has offered only conclusions and specul ati on about
what woul d have been obvious to one of ordinary skill in the
art. W believe the exam ner nust present factual evidence or
nore persuasive argunent rather than nere conclusions to
address differences at the contested point of novelty. The
rejection is based on obviousness and, therefore, we do not
expect an exact teaching of a single button in the portable
conputer art. The exam ner could have offered exanples (in
patents, printed publications, or fromeveryday experience) of
switches in other arts which do nore than switch back and
forth between two conditions and which are actuated nanual |y
and by closure of structure. The exam ner's exanple of a
refrigerator door switch is a switch which turns the |ight off
and on, and is not as relevant a teaching as the "case-cl osed"
switch in the admtted prior art. The exam ner m ght al so
have shown exanpl es of case-cl osed swi tches which were capable
of being actuated nmanually. In our opinion, the exam ner's

mere concl usions that integrating several functions into one
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switch and providing a switch which is actuated by both a
user's digit and closure of the case woul d have been obvi ous
to one of ordinary skill in the art has failed to establish a

prima facie case of obviousness. The single switch with

mul tiple functions appears in all clains and the single switch
actuable by the user's digit and the case appears in

claims 1-31. The rejection of clains 1-38 is reversed.

(4) Switching based on period of button depression

The exam ner discusses howto integrate the functions of
normal , standby, and sleep nbdes into a single switch in the
O fice action of Paper No. 4 (pages 3-4, para. 25). To the
best of our understandi ng, the exam ner seens to say that it
woul d have been obvious to enter the sleep node when the
swtch is held down because that is what happens with case-
closed switches in the prior art, and to switch between nornal
and standby nodes dependi ng on whet her the system was
previously in the normal or standby node. This discussion
does not clearly address sw tching between three functions
based on tine. For exanple, although prior art case-closed
swtches remain held down for a long tine, this is a nere
i ncident of operation; presumably the switch triggers a sleep

- 11 -
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node whenever the cover is closed and the system does not
nmeasure how | ong the case has been closed. The exam ner
provi des no factual support for swi tching based on the tine
the button is depressed. It appears that the exam ner is
trying to make up a plausi bl e explanation for doi ng what
appel | ants have done without providing any factual evidence.
The next closest statenment we find on the exam ner's
treatnment of the difference about swi tching based on the tine
the swtch is depressed is the foll ow ng (Paper No. 7,
page 3):
Mor eover, different button actuati ons woul d have been
i nherently required such the [sic] systemknew if the
human was the one pushing the button or if the cover had
been cl osed.
Appel I ants respond (Br1l):
It is unclear what the Exam ner neans by "different
button actuations” or how such actuations would be
"inherently required.” . . . The Exam ner further does
not even di scuss how the system woul d di stinguish the
user pressing the button versus case closure pressing the
button. It is clear that tine-dependency for making such
di stinction is not disclosed, taught, or even suggested
in Carter or the admtted prior art.
The exam ner gl osses over the difference about sw tching

based on the tinme the switch is depressed. W agree with the

examner that IF it would have been obvious to use a single

- 12 -
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switch to performthe functions of the normal node/standby
node switch and the case-closed switch, which has not been
establ i shed, sonme way of distinguishing between the different
nodes woul d have to be provided. However, the exam ner does
not explain why one of ordinary skill in the art would have
been led to use the particul ar tine-dependency techni que
claimed. In our opinion, the exam ner has failed to establish

a prima facie case of obviousness with respect to sw tching

bet ween nodes depending on the tine period the switch is
depressed, which limtations appears in various forns in al
claims. The rejection of clainms 1-38 is reversed for this

addi ti onal reason.

Appel | ants' arqgunents

Al t hough we reverse the examner's rejection, we note our
di sagreenent with appellants' argunents regarding the sleep
function.

Appel | ants' argue (Br9-10):

Appl i cant has acknow edged a case cl osed detector which
senses whether the case is closed for sounding an al arm
to the user. However, in such circunstances, the user
has a responsibility to respond to the alarmand to act

i n accordance with good conputer practice by opening the
conputer, toggling the conputer to a standby node and
closing the conmputer. Opening and closing the case with

- 13 -
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such a detector did not affect the nobde of the conputer.
[ Enphasi s added. ]

The specification describes "a 'case-closed" mcroswtch,
separate fromthe button used to control entry into standby
node" (specification, page 5). Wen the mcroswitch was
tripped by closing the case, the screen's backlight was turned
of f, a beeper was sounded to alert the user of a "case-cl osed
while ON' condition, and "[a] power saving node was entered,
sl ow ng down the processor, and turning off all unnecessary
features" (specification, page 5). Thus, the case-cl osed
switch causes a node change and does nore than trigger an
alarm It appears that the "power saving node" corresponds to
the sl eep node, which is different fromthe standby node
activated by the standby button. The alarmis evidently to
warn the user that the conputer is still on and using power,
al beit at a reduced rate, so that the user can shut off power
to the machine and the alarmis not just to informthe user to
enter the standby node nanual ly.

Appel I ants al so argue (Br10):

On pages 2-3 in paragraph 23 of paper #7, the

Exam ner referenced notorious know edge of sensing

conmputer closure and referred to Applicant's remarks on

page 16, last 3 lines, of Applicant's response filed

February 1, 1993 as adm ssion of such. However,

- 14 -
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Applicant's remarks in that response specifically
referenced case cl ose detectors for sensing the case
cl osed and sounding an alarm There was no di scussi on of
pl acing the conputer in a sleep node when the case was
cl osed. The Exam ner sinply concludes that placing the
Carter systeminto a sleep node when the case was cl osed
woul d have been obvious to one skilled in the art for
vari ous reasons. The Exam ner, however, did not cone
forth with references teaching this feature of sw tching
power nodes based on case closure. Applicant requested
specific references clearly illustrating the conputer
pl aced in sl eep nobde upon closure of a portable conputer,
rather than nerely reciting such as notorious know edge.
We agree that the exam ner should have, when chal |l enged,
provided a reference. Regardless of what was admtted in
appel l ants' remarks in the response of February 1, 1993, the
exam ner coul d have pointed to appellants' own specification,
whi ch describes that when a prior art case-closed switch is
tripped, "[a] power saving node was entered, slow ng down the
processor, and turning off all unnecessary features”
(specification, page 5), which indicates going into a sleep
node as defined by appellants. Appellants' argunents that the
admtted prior art case-closed switch is only for sensing when
the case cl osed and soundi ng an alarm are therefore not

consi stent wth the specification.

CONCLUSI ON

The rejection of clains 1-38 is reversed.
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REVERSED
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