TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered
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journal and (2) is not binding precedent of the

Boar d.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JOHN R HURLOCK
and MANI AN RAMESH

Appeal No. 96-1952
Appl i cati on No. 08/163, 778*

ON BRI EF

Bef ore SOFOCLEQUS, WALTZ, and SPI EGEL, Adm nistrative Patent
Judges.

WALTZ, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal pursuant to 35 U . S.C. §8 134 fromthe
exam ner’s refusal to allow clainms 1 through 5 as anended
after the final rejection (see the Advisory Action dated June

7, 1995, Paper No. 8, and the anmendnment dated May 22, 1995,

! Application for patent filed Decenber 9, 1993.
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Paper No. 7). Cains 1 through 5 are the only clains
remaining in this application.

According to appellants, the invention is directed to a
di spersant system which conprises (1) a copol yner of
di al | yl di met hyl anmoni um chl ori de (DADMAC) and certain cl asses
of hydrophobi ¢ nononers and (2) a water soluble cationic
copol ynmer conposed of 20 nol e% or nore of nonomer units
represented by fornmula (I1)(Brief, page 2). Cdaimlis
illustrative of the subject matter on appeal and is attached
as an Appendi x to this decision.

The exam ner has relied upon the follow ng references as

evi dence of obvi ousness:

Farrar et al. (Farrar) 4, 835, 206 May 30, 1989
Takeda et al. (Takeda) 4,929, 655 May 29, 1990
Suzuki et al. (Suzuki) DE 2749295 May 18, 1978

(Publ i shed German Patent Application)?

Masano et al. (Masano) 57-90035 June 4, 1982

’The exam ner has relied upon the abstract of each of the
Suzuki ("Nitto") and Masano ("M tsubishi") references (see the
Answer, page 4, second paragraph). This nerits panel relies
upon and cites fromthe English translation of the full Suzuki
and Masano references. A copy of these translations have been
inserted into the file record. The exam ner is encouraged to
rely upon an English translation of the full reference when
readily avail abl e.



Appeal No. 96-1952
Application No. 08/163,778

(Publ i shed Japanese Patent Application)

Clainms 1 through 5 stand rejected under 35 U.S.C. § 103
as unpatentabl e over Farrar in view of Takeda, Suzuki or
Masano (Answer, page 3).° W reverse this rejection for
reasons which foll ow.

OPI NI ON

I ndependent claim 1 on appeal recites a dispersant system
requiring a first dispersant polyner which is a copol yner of
DADVAC and a group of nononers including
di al kyl am noal kyl acryl ates having G to C, quaternaries. The
second di spersant polynmer required by claim1 on appeal is a
copol ynmer conposed of at |east 20 nol e% of cationi c nononer

units of formula (I1).4

]It should be noted that claimb5 depends upon claim1l but
there is no antecedent basis in claim1 for the word

"hydrophobic" as recited in line 2 of claim5. It is also
noted that "C6 to C20" in line 2 of claim3 should be "G, to
C,". Upon return of this application to the exam ner, these

errors should be corrected.

“The nononer units represented by fornmula (11) are
acrylates, (neth)acryl ates, acrylam des, and (neth)acryl am des
with a quaternized am noal kyl noiety. The quaternary groups
attached to the amino nitrogen are all C, or less. See the
speci fication, pages 12-13.
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The exam ner finds that Farrar discloses a blend of
pol ymers where the “first polynmer is the reaction product of
“one or nore’ dial kyl am noal kyl (neth)acrylate or
(met h) acryl am de nononers or the quaternized ammoni um f or ns of
t hose nononers, with diallyldialkyl anmonium chl ori de ( DADVAC)
nmononers.” The exam ner further finds that the second pol yner
of Farrar is a reaction product of the same nonomers, but in
different proportions (see the Answer, page 3, citing Farrar,
colum 2, Il. 3-28, colum 4, line 38 to colum 5, |ine 10,
and Exanple 2 bridging colums 8 and 9).

The exam ner has not cited any support for the factua
finding that Farrar discloses, as either the first or second
material, a reaction product of “one or nore”

di al kyl am noal kyl (neth)acrylate (such as DVAEMA,

di met hyl am noet hyl nethacryl ate, see Farrar, colum 8, Il. 40-
41) or (neth)acrylam de nononers with DADVMAC nononers. Farrar
di scl oses DADVMAC as one material and DMAEMA as the other
(second) nmaterial but there is no disclosure cited to teach or
suggest the specific three nononers required as a m ni num by

claim1l on appeal (see Exanple 2 of Farrar).
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The “one or nore” teaching of Farrar relied upon by the
exam ner refers to the nethod of polynerization:

The first material therefore is preferably an

addi tion pol ynmer, generally made by vinyl or allyl

addi tion pol yneri sati on of one or nore water soluble
et hyl eni cal |y unsaturated nononers.

(Colum 4, 11. 40- 43).

The “ethylenically unsaturated nononers” disclosed by Farrar
in this context are not specified. However, inmmediately after
this disclosure Farrar does teach that DADVAC al one is
preferably the polymer made by allyl addition (colum 4, II.
44-49). Simlarly, Farrar teaches that when DADVAC copol yners
are used as the second material, useful co-nononers are
acryl am de, pol yam des, polyam nes, and pol yet hyl ene i m ne
(colum 5, line 67 - colum 6, line 6). The exam ner has not
shown that the specific nononers recited in appealed claim1
as useful in DADVAC copol ynmers or as the second di spersant

pol ymer were disclosed or suggested by Farrar. The secondary
references to Takeda, Suzuki and Masano, cited by the exam ner
to show the use of benzyl quaternary groups in flocculating
agents simlar to those disclosed by Farrar (Answer, page 4),
do not renedy the deficiency of the primary reference to

Farrar. “Where the
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| egal concl usion of obviousness is not supported by facts it
cannot stand.” In re Warner, 379 F.2d 1011, 1017, 154 USPQ
173, 178 (CCPA 1967). Accordingly, the rejection of clains 1
t hrough 5 under 8§ 103 as unpatentable over Farrar in view of

Takeda, Suzuki or Masano i s reversed.

The deci sion of the examner is reversed.

REVERSED

M CHAEL SOFOCLEQUS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
THOVAS A. VWALTZ ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

CARCL A. SPI EGEL
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Adm ni strative Patent Judge )

APPENDI X

Claim1l. A dispersant systemused in form ng polyner
di spersi ons which conpri ses:

a. a first dispersant polyner which is a copol yner of
di al | yl di met hyl anmoni um chl ori de and a nononer sel ected from
the group consisting of: dial kyl am noal kyl acryl ates havi ng G
to C, quaternaries, dialkylam noal kyl net hacryl ates having C
to C, quaternaries, dialkylam noal kyl acryl am des having G to
C, quaternaries; dialkylam noal kyl (nmet h)acryl am des having C
to C,quaternaries; and al kyl esters of acrylic acid; and,

b. a second di spersant polyner which is a water
sol ubl e cationic copol yner conposed of at |east 20 nole

7
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percent of cationic nononer units represented by the formula
bel ow.

where R, is either hydrogen or CH; R and R, are each an al kyl
group having 1 to 2 carbon atons; R, is a hydrogen atom or an
al kyl group having 1 to 2 carbon atons; A, is either an oxygen

atom or NH B, is
ei ther an al kyl ene
group C}E=CF—R4 TS havi ng 2
;?oﬁs or O=C—Ar—Bs—N"—R, Xy (I ;arbon

I
hydr oxypr Rs opy[ene
group and X, s an
ani oni c counterio
n

ROBERT A. M LLER

PATENT & LI CENSI NG DEPARTMENT
NALCO CHEM CAL COVPANY

ONE NALCO CENTER
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