THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 21

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte THYAGARAJ SARADA

Appeal No. 96-1903
Application 08/ 263, 368!

ON BRI EF

Bef ore KRASS, BARRETT and LALL, Adninistrative Patent Judges.

LALL, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal under 35 U S.C. § 134

fromthe Exam ner's final rejection? of Clains 1, 5to 7, 9 to

! Application for patent filed June 20, 1994.

2 Two anendnents after the final rejection were filed,
papers no. 6 and 12 on February 13, 1995 and Septenber 18,
1995 respectively, and were entered in the record.
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11, and 14 to 20. dCdains 2, 3, 4, 8, 12 and 13 have been
cancel ed.

The di sclosed invention pertains to printing of
information on a mail piece. |In conventional systens, the
printing of a postage indicia and the printing of an address
and other information on a nail piece are perfornmed by
different printing nechanisns. The invention provides for a
postage neter that has a single printer that is capable of
printing both the postage indicia and the other information
within the postal |logo area. The invention is further
illustrated by the clains bel ow

Representative clains 1 and 9 are reproduced as foll ows:

1. A postage neter having a housing, a keypad supported
by the housing, a mcroprocessor 16 supported within the
housi ng and in connection with a keypad, a matri x character
generator, in conmunication with the m croprocessor, a neter
menory unit in communication with a m croprocessor and a
printer supported by said housing and in connection with said
matri x character generator for printing a postage indicia,
said printer conpri sing:

a) a housing, first and second printheads of an ink jet
printer spaced from one another and supported by said housing,
each of said printheads having a plurality of elenents |ocated
within the area defined by a postage indicia;, wherein said
m croprocessor includes nmeans for controlling said first
printhead for printing a postage indicia |logo and said second
printhead to print optical character recognition readable

information both within the indicia area;
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b) a red fluorescent ink in confluence with said first
pri nt head;

c) a black ink in communication with said second
print head, and nmeans causing said first and second print heads
to applying therein respective inks directly to a mail piece
to forma mail indicia, that contains fixed and variable
i nformati on.

9. A postage neter printer for printing a postage
i ndicia, conprising:

a) means for printing a postage logo with a fluorescent
ink directly within the area defined by the postage indicia;
and

b) means for printing a line of optical character
recognition readable information with high contrast ink
directly within the area defined by the postage indicia, that
contains fixed and variable information.

The Exam ner relies on the follow ng reference:

Hubbard 3, 869, 976 Mar. 11,
1975
Cal vi 4,580, 144 Apr. 1,
1986
Past or 5,073, 935 Dec. 17,
1991
Ausl ander et al. 5,114, 478 May 19,
1992

(Ausl ander)
Admtted Prior Art (APA): Appellant’s D sclosure

Clains 1, 5to 7, 9to 11, and 14 to 20 stand
rejected under 35 U . S.C. § 103 as bei ng obvi ous over various

conbi nati ons of Hubbard, Calvi, Pastor, Auslander and APA.
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Rat her than repeat the argunents of Appellant or the
Exam ner, we nmake reference to the briefs® and the answers* for

the respective details thereof.

OPI NI ON

We have considered the rejections advanced by the
Exam ner and the supporting argunents. W have, |ikew se,
reviewed the Appellant’s argunents set forth in the brief.

It is our viewthat clainms 9, 10, 11, 14, 15 and 18
are obvi ous over various conbinations of Hubbard, APA,
Ausl ander, Calvi and Pastor, while clains 1, 5 to 7, 16, 17,
19 and 20 are not obvious over the suggested various
conbi nati ons of Hubbard, APA, Auslander, Calvi and Pastor.
Accordingly, we affirmin part.

In our analysis, we are guided by the general

% Two reply briefs, papers no. 11 and 19, were filed on
July 17, 1995 and Decenber 17, 1998 respectively.

4 An Exam ner’s answer, [paper no. 10], was filed with a
new ground of rejection which replaced the final rejection. A
suppl enental answer, [paper no. 13] was filed with yet another
new ground of rejection which in turn replaced the new ground
of rejection in the Exam ner’s answer.
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proposition that in an appeal involving a rejection under
35 U.S.C. 8 103, an exam ner is under a burden to nmake out a

prima facie case of obvi ousness. If that burden is net, the

burden of going forward then shifts to the applicant to

overcone the prinma facie case with argunent and/or evi dence.

Obvi ousness is then determ ned on the basis of the evidence as
a whole and the rel ative persuasi veness of the argunents. See

In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Cr. 1992); Ln re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685,

686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d 1468, 1472, 223

USPQ 785, 788 (Fed. Cir. 1984); and In re Rinehart, 531 F.2d

1048, 1052, 189 USPQ 143, 147 (CCPA 1976).

Rejection of Jains 1, 9, 10, 14 to 16,18 and 19 under 35
US.C § 103

These clains are rejected as bei ng obvi ous over
Hubbard in view of APA, Auslander and Calvi. W first
consider claim9 which is the broadest claim W have
reviewed the Exam ner’s final position on the rejection of
these clains [suppl enental answer, pages 2 to 5] and
Appel l ant’ s argunment [second reply brief, pages 2 to 3]. W
agree with the Exam ner that Hubbard shows neans for printing
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a postage |l ogo, 28 and 30 and roller 102, and neans to print a
line of variable information, ink jet printing el ement 40.
APA di scl oses the use of fluorescent ink for postage indicia
and the other ink for printing other data to be machine
readabl e, [disclosure, page 1, lines 25 to 27]. Furthernore,
Ausl ander teaches that, in postage, the use of fluorescent
inks is common. W also take note that Calvi, |ike Hubbard,
di scl oses the use of a m croprocessor to generate the variable
postage information. Therefore, it would have been obvi ous,
to one of ordinary skill in the art at the tine of the
invention, to use, in Hubbard, the fluorescent ink to print
t he postage | ogo and the machi ne readable ink to print the
date and postage information in view of the above teachi ngs of
APA and Ausl ander. W, therefore, sustain the Exam ner’s
rejection of claim9 over Hubbard, APA, Auslander and Cal vi.
Si nce Appell ant has not argued separately clainms 10, 14, 15
and 18 which depend fromthis claim their obviousness
rejection over Hubbard, APA, Auslander and Calvi is also
sust ai ned.

Next, we consider the independent claiml. After our
review of the Examner’s rejection of claim1, [supplenental
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answer, pages 2 to 5], and Appellant’s argunent [second reply
brief, pages 2 to 3], we are in agreenment with the Appell ant
that Hubbard's two printing neans 28, 30 and 102, and 40 can
not be obviously conmbined with APA's two print heads ink jet
printer as asserted with the Exam ner. The Exam ner contends
that “The nere substitution of one known type of printhead for
an equi val ent another by those having ordinary skill in the
art in order to achieve the sanme printing function would have
i nvol ved no apparent unobvi ousness.” [ Suppl enental answer,
page 3]. W disagree. The printing mechanisns 28, 30 and
102, of Hubbard is of different type than an ink jet printer
and works on a different principal. To replace it and the
other printer 40 in Hubbard with a single printer with two
pri nt heads woul d not have been obvi ous w t hout using

Appel lant's disclosure as a blue print. That is

i mperm ssible. Neither Calvi nor Auslander cures this
deficiency. Thus, the obviousness rejection of claim1l over
Hubbar d, APA, Auslander and Calvi is not sustainable. Since
t he dependent clainms 16 and 19 each contain at |east the
limtation of the parent claim1, the obviousness rejection of
clainms 16 and 19 is al so not sustai nabl e.
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Rejection of clains 5 and 20 under 35 U.S.C. 8§ 103

Claim5 is rejected as bei ng obvi ous over Hubbard in view
of APA, Ausl ander, Calvi and Pastor. Claimb5 depends on claim
1 and contains at least the [imtations of claim1l1. Pastor
does not cure the deficiencies of the conbination of Hubbard
in view of APA, Auslander, Calvi that was used to reject claim
1. Therefore, the obviousness rejection of claim5 over
Hubbard in view of APA, Auslander, Calvi and Pastor is not
sust ai nabl e.

Claim20 is rejected as bei ng obvi ous over Hubbard in
vi ew of APA, Auslander, Calvi and “applicant’s another [sic]
adm ssi on” [suppl enental answer, page 7]. C aim 20 depends on
claiml and contains at least the limtations of claiml. The
“applicant’s another [sic] adm ssion”, which refers to another
page of the specification, nanely: page 1, lines 12 to 21,
does not cure the deficiencies noted in the suggested
conbi nati on of Hubbard in view of APA, Auslander and Calvi in
regard to claim1l. Therefore, the obviousness rejection of
claim 20 over Hubbard in view of APA, Auslander, Calvi and
“applicant’s another [sic] adm ssion” is not sustained.
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Rejection of dains 6 and 17 under 35 U. S.C. § 103

Clains 6 and 17 are rejected as bei ng obvi ous over
Hubbard in view of APA and Calvi. W take the independent
claim6 as an exanple. After considering the Exam ner’s
position [suppl enental answer, pages 5 and 6] and Appellant’s
argunent [second reply brief, page 4], we are of the viewthat
t he Exam ner’s suggested conbi nati on of Hubbard, APA and Cal vi
does not neet the Ilimtations of claim6, for exanple,
limtations: “a first ink ... indicia” (itemb); “a first ”
(itemc); and “second ... ” (itemd). As we discussed Hubbard
before in regard to claim 1, Hubbard does not have the
structure of the two printing nechanisns of a nature from
whi ch the clainmed structure can be realized w thout the
i nperm ssible use of the blue print of the clained invention.
Therefore, the obviousness rejection of claim6 over Hubbard,
APA and Calvi is not sustainable. Since claim 17 depends on
claim6 and thereby contains at |least the same |linmtations as

di scussed above, the obviousness rejection of claim1l7 over

Hubbard, APA and Calvi is also not sustainable.
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Rejection of daim7 under 35 U.S.C. § 103

Claim7 is rejected as bei ng unpatentabl e over Hubbard in
view of APA, Calvi and Auslander. W have considered the
Exam ner’s position [supplenental answer, pages 6 to 7] and
Appel I ant’ s argunent [second reply brief, page 5]. Since
claim?7 depends on claim6 and contains at |east the
limtations discussed above in regard to claim6. Auslander
does not the cure the deficiencies noted in the conbination of
Hubbard, APA and Calvi to reject claim6. Therefore, the
obvi ousness rejection of claim7 over Hubbard in view of APA,

Cal vi and Ausl ander is not sustai ned.

Rejection of daim111 under 35 U S.C. § 103

Claim 1l is rejected as bei ng unpatentabl e over Hubbard,
APA, Ausl ander, Calvi and Pastor. W have sustai ned above the

obvi ousness rejection of claim9 over Hubbard, APA, Auslander

and Calvi. Caim 1l depends on claim9 and contains the
additional limtation: *“including neans for ... encrypted
nunber ... indicia.” (Lines 1 to 3). W have considered the
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Exam ner’s position [suppl enental answer, page 7] and
Appel l ant’ s argunment [second reply brief, pages 5to 6]. W
agree with the Exam ner’s reasoning that if one were desirous
of securing a conmunication, one would have | ooked to the art
on nmethods to secure conmunication. One such art reference
woul d have been the Pastor patent. Pastor discloses the use
of encrypted nunbers for al phanuneric characters, see
Abstract. W, therefore, sustain the obviousness rejection of

claim 1l over Hubbard, APA, Ausl ander, Calvi and Pastor.

In sunmary, we have affirmed under 35 U.S.C. §8 103 the
obvi ousness rejection of clains 9, 10, 14, 15 and 18 over
Hubbar d, APA, Auslander and Calvi and claim 11 over Hubbard,
APA, Ausl ander, Calvi and Pastor. However, we have reversed
under 35 U.S.C. 8 103 the obviousness rejection of clains 1,
16 and 19 over Hubbard, APA, Auslander and Calvi; claimb5 over
Hubbar d, APA, Ausl ander, Calvi and Pastor; clainms 6 and 17
over Hubbard, APA and Calvi; claim?7 over Hubbard, APA, Calvi
and Ausl ander; and claim20 over Hubbard, APA, Auslander,

Calvi and “applicant's another [sic] adm ssion”.
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I n conclusion, the decision of the Exam ner rejecting
Claims 1, 5to 7, 9 to 11, and 14 to 20 under 35 U.S.C. § 103
is affirmed in part.

No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
AFFI RVED | N PART
ERROL A. KRASS )
Adm ni strative Patent Judge )
)
)
)
LEE E. BARRETT ) BOARD OF
PATENT
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

PARSHOTAM S. LALL
Adm ni strative Patent Judge

N N N N N N
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