THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection
of claims 1, 2, 4, 5, 7, 11 and 13, all of the clains remaining

in the application.

! Application for patent filed June 29, 1993.
1



Appeal No. 96-1837
Application No. 08/083, 372

The invention is directed to a disk drive apparatus and
met hod which prevents vibrations in the disks produced by changes
in environnental tenperature. Mre particularly, a buffer nenber
is placed between two adj acent nenbers wherein the buffer nenber
has a thermal expansion coefficient which is substantially an
i nternedi ate val ue between thermal expansion coefficients of the
two adj acent nenbers. Further, the difference between the
t hermal expansion coefficients of the two adjacent nenbers is
| arger than about 10 x 10° (1/°C).

Representative i ndependent claim1l is reproduced as foll ows:

1. A di sk drive apparatus conpri sing:

a rotating nenber having an engagenent portion;

a disk-like recordi ng nmedi um

a clanp for urging the recordi ng nedi um agai nst the
engagenent portion of the rotating nenber with a predeterm ned
fixing force to fix the recording mediumto the rotating nenber;
and

a nmetal buffer nmenber provided in at |east one of a position
bet ween the recordi ng nmedi um and the engagenent portion and a
position between the recordi ng nedium and the clanp, the buffer
menber having a thermal expansion coefficient which is
substantially an internedi ate val ue between thermal expansion
coefficients of the two nenbers |ocated on two sides of the
buf fer nmenber, wherein the difference between the thernmal

expansi on coefficients of the two nenbers | ocated on the two
sides of the buffer nenber is larger than about 10 x 10°%(1/°QC).
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The exam ner relies on the follow ng references:
Mat sudaira et al. (Matsudaira) 4,945, 432 Jul. 31, 1990

Raj ac, | BM Technical Disclosure Bulletin, Vol. 25, No. 3A (August
1982) pp. 1097-98.

Japanese kokai patent (Kabashi)? 61- 210573 Sep. 18, 1986
Japanese kokai patent (Ishi kawa)? 2-105377 Apr. 17, 1990
Clains 1, 2, 4, 5, 7, 11 and 13 stand rejected under 35
U S.C 103 as unpatentable over Matsudaira in view of Rajac or,
alternatively, offered in a new ground of rejection by the
exam ner in the principal answer, over |shikawa in view of
Kobashi. A prior rejection based on the first paragraph of 35
U S C 112 has been withdrawn and is not before us on appeal.
Reference is nade to the briefs and answers for the

respective positions of appellants and the exam ner.

OPI NI ON
Turning first to the rejection of the clainms under 35 U. S. C

103 over Matsudaira in view of Rajac, we will not sustain this

rejection as the exam ner has not established a prim facie case

of obvi ousness.

2 Qur understanding of these references is based on English
transl ati ons thereof which have been prepared by the United
States Patent and Trademark O fice. Copies of the translations
are attached hereto.
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Viewing the examner’s rejection and rationale therefor in
the nost favorable light, it is the examner’s position that
Mat sudai ra di scl oses the clainmed subject matter but for the
buffer having a thermal expansion coefficient substantially
internedi ate the thermal expansion coefficients of the two
adj acent nenbers and for the fixing force recited in clainms 4 and
7. In order to conpensate for these deficiencies, the exam ner
cites Rajac for a teaching of a buffer having a simlar therm
expansi on coefficient as the adjacent nenbers and contends that
the clained force range woul d have been obvi ous since this
anounts to only “routine experinmentation and optim zation”

[ princi pal answer-page 5].

First, with regard to the clained force range, the range
recited requires a particular relationship between the fixing
force, the mass of the recording nmedium the acceleration acting
on the mediumand a mninmumfriction coefficient. The exam ner
cannot explain such a specific [imtation away by nerely |abeling
the requirenent “routine experinentation and optim zation.”

In any event, we never reach the limtations of the
dependent cl ai ns because, in our view, the exam ner’s reasoning
with regard to the rejection of the independent clains is flawed.

Wil e Rajac teaches the use of a buffer having a simlar therma
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expansi on coefficient as the adjacent nenbers, the clains call

for the buffer nenber to have a thermal expansion coefficient
which is “substantially an internedi ate val ue between ther mal
expansion coefficients of the two nenbers | ocated on two sides of
the buffer nenber.” Neither applied reference teaches or
suggests the clained “internedi ate val ue” since the exam ner
admts that Matsudaira |l acks this teaching and it is clear that a
t hermal expansion coefficient that is “simlar,” as taught by
Rajac, is not a thermal expansion coefficient which is

“internedi ate,” as required.

We now turn to the rejection of the clainms under 35 U. S C
103 over Ishikawa in view of Kobashi.

While we are of the view that the exam ner makes a stronger
case for obviousness with these references, upon careful
consideration of the applied references and the argunents of both
appel l ants and the exam ner, we find ourselves in agreenent with
t he appel | ant.

Kobashi clearly teaches the idea of using a buffer which has
a thermal expansion coefficient which is internediate the thermal
expansion coefficients of two nenbers |ocated on the two sides of
the buffer and, thus, it appears tenpting to want to apply this

teaching to |Ishi kawa which teaches a spacer between a hub and a



Appeal No. 96-1837
Application No. 08/083, 372

di sk, adjacent elenments simlar to the adjacent elenents of the
instant clainms, substituting a spacer which has an “internedi ate”
t hermal expansion coefficient, as claimed. At first blush, the
exam ner appears to state a reasonabl e position.

However, on closer consideration, it is our view that the
artisan woul d not have applied Kobashi’s teaching to the spacer
of Ishikawa. |[|shikawa's spacer is nmade of a rubber material and
confornms to the adjacent nenbers as their displacenment changes
due to tenperature changes. Therefore, the question presents
itself as to why the skilled artisan, faced with this teaching,
woul d 1 ook to Kobashi. It appears that |Ishikawa’ s devi ce works
very well w thout any reason for seeking an inprovenent whereby
t he rubber spacer is changed to a netal spacer, or buffer, with a
t hermal expansi on coefficient value internediate the coefficient
val ues of the adjacent nenbers in |Ishikawa. Moreover, Kobashi is
concerned with elimnating deformation at the arnms of a disk
driver. Wthout appellants’ disclosure before hinmher, it is
doubtful that the artisan would have had any reason to apply the
teaching of an “internedi ate” thermal expansion coefficient value
of a buffer to the elenents of the disk drive that appellants do.
There is a general teaching at page 2 of the translation of

Kobashi about elimnating deformations arising fromdifferences
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in thermal expansion coefficients when fastening conponents, in
general. However, we do not view this general teaching as
clearly suggesting the instant clainmed subject matter. W are
unconvi nced that the skilled artisan having the |shi kawa and
Kobashi teachings before hinfher, and wi thout the benefit of

hi ndsi ght gl eaned from appel | ants’ di scl osure, woul d have

enpl oyed a buffer nenber having a thermal expansion coefficient
which is substantially an internedi ate val ue between the thermal
expansi on coefficients of the two adjacent nenbers (i.e.,
recordi ng nedi unf engagenent portion; recording nmedi uni cl anp;
spacer/recordi ng nedium required by the instant clains wherein
the difference between the thermal expansion coefficients of the
two adjacent nenbers is larger than the value recited in the

i nstant cl ai ns.
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The exam ner’s decision rejecting claims 1, 2, 4, 5, 7, 11

and 13 under 35 U.S.C. 103 is reversed.

REVERSED

ERROL A. KRASS
Adm ni strative Patent Judge

M CHAEL R FLEM NG
Adm ni strative Patent Judge

JAMVES T. CARM CHAEL
Adm ni strative Patent Judge
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