THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES
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Appeal No. 96-1808
Appl i cation 08/204, 119?

ON BRI EF

Before KIMLIN, GARRI S and O/AENS, Adm nistrative Patent Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe examner’s final rejection of

clains 1-8, 10-37 and 45-50, which are all of the clains

! Application for patent filed March 1, 1994. According

to appellants, the application is a division of Application
08/091, 848, filed July 14, 1993, now abandoned.
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remai ning in the application.

THE | NVENTI ON

Appel I ants’ claimed invention is directed toward an
apparatus for testing the dissolution of a naterial such as a
pharmaceutical fornulation unit (specification, page 1, lines
2-22). The apparatus includes a head supported above a
vessel. The head can include devices for filling the vessel,
sanpling the liquid contents of the vessel, aspirating liquid
fromthe vessel, neasuring the tenperature of the liquid in
the vessel, and introducing a cleaning liquid into the vessel.
Caimlis illustrative and reads as foll ows:

1. A dissolution testing system conpri sing:

base neans;

a plurality of vessels nounted in situ on said base
nmeans;

agitation neans for agitating a liquid content of said
vessel s; said agitation neans conprising a paddl e di sposed in
each vessel, a drive shaft coupled to each paddl e, and drive
means for rotating said drive shafts; and

head neans supported above each of said plurality of
vessel s and conprising fill neans operable to automatically
inject a liquid nedia into said vessel;

said head neans further conprising liquid nmedia handling
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means nounted for novenent relative to said vessel and said
shaft therein, said novenent having a conponent paralle
t her et o.

THE REFERENCES

Snol en 4,279, 860 Jul . 21,
1981
Cosgrove, Jr. et al. (Cosgrove) 4,578, 244 Mar. 25,
1986
Schnei der (Schnei der ‘ 657) 4,754, 657 Jul. 5,
1988
Schnei der (Schnei der *716) 4,924,716 May 15,
1990

THE REJECTI ONS
Clains 1-8, 10-37 and 45-50 stand rejected under 35

U S.C. 8§ 103 as being unpatentable over Schneider ‘716 in view
of Cosgrove, Schneider ‘657 and Snolen. Cdains 25 and 26 al so
stand rejected under 35 U S.C. § 112, second paragraph, as
being indefinite for failing to particularly point out and
distinctly claimthe subject natter which appellants regard as
their invention.

OPI NI ON

We have carefully considered all of the argunents
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advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejections are not well
founded. Accordingly, we do not sustain these rejections.
Rej ection under 35 U . S.C. § 103
Clainms 1-8, 10-33 and 45-48
Among clainms 1-8, 10-33 and 45-48, there are three

i ndependent clains, nanely, clains 1, 30, and 32. Caiml

requires that the head neans includes a |iquid nedia handling
means which is nmounted for novenent relative to the vessel and
to the shaft in the vessel, the shaft being coupled to a
paddle. In claim30, the liquid nedia handling neans is a
sanpling nmeans, and in claim32 it is an aspiration neans.
Each of the sanpling nmeans and aspiration neans is nounted for
novenent relative to the vessel and paddl e therein.

The exam ner argues that Cosgrove discloses a liquid
nmedi a handling nmeans (16, 212 and 142) nounted for novenent
relative to the vessel (12) and shaft (32) of the paddle (28),
and that it would have been obvious to one of ordinary skill

in the art to use Cosgrove’'s liquid nedia handling neans with
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the Schnei der ‘716 apparatus (answer, pages 5-6).

The exam ner’s argunent is deficient in that the exam ner
has not expl ai ned why, if Cosgrove' s liquid nedia handling
neans were used with the apparatus of Schneider ‘716, the
l'iquid nedia handling neans woul d be capabl e of novenent
relative to both the vessel and the paddle. Cosgrove' s vesse
and paddl e nove toget her because each vessel has a paddle
nmounted therein (col. 12, lines 52-57). 1In the Schneider ‘716
apparatus, the paddle is attached to bridge 4, which the

exam ner considers to

be the head recited in appellants’ clains, and is novable in
the vertical direction relative to the vessel which is
attached to support 6, which is novable in the horizontal
direction (figure 2). Thus, if Cosgrove’'s liquid nedia
handl i ng neans were attached to the Schneider ‘716 bridge 4,

it would not nove relative to the shaft or paddle, and if
Cosgrove’s liquid nedia handling neans were attached to the
Schnei der * 716 novabl e support (6), it would not nove relative
to the vessel. Hence, it does not appear that the conbination

proposed by the exam ner woul d produce the clained invention
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wherein the Iiquid nedia handling neans is novable relative to
both the vessel and the shaft or paddle.

The exam ner, therefore, has not carried his burden of
establishing a prima facie case of obvi ousness of the
apparatus recited in appellants’ clains 1-8, 10-33 and 45-48.
Consequently, we reverse the rejection of these clains under
35 U S.C § 103.

Cl ains 34-37

Appel I ants’ claim 34, and clains 35-37 which depend
therefrom require that the head neans includes a tenperature
sensor for detecting the tenperature of the liquid in the

vessel ,

and that the tenperature sensor is nounted relative to the
vessel and paddl e therein.

The exam ner relies upon Schnei der ‘657 for a teaching of
the use of a thernostat in a dissolution testing apparatus
(answer, pages 6-7). The exam ner, however, does not explain
why the applied references would have fairly suggested, to one

of ordinary skill in the art, nmounting the tenperature sensor
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for novenent relative to the vessel and paddle therein. The
Schnei der ‘657 thernpostat (6) appears to be fixed in place
(figure 1; col. 2, lines 52-56).

Accordi ngly, we conclude that the exam ner has not

carried his burden of establishing a prina facie case of

obvi ousness of the apparatus recited in appellants’ clains 34-

37.
Clainms 49 and 50
Appel I ants’ claim49, and claim50 which depends
therefrom require a fill neans which is capabl e of

automatically injecting a liquid nmedia into the vessel, a
sanpl e means which is capable of automatically w thdrawi ng a
liquid sanple fromthe vessel in situ, and a wash neans which
I's capable of automatically introducing a cleaning liquid into

each vessel in situ.

The exam ner considers the Schneider ‘716 rinsing
nozzles (18) to be both the fill neans and the wash neans

(answer, pages 4 and 10). The exam ner, however, has not
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establ i shed that the Schneider ‘716 rinsing nozzles are
capabl e of performng the function of appellants’ fill neans,
or that the applied references would have | ed one of ordinary
skill in the art to nodify the Schneider ‘716 apparatus such
that the rinsing nozzles would have that capability.

Moreover, the clains require that the sanpling neans is
capable of withdrawing a sanple fromthe vessel in situ, and
that the wash neans is capable of introducing a cleaning
liquid into the vessel in situ. W give the term®“in situ”
Its broadest reasonable interpretation consistent wth
appel l ants’ specification. See In re Zletz, 893 F.d. 319,

321, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989); In re Sneed, 710
F.d. 1544, 1548, 218 USPQ 385, 388 (Fed. Cir. 1983); In re
Herz, 537 F.d. 549, 551, 190 USPQ 461, 463 (CCPA 1976); In re
Okuzawa, 537 F.d. 545, 548, 190 USPQ 464, 466 (CCPA 1976). In
doing so, we find that the termneans that both the sanpling
and washi ng take place when the vessel is fixed in place on a
rack base and the control head is nmounted in place above it
(specification, page 7, lines 15-25). Thus, the term excl udes

sanpling while the vessel is in one position below the
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Schnei der ‘716 test stand and washing the vessel while it is
I n anot her position below the Schneider *716 rinsing stand, as
shown in figure 2 of Schneider *716. This interpretation of
“Iin situ” is consistent with the neaning given to that term by
appel l ants (brief, page 16). The exam ner has not expl ai ned
why the applied references would have fairly suggested, to one
of ordinary skill in the art, the recited in situ capability.

For the above reasons, we conclude that the exam ner has
not carried his burden of establishing a prina facie case of
obvi ousness of the apparatus recited in appellants’ clainms 49
and 50.

Rej ection under 35 U.S.C. § 112, second paragraph

The relevant inquiry under 35 U S.C. 8§ 112, second
par agraph, is whether the claimlanguage, as it woul d have
been interpreted by one of ordinary skill in the art in |ight
of appellants’ specification and the prior art, sets out and
circunscribes a particular area with a reasonabl e degree
of precision and particularity. See In re More, 439 F.d.

1232, 1235, 169 USPQ 236, 238 (CCPA 1971).
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The exam ner argues that “Ph” in appellants’ claim25 is
confusi ng and should be “pH (answer, page 3). The exam ner’s
under st andi ng of the intended nmeani ng of “Ph” indicates that
the term woul d have been reasonably clear to one of ordinary
skill in the art. Mreover, the exam ner has not expl ai ned
why, in light of the appearance of the termas “pH in
appel | ants’ specification (page 1, line 24; page 8, lines 12
and 13), “Ph” in appellants’ claim25, when interpreted by one
of ordinary skill in the art in light of appellants’
specification and the prior art, would not set out and
circunscribe a particular area with a reasonabl e degree of
preci sion and particularity.?

The exam ner argues that “nedia source” in appellants’
claim 26 is vague and indefinite because it could nean the
aspiration probe, the nmedia liquid, the sanple probe or a
medi a sanple and, therefore, is a broad term (answer, page 3).

This is not a sound basis for an indefiniteness rejection,

2 1n appellants’ claim25 in the appendix to their brief,
“pH appears correctly, which indicates that appell ants nay
have considered the claimto have been anended to change “Ph”
to “pH’. In any event, upon return of the application to the
exam ner, appellants and the exam ner should amend claim 25 so
that “pH appears correctly.

-10-



Appeal No. 96-1808
Application 08/204, 119

because a claimis not indefinite nerely because it is broad.
See In re Gardner, 427 F.d. 786, 788, 166 USPQ 138, 140 (CCPA
1970) (“Breadth is not indefiniteness.”); In re Borkowski, 422
F.d. 904, 909, 164 USPQ 642, 645-46 (CCPA 1970).

Appel l ants’ specification states that tank 92 is a nedia
tank (page 10, line 11) and that during operation, liquid
nmedia flows fromthe nmedia tank 92 to the vessels (page 11,
lines 19-20). The exam ner has not expl ai ned why “nedi a
source”, when interpreted by one of ordinary skill in the art
in light of disclosures such as this in appellants’
specification, and in light of the prior art, would not set
out and circunscribe a particular area wth a reasonabl e
degree of precision and particularity.

For the above reasons, we do not sustain the rejection of
claim25 or claim26 under 35 U S.C. § 112, second paragraph.

DECI SI ON

The rejections of clains 1-8, 10-37 and 45-50 under 35
U S.C. 8 103 over Schneider ‘716 in view of Cosgrove,

Schnei der ‘657 and Snol en, and of clainms 25 and 26 under 35

U S.C 8§ 112, second paragraph, as being indefinite for
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failing
to particularly point out and distinctly claimthe subject

matt er

whi ch appellants regard as their invention, are reversed.?

REVERSED

EDWARD C. KI M.I N )
Adm ni strative Patent Judge )
)
]
BRADLEY R GARRI S ) BQOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
TERRY J. OWENS )
Adm ni strative Patent Judge )

® Snmol en, which was relied upon by the exam ner (answer,
page 6) for a suggestion of injecting a pH adjustnent sol ution
into the vessel as recited in sonme of the dependent cl ai s,
does not remedy any of the deficiencies of the previously-
di scussed references as to the independent clains.
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John E. Toupal
116 Concord Street
Fram ngham MA 01701

TJIO Ki
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