THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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HEARD: FEBRUARY 4, 1998

Bef ore McCANDLI SH, Seni or Adm ni strative Patent Judge, COHEN and
STAAB, Adm nistrative Patent Judges.

STAAB, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal fromthe final rejection of
claims 19, 21 and 26. dCdains 20, 22-25 and 27-32, the only other

claims remaining in the application, stand w thdrawn from

1 Application for patent filed October 13, 1994. According
to appellants the application is a continuation of Application
07/ 849,022, filed April 21, 1992, now abandoned.
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consi deration by the exam ner pursuant to 37 CFR § 1.142(Db).
Appel lants’ invention pertains to a w nding machi ne for
w nding a web onto a core. A basic understanding of the
i nvention can be derived froma reading of exenplary claim19, a
copy of which is appended to appellants’ main brief.
In rejecting appellants’ clainms under 35 U S.C. 8§ 103, the

exam ner has relied upon the references |listed bel ow

Voss et al. (Voss) 3,497,151 Feb. 24, 1970
Salnela et al. (Sal nel a) 4, 895, 315 Jan. 23, 1990
Scheut er 4,969, 609 Nov. 13, 1990
Sackenreuter et al. (Sackenreuter) 4,993, 310 Feb. 19, 1991
Roder? (German Patent) 1, 047,001 Dec. 18, 1958

The following rejections are before us for review

(a) clainms 19, 21 and 26 under 35 U. S.C. § 112, second
par agraph, “as being indefinite for failing to particularly point
out and distinctly claimthe subject matter which applicant
regards as the invention” (answer, page 4);

(b) claim19 under 35 U.S.C. 8 103 as bei ng unpatentabl e

over Roder in view of Scheuter and Sal nel a;

2 Qur understanding of this German | anguage reference is
derived froma translation prepared in the Patent and Trademark
O fice, a copy of which is appended to this opinion.
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(c) claim 21 under 35 U. S.C. 8 103 as bei ng unpatentabl e
over Roder in view of Scheuter and Sal nela, and further in view
of Voss;

(d) claim26 under 35 U.S.C. 8 103 as bei ng unpatentabl e
over Roder in view of Scheuter and Sal nela, and further in view
of Sackenreuter.

The rejections are explained in the exam ner’s answer (Paper
No. 29) and the suppl enental exam ner’s answer (Paper No. 35).

The opposing viewpoints of appellants are set forth in the
mai n brief (Paper No. 27) and the reply brief (Paper No. 33).

The 35 U.S.C. 8§ 112, second paragraph, rejection

The examner’s 8§ 112 rejection is founded upon three alleged
deficiencies in independent claim19. Specifically, the exam ner
considers that (1) claim19, lines 32-36 (“said guide neans being
spaced axially fromsaid | ongitudi nal ends of said upper wedge-
shaped gap . . .”) is inaccurate because the opposite is true,
i.e., the sealing elenents are axially spaced fromthe gap, (2)
claim19, lines 17-18 (“to enable insertion of a cutter for said
web through said | ower wedge-shaped gap”) is a statenent of
i ntended use, and (3) the word “transverse” in claim19, line 37-

38 (“nmeans nounting said sealing elenents for displacenent
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transverse to an axis of said roll . . .”) is inaccurate.?

Wth respect to (1), we sinply disagree with the exam ner

that the termnology of claim19, lines 32-36 is inaccurate. As
poi nted out in the substitute specification at page 10, line 25
t hrough page 11, line 1, and as clearly illustrated in Figures 2

and 3, the guide neans (incorrectly nunbered elenment 1 in Figures
2 and 3) is axially offset relative to the upper wedge-shaped gap
in order to accommodat e t herebetween sealing el enent 18 when the
sealing elenent is in its operative (solid |line) position.
Concerning (2), it is our view that the term nol ogy found
obj ecti onabl e by the exam ner is not nerely a statenent of
i ntended use, but rather a part of the nmeans-plus-function
l[imtation found in lines 15-18 of the claim (“nmeans for | owering
t hrough said | ower wedge-shaped gap”). In any event, even
if the termnology in question was nerely a statenent of intended
use, there is nothing intrinsically wong with the techni que of
claimng sonething in terns of what it does rather than what it
is. Inre Swnehart, 439 F.2d 210, 212, 169 USPQ 226, 228 (CCPA

1971) .

3 The exami ner no longer maintains that the last three |ines
of claim19 are inaccurate. See page 3 of the suppl enental
answer .
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As to (3), the substitute specification at page 13, lines
22-26, states with respect to the Figure 3 enbodi nent that “[t] he
axi al nmovenent of the sealing elenents 18 at the utnost ends of
the air distributor 15 require then only a subsequent |owering .

whi ch creates the required free space for the sliding
carriage 9” (enphasis added). Consistent with the above, Figure
3 shows in phantomlines a first axially displaced position of
the sealing elenent 18 relative to its operative (solid line)
position, and a second transversely | ower position thereof
relative to its operative position. In light of this disclosure,
we cannot accept the examner’s position that the word
“transverse” in line 39 of claim19 is inaccurate.

In Iight of the above, we shall not sustain the standing
35 U.S.C. §8 112, second paragraph, rejection of the appeal ed
cl ai ns.

The 35 U.S.C. 8§ 103 rejections

We take up next for consideration the standing 8§ 103
rejection of claim19. Like the exam ner, we appreciate that
Roder discloses a first arrangenent in the formof air
di stributor 5-8 and sealing elements 10, 11 for controlling
contact pressure between support rollers 1, 2 and wound roll 4.

We al so appreciate that Scheuter discloses a second arrangenent
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in the formof core gripping pins 17, carriages 18 riding on
gui des 19, and thrust notors 20 for controlling the contact
pressure between support rollers 11, 12 and wound roll 14. In
addition, we are in accord wth the exam ner (answer, page 8)
that both of these arrangenents perform substantially the sanme
function. \Where we part conpany with the exam ner, however, is
in the examner’s assertion that it would have been obvious to
the ordinarily skilled artisan to provide the arrangenent of
Scheuter in Roder as a supplenent thereto because “[ o] ne of
ordinary skill in the art would have recognized the limtation in
the upward force created by the air pressure and the
ef fectiveness of the sealing elenents [of Roder] if the roll size
i ncreases beyond a certain size” (answer, page 9).

The exam ner has pointed to nothing in the collective
teachi ngs of the references thensel ves, nor provided a | ogical
line of reasoning, to support the proposition that the ordinarily
skilled artisan woul d have found the Rb&der arrangenent to be
ineffective for its stated purpose. Accordingly, the examner’s
position as to the notivation for supplenenting the contact
pressure control arrangement of Rdoder with that of Scheuter is
sheer specul ation. From our perspective, Rdder and Scheuter

nmerely teach alternative arrangenents for acconplishing a given
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result, rather than an enhancenent of one arrangenent in view of
the other. As to the exam ner’s additional reliance on Sal nel a,
we have reviewed this reference but find nothing therein which
makes up for the deficiencies of Réder and Scheuter in this
regard. This constitutes a first reason necessitating reversal.

In addition, the exam ner concedes that Rdder does not
di scl ose means for lowering the air distributor 5-8 vertically,
as called for in claim19. The exam ner has taken the position,
however, that “[t]o novably dispose the air distributor 5-8 so
that it nay be noved out of the operating position would have
been obvious to a person having ordinary skill in the art seeking
to facilitate nmai ntenance and repair” (answer, page 6).

Rej ections based on 35 U . S.C. § 103 nust rest on a factual
basis. In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177-78
(CCPA 1967), cert. denied, 389 U S. 1057 (1968). In making such
a rejection, the examner has the initial duty of supplying the
requi site factual basis and may not, because of doubts that the
invention is patentable, resort to specul ati on, unfounded
assunptions or hindsight reconstruction to supply deficiencies in
the factual basis. 1d. Here, the exam ner has failed to advance
any factual basis to support the conclusion that it would have

been obvious to one of ordinary skill in the art to nodify Roder
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in the manner proposed. The nere fact that Roder could be so
nmodified is not sufficient in this respect. See In re Gordon,
733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 1984)). This
constitutes an additional reason necessitating reversal.

In Iight of the above, we shall not sustain the § 103
rejection of claim19. Wth respect to the 8 103 rejections of
clainms 21 and 26, we have al so revi ewed the Voss and Sackenreuter
references applied, respectively, thereagainst but find nothing
therein to make up for the deficiencies of Roder, Scheuter and
Sal nel a noted above. Therefore, we also shall not sustain the
8 103 rejections of clainms 21 and 26.

New rejections pursuant to 37 CFR § 1.196(b)

Pursuant to our authority under 37 CFR 8 1.196(b), we enter
the foll om ng new rejections.

Clains 19, 21 and 26 are rejected under 35 U S. C. § 112,
second paragraph, for failing to particularly point out and
distinctly claimthe subject matter which appellants regards as
t he invention.

Claim19, lines 15-17, calls for “neans for |owering said
air distributor at least in part fromsaid | ower wedge-shaped

gap,” while claim19, lines 37-38, calls for “nmeans nounting said
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sealing elenents for displacenent transverse to an axis of said
roll . . . .” Because the function recited in lines 37-38 is not
recited as being an additional function of the “nmeans” of |ines
15-17, but instead is attributed to an apparently different
means, a fair reading of appellants’ claimterm nol ogy is that
the “neans” of lines 37-38 is separate and distinct fromthe
“means” of lines 15-17. This circunstance results in an
inability to determ ne precisely what disclosed structure in the
el ected species of Figures 2-3 corresponds to the “nmeans” of
lines 37-38. In this regard, it is clear that the lifting
cylinder 17 lowers the air distributor 15 fromthe | ower wedge-
shaped gap between the support cylinders 2, 3, as called for in
lines 15-17 of claim19. However, lifting cylinder 17 would al so
appear to be the only disclosed structure in Figures 2-3 capable
of performng the function of displacing the sealing el enents 18
transverse to the axis of the wound roll 6, as called for in
lines 35-37 of claim19.4 Accordingly, we are left to specul ate
as to precisely what disclosed structure corresponds to the

“means nounting said sealing elenents for displacenent transverse

“Whi l e we appreciate that certain enbodi rents of appellants’
i nvention have the seal elenents 18 nounted for transverse
nmovenent independent of the air distributor 15, this does not
appear to be the case with respect to the el ected species of
Fi gures 2-3.

-0-



Appeal No. 96-1678
Appl i cation 08/322,731

to an axis of said roll . . .” (claim19, lines 37-39).

Further, the neans-plus-function [imtation of claim19,
lines 37-39, reads in full “means nmounting said sealing el enents
for displacenent transverse to an axis of said roll out of paths
of said heads as said heads are | owered toward said upper wedge-
shaped gaps” (enphasis added). Qur review of appellants’
specification reveal s no disclosure whatsoever of any structure
for providing a condition responsive rel ationship between
di spl acenent of the sealing elenents 18 transverse to the axis of
the wound roll 6 and |lowering of the heads 9, 10 toward the
wedge- shaped gaps between the support cylinders 2, 3. This
ci rcunstance increases our difficulty in determ ning precisely
what di scl osed structure corresponds to the “neans” of |ines
35- 37.

As stated by our present court of reviewin In re Donal dson
Co., 16 F.3d 1189, 1195, 29 USP2d 1845, 1850 (Fed. Cir. 1994):

Al t hough paragraph six [of 35 U S.C. § 112] statutorily

provi des that one may use neans-plus-function | anguage

inaclaim one is still subject to the requirenent

that a claim“particularly point out and distinctly

clainf the invention. Therefore, if one enploys

means- pl us-function | anguage in a claim one nust set

forth in the specification an adequate disclosure

showi ng what is neant by that |anguage. |[|f an

applicant fails to set forth an adequate discl osure,

the applicant has in effect failed to particularly
poi nt out and distinctly claimthe invention as
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requi red by the second paragraph of section 112.
[ emphasi s added]

This is precisely the case here, in our view

Clains 19, 21 and 26 are also rejected under 35 U S. C
8§ 112, first paragraph, as being based on a disclosure that fails
to conply with the description requirenents of this section of
the statute.

The test for determ ning conpliance with the description
requi renent found in the first paragraph of 35 U S.C § 112 is
whet her the disclosure of the application as originally filed
reasonably conveys to the artisan that the inventor had
possession at that tinme of the later clainmed subject matter,
rather than the presence or absence of literal support in the
specification for the claimlanguage. In re Kaslow, 707 F.2d
1366, 1375, 217 USPQ 1089, 1096 (Fed. G r. 1983). The content of
the drawi ngs may al so be considered in determ ning conpliance
with the witten description requirenent. 1d. Because the
di sclosure as originally filed does not disclose nounting the
sealing elenents 18 for displacenent transverse to the axis of
the wound roll 6, wherein said transverse displacenent is
condi ti oned upon the heads being | owered toward the upper wedge-

shaped gap between the support cylinders 2, 3, the limtation
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calling for “means nmounting said sealing elements for
di spl acenent transverse to an axis of said roll out of paths of
said heads as said heads are |owered toward said upper wedge-
shaped gaps” (claim 19, lines 37-39; enphasis added) | acks
descriptive support.
Summary

The exam ner’s rejections of claim19, 21 and 26 under
35 U.S.C. §8 112, second paragraph, and 35 U . S.C. § 103 are
reversed

New rejections of clains 19, 21 and 26 under 35 U.S. C
8 112, first and second paragraphs, have been nade pursuant to
our authority under 37 CFR § 1.196(b).

The decision of the exam ner is reversed.

Thi s deci sion contains a new ground of rejection pursuant to
37 CFR 8 1.196(b)(anended effective Dec. 1, 1997, by final rule
notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203 Of.
Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)). 37 CFR
8 1.196(b) provides that, “A new ground of rejection shall not be
considered final for purposes of judicial review’

37 CFR 8 1.196(b) al so provides that the appellant, WTH N

TWDO MONTHS FROM THE DATE CF THE DECI SI ON, must exerci se one of

the followng two options with respect to the new ground of

-12-



Appeal No. 96-1678
Appl i cation 08/322,731

rejection to avoid termnation of proceedings (8 1.197(c)) as to
the rejected clains:

(1) Submit an appropriate anendnent of the clains
so rejected or a showng of facts relating to the
clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard under
§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sanme record.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

REVERSED, 37 CFR § 1.196(b)

HARRI SON E. McCANDLI SH
Seni or Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

| RW N CHARLES COHEN
Adm ni strative Patent Judge

LAWRENCE J. STAAB
Adm ni strative Patent Judge

N N N N N N N N N N N N
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Her bert Dubno

The Firmof Karl F. Ross
P. O Box 900

5676 Ri verdal e Avenue

Ri verdal e (Bronx), Ny 10471-0900
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