THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Appeal No. 1996-1556
Application No. 08/154, 135

HEARD: December 9, 1999

Bef ore PAK, WALTZ, and KRATZ, Adninistrative Patent Judges.

PAK, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s
refusal to allowclainms 1, 3 through 10, 12, 15 through 17 and
21 through 23. Cdaim1, 10, 16 and 17 were anended subsequent

to the final Ofice action dated May 22, 1995, Paper No. 11

! Application for patent filed Novenber 18, 1993.
According to appellant, the application is a division of
Application No. 07/648,649, filed January 31, 1991, now
abandoned.
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The remaining clains, nanely clainms 11, 13, 14 and 18, stand
wi t hdrawn from consi derati on by the exani ner.

Claims 1 and 10 are representative of the subject matter
on appeal and read as foll ows:

1. A method of testing a sanpled gas for the presence of a
sel ected anal yte conprising the steps of:

provi di ng an anperonetric sensor, having a substantially
wat er-free, non-hygroscopic, water-insoluble, solid-state
el ectrolyte that has an ionic conductivity of at |east 10 “ohm
Lcm! at roomtenperature, said sensor exhibiting sensitivity
to the sel ected anal yte;

exposing said sensor to the sanpled gas; and

measuring current flow in said sensor upon the presence
of said analyte in said sanpled gas.

10. A nethod of producing an anperonetric sensor for use in
detecting sel ected anal ytes which conpri ses:

applying a sensing electrode and a counter-electrode to a
solid-state electrolyte, and

providing a biasing circuit for applying a biasing
potential between said el ectrodes and a current-mnmeasuring
circuit for neasuring the current between said el ectrodes that
is generated by the presence of said anal yte,

said electrol yte being characterized by being
substantially water-free, non-hygroscopic, water-insoluble,
and having a conposition resulting in an ionic conductivity of
at least 10* ohm!-cm! at roomtenperature.

The prior art references of record relied upon by the

exam ner are:
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Lilly Jr. et al. (Lilly) 3,719, 564 Mar
6, 1973

Topol et al. (Topol) 3,821, 090 Jun. 28,
1974

Madou et al. (Madou) 4,851, 303 Jul . 25,
1989

Gswin et al. (GCswin) Re. 31,916 Jun. 18, 1985

The appeal ed clains stand rejected as foll ows:
(1) dains 1, 3 through 8, 10, 12, 15 through 17 and 21
t hrough 23 under 35 U.S.C. 8§ 103 as unpatentable over Mdou;
(2) dains 1, 3 through 8, 10, 12, 15 through 17 and 21
t hrough 23 under 35 U.S.C. 8§ 103 as unpatentable over Madou in
view of Lilly or Topol; and
(3) daim9 under 35 U S.C. 8 103 as unpatentabl e over Mdou,
with or without Lilly or Topol, in view of Osw n.

W reverse.

As evi dence of obviousness of the clainmed subject matter
under 35 U.S.C. 8 103, the examner primarily relies on Mdou.
The exam ner takes the position that Madou essentially
describes the clainmed nmethod. See Answer, page 3. According
to the exam ner, the only difference between the nethod
descri bed in Madou and the clainmed nethod is Madou’s
preference for operating a solid electrolyte gas sensor in the
potentionetric node, rather than the clainmed current node,
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i.e, using an anperonetric sensor. 1d. However, relying on
t he teachi ng of Madou regardi ng the current node, or
alternatively based on his official notice regarding the
current node, the exam ner concludes that “[i]t would be

obvi ous for Madou to use electrolytes (c) or d(d)[Pb, .- Bi,
F, .. and Ce,q-Ca, s-F, o] 1N a gas sensor in the current node”.
Id. The examner also relies on the disclosure of Lilly or
Topol to show that it would have been obvi ous to one of
ordinary skill in the art to operate a solid electrolyte gas
sensor in the current node. See Answer, page 4. The exam ner
relies on the disclosure of Gswn to show that it would have
been obvious to use “a plurality of sensors and voltage

bi asi ng nmeans for different analytes” in the nethod described
in Madou as required by dependent claim9. |1d.

Appel | ant does not dispute that Madou is qualified as
“prior art” under 35 U.S.C. §8 102 (b). See Brief, pages 6 and
7. Appel lant, however, argues that he cannot be barred from
sweari ng back of such prior art under 37 CFR 8 1. 131 because
35 U.S. C
§ 103 dictates that obviousness nust be considered at the tine
the invention was made (conceived). See Brief, pages 7 and 8.
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Appel  ant then argues that his own declaration of record
establ i shes that the conception date of the clainmed invention
is prior to the publication and filing dates of the Madou
reference. See Brief, page 8. Thus, appellant submts that

t he exam ner has not established a prima facie case of

obvi ousness since Madou is no |onger available as “prior art”.
Id. In the alternative, appellant submts that the content of
Madou woul d not have suggested using the clainmed solid

el ectrolyte in a gas sensor that operates in the current node
(an anperonetric sensor). See Brief, pages 8-14. Appellant
al so takes the position that the deficiencies of Madou are not
remedi ed by the disclosures of Lilly, Topol and Gswin. See
Brief, pages 11-14.

We agree with the exam ner that appellant is barred from
sweari ng behind back the publication and filing dates of the
Madou reference since it is qualified as “prior art” under 35
U s C
§ 102(b). We observe that 37 CFR 8§ 1.131 (a)(1993) prohibits
appel l ant from antedating prior art which is avail abl e under

Section 102(b). 37 CFR 1.131(a) specifically states that:
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(a) Wien any claimof an application or a patent
under reexam nation is rejected on reference to
a donestic patent which substantially shows or
descri bes but does not claimthe sane patentable
invention, as defined in 8 1.601(n), as the
rejected invention, or on reference to a foreign
patent or to a printed publication, and the

i nventor of the subject matter of the rejected
claim the owner of the patent under

reexam nation, or the person qualified under 88
1.42, 1.43 or 1.47, shall nake oath or
declaration as to facts showing a conpl etion of
the invention in this country before the filing
date of the application on which the donestic
patent issued, or before the date of the foreign
patent, or before the date of the printed
publication, then the patent or publication
cited shall not bar the grant of a patent to the
i nventor or the confirmation of the
patentability of the clainms of the patent,

unl ess the date of such patent or printed
publication is nore than one year prior to the
date on which the inventor's or patent owner's
application was filed in this country.

(Emphasi s suplied).

This rule is consistent with the holding in In re Foster, 343

F.2d 980, 989-90, 145 USPQ 166, 174-75 (CCPA 1965), reh'g
denied, 384 U. S. 934 (1966), which indicates that a one-year
ti me-bar under 102(b), otherw se known as “statutory bar”, is
applicable to “obviousness” situations under 35 U . S.C. § 103.
Havi ng concl uded that Madou cannot be renoved as “prior
art”, we ook to its content to determ ne whether there is a
sufficient suggestion to arrive at the clained invention
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within the neaning of 35 U.S.C. 8 103. As indicated by
appel I ant, Madou di scl oses an extrenely broad genus of

chem cal conpositions which happen to include the clained
solid electrolyte species. See Brief, page 10, together with
Madou, colums 3 and 4. W find that Madou gi ves no gui dance
or direction as to which solid conmposition is suitable for an
anperonetric sensor. See Brief, page 10, together with Madou
inits entirety. Specifically, we find that Madou does not
recogni ze the inportance of using a water free, non-
hygroscopic, water-insoluble, solid-state electrol yte having
an ionic conductivity of at | east

10-* ohm! cm! at roomtenperature in an anmperonetric sensor.
See Madou in its entirety. Rather, we find that Madou
suggests using a solid electrolyte having an ionic
conductivity of about

10" ohm?! cm! at room tenperature, which conductivity is
significantly |l ower than that clained. Conpare Madou, colum
7, with claiml1l. Under these circunstances, we cannot agree
with the exam ner that Madou, as a whole, would have suggested
the use of the clained solid electrolytes in an anperonetric

sensor. In re Jones, 958 F.2d 347, 350, 21 USPQ2d 1941, 1943
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(Fed. Cir. 1992). (A prior art disclosure of an extrenely
| arge chemi cal genus by itself does not necessitate a finding
of obviousness for a clained feature that falls within the
genus).

The exam ner relies on the remaining references to
denonstrat e obvi ousness regarding the operation of a solid
el ectrolyte gas sensor in the current node or the application
of a plurality of sensors and vol tage biasi ng neans for
different analytes. These references are not relied upon to
show t he i nportance of using a solid electrolyte having the
clainmed ionic conductivity in an anperonetric sensor.
Accordingly, we conclude that the exam ner has not discharged

hi s burden of establishing a prima facie case of obvi ousness

wi thin the neaning of 35 U S. C
§ 103.
In view of the foregoing, we reverse the exam ner’s
decision rejecting the appealed clains under 35 U S.C. § 103.
No period for taking any subsequent action in connection
with this appeal nay be extended under 37 CFR § 1.136(a).

REVERSE
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CHUNG K. PAK
Adm ni strative Patent Judge

BOARD OF PATENT

THOVAS A. WALTZ APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge

N N N N N N N N N N N N N N

CKP: I p



Appeal No. 1996- 1556
Application No. 08/154, 135

SOLOMON ZAROVB
9 S 706 WLLI AM DRI VE
M NSDALE, IL 60521
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