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The opinion in support of the decision being entered
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journal and (2) is not binding precedent of the
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Before KIMLIN, JOAN D. SM TH and OANENS, Admi ni strative Patent

Judges.
JOHN D. SMTH, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

Appel | ants seek review under 35 U.S.C. § 134 fromthe
final rejection of clains 1 through 9 and 11 through 18, al
of the pending clainms. W reverse and remand to the exam ner

for further consideration consistent with this decision.

! Application for patent filed January 6, 1992.
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The subject natter on appeal, in one aspect, is directed
to a process for the selective preparation of certain R
enantioners or S-enantioners [hal ophenyl acylates (esters)] of
the fornmula set forth in appealed claim1 by treating certain
substrates (starting reactants) of the formula set forth in
appealed claiml1l with an acylating agent and certain
m croorgani sms or enzynes obtained therefromal so as defined
by appealed claim1l. 1In a second aspect of the invention, the
acyl at es obtai ned through the reaction of the process of
appealed claim1l are hydrolyzed to selectively produce certain
R-enanti oners or S-enantioners
(hal ophenyl al cohols) by a reaction as set forth in appeal ed
claim2. Products obtained by the reactions are said to be
useful as antipsychotic agents or as internediates in the
preparation thereof (specification, page 4, |ines 23-26).

Copi es of representative appealed clains 1 and 2 are
reproduced in an attached appendi x.

The references of record relied upon by the exam ner are:

March “ Advanced Organic Chemistry” Third Edition, John WI ey
and Sons, p. 334-336 (1985)

I nagaki et al. (lnagaki) “Kinetic Resolution of Racem c
Benzal dehyde Cyanohydrin via Stereosel ective Acetyl ation
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Catal yzed by Lipase in Organic Solvent” Bull Inst. Chem Res.,
Vol . 67(3), pp. 132-135 (1989)

Nakanura et al. (Nakamura) “Agric. Biol. Chem” Vol. 54(6)
pp. 1569-1570. (1990)
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Ni eduzak et al. (N eduzak) “Muiltigram Lipase-Catal yzed
Enanti osel ective Acylation in the Systhesis of the Four

St ereoi soners of a New Biologically Active - ARYL-4-

Pl PERI DI NEMETHANCL DERI VATI VE' Tetrahedron: Asynmunetry Vol . 2,
No. 2, p. 113-122 (1991)

Wng et al. (Wng) EP 0357009 Feb.
1990.

The appeal ed clains stand rejected for obvi ousness
(35 U S.C. 8 103) over the above cited references. W cannot
sustain the stated rejection.

Essentially, it is the examner’s position that one of
ordinary skill in this art would have been notivated to
conbi ne the teachings of the cited references “for the use of

a particular enzynme for the hydrolysis of an ester or

esterification of al cohols” because the prior art enzynes
“woul d be simlarly useful and applicable to the anal ogous
process for
esterification of alcohols and hydrol ysis of esters,” as
cl ai nred (Answer, page 5).

The problemw th the exam ner’s approach to the
obvi ousness determ nation here is both factual and | egal.
Al t hough the exam ner has cited prior art references which

di scl ose anal ogous reactants used to produce anal ogous
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reaction products, carried out by anal ogous reactions as
claimed, no reference is of record which discloses the
particular starting reactants or naterials (i.e., the clained
substrates), nor has the exam ner expl ai ned why reference

di scl osures of “anal ogous” substrates utilized in the prior
art reaction schenmes woul d have provi ded a suggestion for the
use of the clainmed substrates.

It is the examner’s legal position that the nere use of
different starting materials, whether novel or known, in a
conventional process to produce a product one woul d expect
therefrom does not render the process unobvious. Further,

t he exam ner contends that once prior art has been cited
showi ng a general reaction to be old in the art, the burden is
shifted to appellants to present evidence that a different
substituent on a substrate would affect the acylation or

hydrol ysis reaction disclosed in the prior art. For |ega

support, the examner relies on, inter alia, In re Durden, 763

F.2d 1406, 1409
226 USPQ 359, 360-361 (Fed. Gr. 1985). However, as set forth

in
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In re Cchiai? 71 F.3d 1565, 1572, 37 USPQ2d 1127, 1132 (Fed.

Cr. 1995), no per se rule exist for holding the subject
matter of a process claimobvious sinply because the prior art
references disclose the sane general process using “simlar”
starting materials. Such an approach, according to Cchiai,
"side-steps the fact-intensive inquiry” mandated by 35 U S. C
8§ 103. Accordingly, absent a disclosure in the prior art of
the particular starting substrates (reactants) utilized in
appel l ants’ cl ai ned processes, and an expl anation of why it
woul d have been obvious to one of ordinary skill in this art
to use such starting materials in a process as clained, the
exam ner’s rejection nust be reversed.

This application is remanded to the exam ner to
reconsi der the obviousness of the clainmed invention in view of
the present record and U.S. Patent No. 4, 605,655 issued to
Yevi ch on
August 2, 1986 and U.S. Patent No. 4,994,460 issued to
Dextraze on February 19, 1991. The latter patents are cited

i n appel l ants’ specification as disclosing reaction products,

2 The exam ner’s answer was witten prior to the Cchi ai
deci si on.
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as clainmed by them which are useful antipsychotic agents or

I nternmedi ates used in the preparation thereof. See the
specification at page 4, lines 23-26. G ven the fact that the
reacti on products produced by the clainmed processes herein are
known in the art, the exam ner shoul d determ ne whether or not
it would have been obvious to synthesize such products
utilizing reaction schenes as clainmed. As a part of the

exam ner’s anal ysis, the exam ner should factually determ ne
whet her or not the clainmed starting substrates defined by
appeal ed clained 1 are known or are obvious prior art
materials, consistent with the court’s analysis in Cchiai.

In summary, the examner’s stated rejection of the
appeal ed clains is reversed, and this application is remanded
to the exam ner for further consideration consistent with the
above remarKks.

REVERSED AND RENMANDED

EDWARD C. KIM.IN
Adm ni strative Patent Judge

N N N N
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irg

JOHN D. SM TH
Adm ni strative Patent Judge

TERRY J. OVENS
Adm ni strative Patent Judge
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Burt on Rodney

Bristol - Myers Squi bb Conpany
P. O Box 4000

Princeton, NJ 08543-4000
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REVERSAL/ REMANDED

JENINE G LLI'S

Appeal No. 96-0724

Serial No. 07/816, 232
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