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was not witten for publication and is not binding precedent
of the Board.
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DECI S| ON ON APPEAL

This is a decision on an appeal under 35 U. S.C. § 134
fromthe examner’s final rejection of claiml1l which is the
sole claimpending in the application.

The cl ai ned subject matter on appeal is directed to
2-carboxy-1, 4-di nitrocubane. According to page 1 of the
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speci fication:

Consi derable effort in recent years has been
directed toward the synthesis of polynitrocubanes
because of the potential use of this class of
energetic materials as expl osives, propellants,
fuels and binders (Chem stry of Energetic Materials;
Ed., GA dah; D.R Squire; Academ c Press, Inc.,
San Diego, CA 1991. Also see Carbocyclic Cage
Compounds; Ed., E. J. Gsawa; O Yonem tsu; VCH
Publ i shers, Inc., New York, NY, 1992). The conpact
structures of cage nol ecules result in high
densities, and the introduction of NGO, groups further
enhances the density. The strain energy present in
t he cubane skeleton (>166 kcal/nol) is an added
bonus to its performance. Furthernore, prelimnary
results with polynitrocubanes indicate that such
conpounds are thermally very stable and are al so
very insensitive energetic materals. Consequently,
it is of interest to introduce functional groups on
t he cubane skel eton which can be converted to nitro
group or other active functionalities.

Direct functionalization of nitrocubanes, while
an attractive approach, has not heretofore been
realized. Cationic or anionic reactions, due to the
activity of the nitro groups give either deconposed
products or recovered starting naterials. W report
here an efficient direct functionalization of a
ni trocubane nolecule by its irradiation in a
solution of oxalyl halide (for a related case see
W berg, K B.; 10" Annual Working G oup Meeting, June
3-6, 1992, Kianesha Lake, NY. For nuch sinpler
cases see Whberg, KB.; Wllians, Jr., V.Z; J. Og.
Chem, 1970, 35 369; Applequist, D E.; Saski, T.; J.
Org. Chem; 1978, 43, 2399). This new and
potentially powerful synthetic devel opment wl|
greatly shorten the nunber of steps necessary to
obtai n nitrocubane derivatives which are otherw se
difficult to synthesi ze.
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The exam ner has rejected the claimunder 35 U S.C. § 101
as lacking a practical utility and under 35 U.S.C. § 112,
first paragraph, as failing to adequately teach one of
ordinary skill in the art how to use the claimed conpound.
Qur reviewing court stated in In re Ziegler, 992 F.2d 1197,
1200- 01, 26 USP@d 1600, 1603 (Fed. Cir. 1993):

The how to use prong of section 112 incorporates

as a matter of law the requirenent of 35 U S.C. 8§

101 that the specification disclose as a matter of

fact a practical utility for the invention... If the

application fails as a matter of fact to satisfy 35

US. C 8 101, then the application also fails as a

matter of |law to enable one of ordinary skill in the

art to use the invention under 35 U S.C. § 112.
The exam ner has the initial burden of denonstrating that the
cl ai med conpound | acks a practical utility under section 101
or 112. See In re Cetiker, 977 F.2d 1443, 1445, 24 USPQd
1443, 1444 (Fed. Cir. 1992) (the exami ner has “the initia
burden, on review of the prior art or on any other ground, of
presenting a prinma facie case of unpatentability.” ). The
di spositive question is, therefore, whether the exam ner has
met his initial burden of establishing that the clained

conmpound | acks a practical utility wthin the nmeaning of 35

U S C 88 101 and 112. W answer this question in the
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negati ve.

It is well settled that a statenment of utility or
enabl ement in a specification nust be accepted by the exam ner
absent reasons why one skilled in the art woul d have had
reason to doubt the objective truth of such statenent. 1In re
Langer, 503 F.2d 1380, 1391, 183 USPQ 288, 297 (CCPA 1974); In
re Marzocchi
439 F.2d 220, 224, 169 USPQ 367, 370 (CCPA 1971). Only one of
the stated utilities in a specification needs to be credible.
See, e.g., Raytheon Co. v. Roper Corp., 724 F.2d 951, 958, 220
USPQ 592, 598 (Fed. Cir. 1983). Moreover, when the clai ned
conmpound bel ongs to a class of conmpounds whose nenbers are
recogni zed to be useful for a particular purpose and it is
within the skill of the art to use the clainmed conmpound for
t hat purpose, the requirenents of both section 101 and 112 are
met by a disclosure that the clainmed conmpound is useful for
that purpose. See, e.g., Inre Htchings, 342 F.2d 80, 89-91,
144 USPQ 637, 644-46 (CCPA 1965). To violate these
requi renents, the clained compound nust be “totally incapable

of achieving useful results.” Brooktree Corp. v. Advanced
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Mcro Devices, Inc., 977 F.2d 1555, 1571, 24 USPQ2d 1401, 1412
(Fed. Cir. 1992); See also E. 1. du Pont De Nenours and Co. V.
Berkl ey and Co., 620 F.2d 1247, 1260 n.17, 205 USPQ 1, 10 n. 17
(8th Gr. 1980)(“A small degree of utility is sufficient...The
cl ai med invention nmust only be capable of perform ng sone
beneficial function...)

Here, we find that the specification and the literature
it refers to states that pol ynitrocubanes and functionalized
pol yni trocubanes, which are inclusive of the clained
pol yni trocubane, are useful as energetic materials, such as
expl osi ves, propellants, fuels and binders. See page 1. W
also find that the specification describes the clained
pol yni trocubane as an internediate of a final product having a
utility. Fromthese findings of fact, we can infer that the
cl ai med pol yni trocubane belongs to a class of conpounds whose
menbers are recogni zed to be useful as expl osives,
propellants, fuels, binders and/or their internediates and it
is within the skill of the art how to use the claimed conmpound
for such a purpose. On this record, the exam ner sinply has

not supplied any basis to question all of the aforenentioned
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utilities of the clainmed conmpound. Accordingly, we reverse
the exam ner’s decision rejecting the appeal ed cl ai m under 35

US C 8§ 101 and 35 U.S.C. § 112, first paragraph.
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In view of the foregoing,

rever sed

REVERSED

CHUNG K. PAK
Adm ni strative Patent Judge

TERRY J. OVWENS
Adm ni strative Patent Judge

THOVAS A. WALTZ
Adm ni strative Patent Judge
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