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(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134

fromthe examner’s rejection of clains 9-18, which constitute

! Application for patent filed October 6, 1993.
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all the clains remaining in the application. An anmendnent
after final rejection was filed on March 20, 1995 and was
entered by the exam ner.

The di scl osed invention pertains to a conmputer system
for executing mcroinstructions. Mre particularly, first and
second buffers are provided for storing transient and
relatively permanent mcroinstructions respectively. The
invention is related to the manner in which erroneous
instructions in the buffers are detected and the nmanner in
whi ch erroneous instructions are repl aced.

Representative claim9 is reproduced as foll ows:

9. A conputer systemfor executing mcroinstructions,
sai d system conpri sing:

a processor;

a first buffer for storing a plurality of blocks of
transi ent mcroinstructions;

a second buffer for storing a plurality of bl ocks of
m croi nstructions which are | oaded at power up and renain
| oaded except if erroneously | oaded;

means for directing said processor to execute
m croinstructions in order and determ ni ng when a next
m croinstruction to be executed is not stored in said first or
second buffers;
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nmeans, coupled to the determ ning neans, for |oading
anot her bl ock containing said next mcroinstruction into said
first buffer; and

nmeans for detecting when a mcroinstruction to be
executed fromeither said first or second buffers is
erroneous, avoi di ng execution of said erroneous
m croinstruction, activating the |oading nmeans to reload a
bl ock containing a valid version of said erroneous
m croinstruction into said first or second buffer,
respectively, and causing the directing neans to direct said
processor to execute said valid version mcroinstruction.

The exam ner cites the followi ng references in the

answer :
Johnson et al. (Johnson) 4,422, 144 Dec. 20, 1983
Day et al. (Day) 4,538, 265 Aug. 27, 1985

Clainms 9-18 stand rejected under 35 U S.C. § 103. As
evi dence of obvi ousness the exam ner offers Day. Johnson is
not listed in the statenent of the rejection in either the
final rejection or the answer. Johnson is referred to in the
response to argunents section of the answer wherein Johnson is
said to suggest a particular feature of the clainmed invention.

Rat her than repeat the argunents of appellants or the
exam ner, we nmake reference to the briefs and the answers for

the respective details thereof.
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OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunments set forth in the briefs along with the exam ner’s
rationale in support of the rejection and argunments in
rebuttal set forth in the exam ner’s answers.

It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 9-18. Accordingly, we reverse.

We consider first the rejection of independent claim?9
as unpatentabl e over the teachings of Day. 1In the rejection,
the exam ner basically asserts that Day perforns the error
recovery routine as in the clained invention except that Day
does not teach organizing the local data into transient and

per manent areas. The exam ner states that configuring a
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menory in such a manner was wel |l -known in the art, and the
exam ner concludes that it would have been obvious to the
artisan to reconfigure the Day nenory in the manner recited in
claim9 [final rejection,

pages 3-4].

Appel l ants respond in the brief that the first and
second buffers as recited in claim9 are not taught or
suggested by the system of Day as admtted by the exam ner
[brief, pages 3-4]. The exam ner responds to appellants’
argunment by asserting that appellants have ignored the |evel
of skill in the art. The examner also reiterated his
position that a bifurcated control store would have been
obvious to the artisan at the tine the invention was nade.
The exam ner nmakes reference to Johnson here as evidence that
a bifurcated control store was known in the art [answer, pages
4-5]. Appellants note that Johnson was not applied in the
final rejection, and even if Johnson’s teachings were
consi dered, Johnson does not suggest reloading instructions

into the permanent part of the control store [reply brief].
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The exam ner responds that Johnson woul d have suggested the
nodi fication of Day to arrive at the subject matter of claim9
[ suppl enental answer].

At the outset we note that Johnson is not listed in
the statenment of the rejection but is nmerely cited in the
argunments section of the exam ner’s answer. W have rem nded

exam ners

many tines that a reference not positively included in a
statenment of rejection is not considered as applied prior art.

Note In re Hoch, 428 F.2d 1341, 1342 n.3, 166 USPQ 406, 407

n.3 (CCPA 1970). Thus, if the examner is relying on Johnson
to establish the state of the art and/or the level of skill in
the art, then the exam ner should have |isted Johnson in the
statenment of the rejection.

Al t hough Johnson has not been properly cited as prior
art inthis rejection, we note that it was cited to support
the exam ner’s previous contention that bifurcated buffers
were well-known in this art. W also observe that appellants

have responded to the rejection as if Johnson had been
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properly applied [reply brief]. 1In the interest of
adm ni strative efficiency, we shall comment on the nerits of
this rejection.
In rejecting clainms under 35 U.S.C. 8§ 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the legal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ@2d 1596, 1598 (Fed. Cir. 1988). In

so doi ng, the exam ner is expected to nake the factua

determ nations set forth in Grahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sone teaching, suggestion or inplication in the prior art
as a whole or know edge generally avail able to one having

ordinary skill in the art. Uniroyal Inc. v. Rudkin-WIey

Corp., 837 F.2d 1044, 1051, 5 USP2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G1l, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657,
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664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986);: ACS

Hospital Systens, Inc. v. Montefiore Hospital, 732 F.2d 1572,

1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These show ngs by
the exam ner are an essential part of conplying with the

burden of presenting a prima facie case of obviousness. Note

In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Cr. 1992).

The exam ner has focused his attention on the function
performed by the clainmed invention rather than on the specific
recitations of claim9. Day sinply confirns that the concept
of
repl aci ng erroneous mcroinstructions with correct
i nstructions was practiced in this art. Caim?9, however,
requires nore than this. As the exam ner has adm tted, Day
does not teach first and second buffers as clainmed. The nere
addition to Day, however, of a bifurcated control store as
taught by Johnson does not teach the invention recited in
claim9. ddaim9 recites that the transient instructions from
the first buffer and the “permanent” instructions of the

second buffer are reloaded into the same respective buffer
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when they are determ ned to be erroneous. Since one of the
buffers in Johnson is a read-only store, there is no provision
i n Johnson for reloading the instructions designated as
per manent when an instruction is determned to be erroneous.
There is no suggestion fromthe collective teachings of Day
and Johnson that the instruction |oading should be
acconplished in the manner recited in independent claim?9, and
t he exam ner has not provided a reasonable rationale to
suggest the obviousness of the invention of claim?9.
Therefore, we do not sustain the rejection of claim9 whether
based on Day al one or on the conbination of Day and Johnson.
Since clains 10-18 all depend fromclaim9, we also do
not sustain the rejection of any of these clains. The
deci sion of the exam ner rejecting clainms 9-18 is reversed.

REVERSED

JAVES D. THOVAS )
Adm ni strative Patent Judge )

N N

BOARD OF PATENT



Appeal No. 96-0635
Application 08/132, 410

JERRY SM TH
Adm ni strative Patent Judge

M CHAEL R. FLEM NG
Adm ni strative Patent Judge
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