THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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ON BRI EF

Bef ore FRANKFORT, PATE, and McQUADE, Adninistrative Patent
Judges.

PATE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 12
through 17, 21 and 24 through 27. dains 23 and 28 were
cancel | ed subsequent to final rejection. These are the only

clainms in the application.

! Application for patent filed June 3, 1993. According to
appel l ants, the application is a continuation of Application
07/ 565, 626, filed August 10, 1990; now abandoned.
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The clained invention is directed to a trocar positioning
device. The device has an inner housing with gripping
fingers. The gripping fingers on the inner housing cooperate
with an outer housing to frictionally grip the trocar guide
tube. The outer housing is provided with a threaded section,
the threads of which engage the body tissue to | ock the trocar
positioning device in place. The threads have a speci al
thread profile to securely | ock the trocar positioning device
while doing little damage to body tissue. Caim 12 reproduced
belowis illustrative of the clainmed subject matter:?2
Claim12. A trocar positioning device conprising:

(1) first housing neans configured and di nensi oned to
slidably engage a trocar guide tube, said first housing neans
havi ng gui de tube gripping neans for selectively gripping the
gui de tube; and

(1i) second housi ng neans configured and di nensioned to
engage said first housing neans to cause said gripping nmeans
to grip the guide tube and prevent novenent of said trocar

positioning device relative to the guide tube, said second
housi ng neans havi ng tissue engagi ng thread neans for engagi ng

2 \WW note that paragraph ii of claim12 states that the
thread neans extend from said second housing to a thread apex.
In fact, the thread nmeans is fornmed intergrally with the
second housing. Therefore the claimshould state that the
thread nmeans extend fromthe cylindrical surface of the second
housing. This indefiniteness is worthy of correction in any
prosecution before the exam ner.
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body tissue and securing the position of the trocar

posi tioni ng

device relative thereto, said thread neans having a base, a
di stal surface extending fromsaid second housing to a thread
apex, and a proximal thread wall extending fromthe second
housing to said thread apex;

wherein a distal thread surface flank angle is defined by
the angl e between a vertical |ine perpendicular to said base
extendi ng through said thread apex and a |line extending from
said distal thread based surface to said thread apex, and a
proxi mal end wall flank angles is defined by the angl e between
a vertical line perpendicular to said base extending through
said thread apex and said proximal end wall;

wherein said flank angle of said distal thread surface is
greater than said flank angle of said proximal end wall, at a
rati o of about 6 to about 1 respectively;

wherein said distal thread surface has a radi us of
curvature of about .07 to about .09 inches.

The references of record relied upon of evidence of
obvi ousness are:

Bur di ck (Burdi ck) 137, 414 Apr. 1, 1873
Si | ber man (Si | berman) 3,726, 522 Apr. 10, 1973
Von Al bertini (Von Al bertini) 4,670, 008 Jun. 2, 1987
Reich et al (Reich) 5,009, 643  Apr. 23, 1991
Sherwood Medi cal ( Sherwood) 232, 600 Aug. 19, 1987

(Eur opean Patent)

THE REJECTI ON

Clainms 12, 15 through 17, 21 and 24 through 27 stand
rejected under 35 U . S.C. § 103 as unpatentabl e over Von

Al bertini in view of Burdick.
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Claim 13 stands rejected under 35 U S.C. § 103 as
unpat ent abl e over Von Al bertini in view of Burdick as applied
to claim12 and further in view of the Sherwood Medi cal
Conpany Eur opean Patent.

Claim 14 stands rejected under 35 U S.C. § 103 as
unpat ent abl e over Von Al bertini in view of Burdick and further
in view of Sherwood as applied to claim 13 and further in view
of Sil ber man.

We al so note that the exam ner has cited the patent to
Reich in his discussion of the state of the art on pages 5 and
6 of the exam ner's answer.

On page 3 of the appeal brief, appellants state that the
claims on appeal stand or fall together. Accordingly, we wll
limt our consideration to the representative independent
claim 12 on appeal .

OPI NI ON

We have carefully reviewed the rejections on appeal in
light of the argunments of the appellants and the exam ner. As
aresult of this review we have reached the determ nation that

the applied prior art does not establish a prim facie case of

obvi ousness with respect with the subject nmatter on appeal.

4
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Accordingly, the rejections on appeal are reversed. Qur
reasons foll ow.

We are in agreenent with the examner's finding of fact
with respect to Von Albertini as stated at the concl usion of
page 3 of the exam ner's answer. W also agree that Von
Al bertini does not disclose the specific thread structure to
prevent coring of body tissue and to allow easy and secure
insertion of the positioning device.

Turning to a consideration of the Burdick reference, we
note that Burdick discloses a wood-screw or |ag screw for use
in wooden materials. Appellants' chief argument with respect
to the rejections on appeal is that Burdick is non-anal ogous
art. W are in agreenent with the appellants that the Burdick
reference i s non-anal ogous art and as such cannot be properly
considered as pertinent prior art under Section 103. See |In

re-Pagliaro 657 F.2d 1219, 1224, 210 USPQ 888 (CCPA 1981).

First of all, the Burdick reference is clearly outside the
inventors' field of endeavor, as the appellant's specification
makes clear that the inventors' field of endeavor is that of
trocars, catheters, cannulas and the like for use in humans or
other animals. Secondly, we consider the wood screw of

5
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Burdi ck as not reasonably pertinent to the particul ar problem
of the inventors-that of securing a catheter, cannula or the
like in the body of a human or other aninmal.

Furthernore, the examner's finding that the thread
profile of Burdick, which is disclosed as not crushing wood
fiber, would function to secure a trocar guide tube in human
ti ssue without being destructive thereof is purely
speculative. In our view, this finding by the exam ner is not
supported by any disclosure in Burdick, nor is it supported by
a convincing rationale stated by the exam ner. Therefore, it
| acks the factual basis required to validate a rejection under

Section 103. See Inre GPAC, Inc., 57 F.3d 1573, 1581, 35

UsP2d 1116, 1123. Additionally, the exam ner's concl usion
that the thread profile of Burdick satisfies appellants
clainmed ratio of 6-to-1 and has a radius of curvature of .07
inches to .09 inches is again apparently based on specul ati on.
There is no express disclosure in Burdick of such features.
The drawi ng of Burdick is not of sufficient detail to glean
such information. The exam ner may not resort to specul ation,

unf ounded assunptions or hindsight reconstruction to supply
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deficiencies in the factual basis for a Section 103 rejection.
GPAC at 1581, 35 USPQ@2d at 1123.

We have carefully reviewed the other cited and applied
prior art and we find therein no disclosure which would
provide a factual basis or renmedy the defects in this Section
103 rejection.

In sunmary, we are reversing the rejections of all clains
on appeal for the reason that Burdick is non-anal ogous art and
cannot be properly considered pertinent prior art for a
Section 103 rejection. Even if Burdick could be considered
pertinent prior art under Section 103, the exam ner's findings
with respect to Burdick are not supported by the reference
itself.

The rejections of the clains on appeal are reversed.
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No period for taking any subsequent action in connection

with this appeal nay be extended under 37 CFR § 1.136(a).

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

WLLIAM F. PATE |11 APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge
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