THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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KIMIN, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 26-
29 and 34-37. dains 30-32, the other clains remaining in the
present application, have been all owed by the exan ner.
Caim26 is illustrative:
26. A curabl e conposition which conprises:
(1) an anhydride-functional conpound having an

average of at |east two cyclic carboxylic acid
anhydri de groups per nol ecul e; and
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(11) a nonoepoxi de; and

(1i1) a hydroxy-functional conpound having an
average of at |east two hydroxyl groups per
nol ecul e;

wherein at | east one of the conpounds (i)
or (iii) conprises a filmformng pol yner.

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Hei l man et al. (Heil man) 4,017, 453 Apr
12, 1977
Horley et al. (Horley) EP 0 134 691 Mar. 20, 1985

(Eur opean Patent Application)

Appel lants' clainmed invention is directed to conpositions
whi ch can be cured at roomtenperature for use as prinmers,
topcoats, clear coats and base coats. The conposition
conprises the recited anhydride-functional conpound, a
nmonoepoxi de, and a hydroxy-functional conpound having at | east
two hydroxyl groups per nolecule. At |east one of the
anhydri de-functi onal conpounds and hydroxy-functi onal
conmpounds conprises a filmform ng pol yner.

The present application is a continuation of U S. Seri al

No. 07/657,008, filed Feburary 19, 1991, now U. S. Patent No.
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5,227,243, which is a continuation of U S. Serial No.

07/120,887, filed Novenber 16, 1987, now abandoned. An appeal

was taken to

this board in the grandparent application, and in a decision
dated January 22, 1991 (Appeal No. 90-2577) a nerits panel of
the board affirmed the examner's rejection under 35 U S.C. 8§
103 over an Australian patent that is essentially the sanme in
its disclosure as the European patent to Horley presently
applied by the exam ner. While the appealed clains in the
grandparent application defined conpositions conprising both
pol yepoxi des and nonoepoxi des, the clains of the present
invention recite only a nonoepoxi de conponent.

Appel l ants submt at page 3 of the principal brief that
"clains 26-29 and 34-37 should stand or fall together."
Accord-ingly, all the appealed clains stand or fall together
with cl aim 26.

Appeal ed cl ai ns 26-29 and 34-37 stand rejected under 35
U S.C. 8 103 as being unpatentable over Horley in view of
Hei | man.

We have thoroughly reviewed each of appellants' argunents
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for patentability. However, we are in conplete agreenent with
t he exam ner that the clainmed subject matter woul d have been

obvious to one of ordinary skill in the art within the nmeani ng
of 8103 in view of the applied prior art. Accordingly, we

wi ||

sustain the examner's rejection for essentially those reasons
expressed in the answer, and we add the following primarily
for enphasis.

There is no dispute that Horley, |ike appellants,
di scl oses conpositions which are curable at room tenperature
conprising the presently clainmed conmponents (i) anhydride-
functional conmpound and (iii) hydroxy-functional conpound.
The third conponent of Horley's conposition is a conmpound
containing at |east two epoxide groups rather than the
nonoepoxi de of the appeal ed clainms. However, we agree with
the exam ner, especially in light of the Heilman di scl osure,

that it would have been prima facie obvious for one of

ordinary skill in the art to substitute sonme of the

pol yepoxi de of Horley with a nonoepoxide in order to increase
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the fluidity of the resin mxture.

The principal argunment advanced by appellants is that
Hei |l man specifically requires, at colum 7, line 58 - colum
8, line 15, that "the conposition utilized by Heil man be free
of hydroxy-functional materials!" Based on this disclosure,
appel l ants contends that "[o]ne skilled in the art would
recogni ze that Heil man specifically teaches away from
i ncorporation of hydroxyl functional materials and woul d not

be notivated to utilize Heilman's bl ends of pol yepoxi de and

nonoepoxi de as a replacenment for the pol yepoxide in the
Eur opean patent (Horley) which requires the presence of active
hydr ogen containing materi als such as hydroxyl groups”
(sentence bridgi ng pages 3 and 4 of appellants' response of
April 3, 1995).

We are not persuaded by appellants' argunments for several
reasons. First, as noted by the exam ner, Heil man teaches

that it is essential for the shelf |life of the internediate

conposition that the presence of active hydrogen be m nim zed
and, significantly, further teaches that active hydrogen
atons, as found in hydroxyl groups, induce the anhydride
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epoxi de reaction, especially so in the presence of the
anhydride accelerators (colum 7, lines 58 et seq.)
Accordingly, it would have been obvious for one of ordinary
skill in the art to exclude hydroxyl groups in formng the
i nternedi ate conposition, but to include hydroxyl -containing
conmpounds in the conposition when curing is desired. The
conposition of the appeal ed clains and that disclosed by
Horl ey are not internediate conpositions, but those which cure
at anbi ent conditions.

Secondly, the issue is not whether it would have been
obvious to one of ordinary skill in the art to include a

hydr oxy-

cont ai ni ng conmpound in the conposition of Heil man, but,
rather, whether it would have been obvious to substitute a
nmonoepoxi de, including in mnor anmounts, for the pol yepoxide
of Horley. Appellants have presented no reason why the
substitution of a m nor anount of nonoepoxide for the

pol yepoxi de of Horley woul d have been unobvious to one of
ordinary skill in the art, particularly for the purpose of
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increasing the fluidity of the resin mxture. Significantly,
we find that appeal ed claim 26 enconpasses conpositions which
conprise a mgjor anount of a pol yepoxide and a m nor anount of
a nonoepoxide. This is so because page 15 of appellants
specification expressly discloses that "[t] he epoxy conpounds

can be nonoepoxies, or, preferably, a polyepoxi de having an

average of at |east two epoxy groups per nolecule." (enphasis
added.) Since the specification discloses that a pol yepoxi de
is preferable to a nonoepoxide, it is reasonable to interpret
claim 26, by virtue of the "conprises"” |anguage, as enbracing
a mgj or anount of the preferred pol yepoxide and a m nor anount
of the non-preferred nonoepoxide. While appellants maintain

that "Heil man teaches only limted

application of the nonoepoxi de" (page 4 of appellants’
response of April 3, 1995), the appeal ed cl ai n8 enconpass
conpositions conprising limted, or mnor, anounts of a
nonoepoxi de. Al so, since Heil man teaches that "the

i ncor poration of a nonoepoxy diluent nmay reduce the cross-
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i nked density with a concom tant nodification of properties
of the fully cured resin” (colum 8, lines 16 et seq.), we are
satisfied that one of ordinary skill in the art would have
found it obvious to determ ne the optinmum anount of
nmonoepoxi de to substitute for the pol yepoxi de conponent of
Horley. Moreover, in view of the fact that the nunber of
epoxy groups was a known result-effective variable which
determ nes the cross-linked density of the cured resin, we are
convinced that it would have been obvious for one of ordinary
skill in the art to do what appellants have done, nanely,
replace the preferred pol yepoxi de conponent with a certain
anount of non-preferred nonoepoxi de in accordance with the
target density of the cured resin.

As a final point, we note that appellants base no
argunment upon obj ective evidence of nonobvi ousness, such as

unexpected results.

I n conclusion, based on the foregoing, the exam ner's
decision rejecting the appealed clains is affirned.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RMED
EDWARD C. KI M.IN )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
BRADLEY R. GARRI S ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
THOVAS A. WALTZ )
Adm ni strative Patent Judge )
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