THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)

was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Before GARRI S, ONENS, and SPlI EGEL, Adm ni strative Patent
Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

! Application for patent filed April 28, 1993. According
to appellant, the application is a continuation-in-part of
Application 07/990, 946, filed Decenber 14, 1992, now
abandoned, which is a continuation of Application 07/492,532,
filed March 7, 1990, now abandoned.
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This is an appeal fromthe examner’s final rejection of

clainms 1-10, which are all of the clains in the application.

THE | NVENTI ON

Appel lant’s clainmed invention is directed toward a net hod
for producing printed products, such as magazi nes, by
injecting a liquid adhesive into a longitudinally noving stack
of webs transverse to the longitudinal direction of novenent
at equi di stant | ocations such that all layers in the stack are
wetted with the adhesive at equidi stant adhesive |ines,
applying an additional web to each side of the stack to form
covers for the stack, cutting the stack of webs m dway between
each pair of adhesive lines to formindividual stacks, and
fol ding each stack along its adhesive line to provide the
printed products. Caim1lis illustrative and reads as
fol | ows:

1. A nethod for producing printed products consisting of
a stack of sheets adhesively joined and fol ded al ong a m ddl e
line froma plurality of continuously noving paper webs with
the steps of
conti nuously noving a plurality of webs together to forma

stack with two main, outer surfaces continuously noving in a
first, longitudinal direction,
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adhesi vely joining the paper webs of the continuously noving
stack al ong equi di stant junction |lines perpendicular to the
first direction of the stack by injecting a liquid binder into
said stack fromat |east one of the main surfaces of the stack
along said junction Iines and wetting all layers of the stack
with the injected binder,

bringing two additional webs together with the continuously

novi ng stack such that they cover the main surfaces of the
st ack,

cutting the continuously noving stack m dway between each pair
of said equidistant junction lines to formi ndividual stacks,
and

fol di ng each individual stack along said junction |ine.

THE REFERENCES
Qoer gfel | 3,616, 034 Cct. 26, 1971
McCain et al. (MCain) 3, 966, 185 Jun. 29, 1976
THE REJECTI ON
Clainms 1-10 stand rejected under 35 U. S.C. § 103 over
McCain in view of Cbergfell.
CPI NI ON
We have carefully considered all of the argunents
advanced by appel |l ant and the exam ner and agree with

appel l ant that the aforenmentioned rejection is not wel



Appeal No. 96-0333
Appl i cation 08/054, 793

founded. Accordingly, we do not sustain this rejection.
McCai n discloses a nmethod for producing printed articles
by applying a bead of glue along the Iength of each of a
plurality of pre-printed webs noving in their |ongitudina
direction, such that each bead of glue is substantially m dway
of the wdth of the respective web, formng the webs into a
stack of webs having aligned glue beads, cutting the stack of
webs transverse to the glue line to formunfol ded articles,

and folding each article

along its glue line (col. 12, lines 34-53; col. 13, lines 36-
46; col. 14, lines 22-61). A cover nmay be applied to the
articles (col. 12, lines 54-61).

oergfell discloses a nmethod for the adhesive fastening
of two nenbers by ejecting an adhesive froma nozzle such that
t he adhesi ve penetrates through one of the nenbers and spreads
at the interface of the nenbers (col. 1, lines 4-7 and 24-30).
oergfell states (col. 1, lines 49-54) that the nmethod "may be
useful for many purposes such as securing furring strips to

concrete or bl ock bases; securing dry wall board or paneling
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directly to concrete or block surfaces w thout the use of
furring strips; securing paneling or other veneer to base
structures, and many ot her uses."

The exam ner acknow edges (answer, page 4) that, as
argued by appellant (brief, page 4), MCain does not disclose
t he adhesi ve application technique recited in appellant’s
claim1. The exam ner argues that Qoergfell discloses that
two or nore workpieces nmay be joined using his nethod (answer,
page 4), and that this teaching "reads on the applicant’s
cl ai med process step of wetting all the |ayers of the stack
with the injected binder"” (answer, page 5). The exam ner
argues that it would have been obvious to one of ordinary

skill in the art to use Qbergfell’s

adhesi ve injection technique in MCain’s nmethod because both
references are directed to applying adhesive to sheet
materials (answer, page 5).

Appel | ant argues that "Qoergfell does not teach anything
about joining nmultiple sheets of any nmaterial in such a way
that the technique could be applied to adhesively form ng a
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final product, as clainmed" (brief, page 5) and that
"[c]learly, Qobergfell does not teach any practical technique
for wetting multiple sheets of anything in one injection”
(brief, page 6).

In Qoergfell’s discussion of the use of nore than two
wor kpi eces adj acent to each other, he discloses controlling
the nature of the liquid adhesive and the adhesive ejection
paraneters such that the spreading of the adhesive occurs at a
selected interface (col. 4, lines 6-13). The exam ner has not
poi nted out, and we do not find, any teaching or suggestion in
the reference that his nmethod woul d be effective for adhering
wor kpi eces together at each of nultiple interfaces, such as
the interfaces between the webs in a stack of webs, along the
path of travel of the ejected adhesive. The notivation relied
upon by the exam ner for using Obergfell’s adhesive injection
technique in the McCain nethod cones solely fromappellant’s
specification. Thus, the exam ner used inperm ssible
hi ndsi ght when rejecting the clains. See WL. Core &
Associates v. Garlock, Inc., 721 F.2d 1540, 1553, 220

USPQ 303, 312-13 (Fed. Gr. 1983); In re Rothernel, 276 F.2d
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393, 396, 125 USPQ 328, 331 (CCPA 1960).
not sustain the examner’'s rejection.

DECI SI ON

Accordi ngly, we do

The rejection of clains 1-10 under 35 U.S.C. § 103 over

McCain in view of Cbergfell is reversed.

REVERSED

BRADLEY R. GARRI S
Adm ni strative Patent Judge

TERRY J. OVENS
Adm ni strative Patent Judge

CAROL A. SPI EGEL
Adm ni strative Patent Judge
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