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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1

through 10. In an Anmendnent After Final (paper nunber 20),

! Application for patent filed May 20, 1994. According to
the appellant, the application is a continuation-in-part of
Application No. 08/165,568, filed Decenber 13, 1993, which is
a continuation of Application No. 07/947,695, filed Septenber
21, 1992.
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claim7 was anended. Cains 11 and 12 have been found to be
al | onwabl e over the prior art of record.

The di sclosed invention relates to a nethod and system
for detecting the presence of a Supervisory Audi o Tone (SAT)
superi nposed on a voi ce/ data si gnal

Cains 1 and 9 are illustrative of the clained invention,
and they read as foll ows:

1. A nethod for detecting the presence of a Supervisory
Audi o Tone (SAT) when the SAT is superinposed on a Frequency-
Modul ated (FM voice/data signal to yield a conbined signa
which is periodically sanpled, conprising the steps of:

(a) receiving successive sanples of the conbined
voi ce/ data and SAT signal such that noi se associated with said
conbi ned
signal is suppressed and the conbi ned signal is captured when
the signal power of the conbined signal exceeds the power of
the noi se and the conbined signal is suppressed and the noise
is captured when the power of the noise exceeds the power of
t he conbi ned signal;

(b) deleting the voice/data signal froma sanple
cont ai ni ng the conbi ned voi ce/data and SAT signal so that only
the SAT remains:

(c) determning the signal power of the SAT

(d) determning the noise power of the SAT, the SAT
noi se power noving in an opposite direction fromthe SAT
signal power; and

(e) conparing the signal power to the noise power of the

SAT to determne if the signal power of the SAT exceeds the
noi se power of the SAT as occurs when the SAT is present.
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9. A systemfor detecting the presence of a Supervisory
Audi o Tone (SAT), when superinposed on a voice/data signal, to
yield a conbined signal which is periodically sanpled,
conpri si ng:

(a) nmeans for deleting the voice/data signal froma
sanpl e of the conbi ned voice/data and SAT signal so that only
t he SAT remai ns;

(b) neans for determ ning the signal power of the
remai ni ng SAT;

(c) neans for determ ning the noise power of the
remai ni ng SAT; and

(d) neans for conparing the SAT signal power to the SAT
noi se power to determine if the signal power of the SAT
exceeds the noi se power of the SAT as occurs when the SAT is
present in the conbi ned signal.

The references relied on by the exam ner are:

Wang 5,001, 742 Mar .
19, 1991

Taub et al. (Taub), “Principles of Comruni cati on Systens,
Chapter 14: Conmuni cation System and Noi se Cal cul ations,”
pages 610 through 633, 1986.

Claims 1 through 8 stand rejected under the first
paragraph of 35 U. S.C. 8 112 as bei ng based upon a non-
enabl i ng di scl osure.

Clainms 1 through 8 stand rejected under the second

par agraph of 35 U.S.C. 8 112 as being indefinite for failing
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to particularly point out and distinctly claimthe subject
matter which appellant regards as the invention.

Claims 1 through 6, 9 and 10 stand rejected under 35
U S . C 8 103 as being unpatentable over Wang i n view of Taub.

Reference is nmade to the brief and the answer for the
respective positions of the appellant and the exam ner.

CPI NI ON

We have carefully considered the entire record before us,
and we will reverse all of the rejections.

The rejections under the first and second paragraphs of
35 U.S.C. 8 112 stemfrom appel lant’s use of the phrase “the
SAT noi se power noving in an opposite direction fromthe SAT
signal power” (clains 1 and 7). According to the exam ner
(Answer, pages 3 and 7), “[t]he nmethod does not neke or cause
t he SAT noi se power to nove in an opposite direction fromthe
SAT signal power,” because the novenent of the signals in the
opposite direction “is a natural phenonenon and which is not
done by the nethod.”

In response to the | ack of enabl enent rejection,

appel l ant argues (Brief, pages 3 and 4) that:
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Appel l ant’ s specification contains a conplete
and full witten description of appellant’s
i nvention and the nethod of making and using it so
as to conply with 35 U.S.C. 112. In particular,
appel l ant’ s specification contains a description of
the manner in which the SAT noi se power and SAT
signal power nove in opposite directions. As
di scussed at page 2 of appellant’s specification, FM
radi o receivers (such as the type used in cellular
and wi rel ess comuni cations) generally exhibit a
phenonmenon known as the “FM capture effect”. This
phenomenon causes the radi o receiver to suppress the
noi se when the power of the signal is greater than
the noise. Conversely, when the noise is greater
than the signal, the noise predom nates, causing the
receiver to suppress the signal. This phenonenon is
depicted graphically in FIG 3 and is further
di scussed at pages 5 and 6 of appellant’s
speci fication.

Appel l ant’ s response (Brief, page 4) to the
I ndefiniteness rejection is that:

Appel lant’s clainms conply with 35 U.S.C. 112,
second par agraph, because the clains clearly and
di stinctly point out what appellant regards as his
invention. In particular, the clains are not
confusi ng regardi ng novenent of the SAT noi se power
and SAT signal power despite the exam ner’s
contentions to the contrary. As discussed above
with respect to the
35 U.S.C 112, first paragraph, rejection of
appel l ant’s clains, the novenent of the SAT noise
power and SAT signal power in opposite directions
stens fromthe FM capture effect associated with FM
receivers. This effect is inherent with FM
receivers and is not directly attributable to
appel l ant’s nethod, et alone appellant’s step of
determ ning the SAT noi se and signal power. Rather,
appel l ant’ s net hod takes advantage of this
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phenonenon to provide a rapid and reliable method of

detecting the presence of the SAT. Appellant has

chosen to recite the opposite novenent of the SAT

noi se power and SAT signal power in the step of

determ ning the SAT noi se power to assure proper

ant ecedent basis. Cbviously, appellant could not

have recited that the SAT noi se power and SAT signa

power mnove in opposite directions wthout having

recited the step of determ ning the SAT noi se power

in the first place. As presently witten, clains 1

and 7, and those that depend therefrom clearly and

conci sely point out what appellant regards as his

i nvention.

Al t hough the “FM capture phenonenon” (specification, page
2) causes the SAT signal power and the SAT signal noise power
to nove in opposite directions, appellant can still properly
cl ai mthe inherent by-product of the “FM capture phenonenon”
as part of his overall nethod of detecting the presence of the
SAT. Thus, we agree with appellant that the clains on appea
fully conply with the first and second paragraphs of 35 U S.C.
8§ 112. The rejections of clains 1 through 8 under the first
and second paragraphs of 35 U . S.C. 8 112 are reversed.

In formul ati ng the obvi ousness rejection, the exam ner
recogni zed (Answer, page 5) that Wang does not conpare the SAT

signal power to the SAT signal noise power. Wang conpares the

SAT signal power to a threshold value (colum 5, |ine 51; and



Appeal No. 96-0273
Application No. 08/246, 387

colum 8, lines 35, 36, 43, 65 and 67). The exam ner is of
the opi nion (Answer, page 5) that:
[I]t woul d have been obvious to one of ordinary

skill in the art at the tinme the invention was nade

to incorporate the well known use of determ ning the

noi se power of a signal and conparing the signa

power to the noise power, as evidence [sic,

evi denced] by Taub et al, in the nethod for

detecting the presence of a SAT signal for the

pur pose of determ ning the mnimal transm ssion

power and reception capabilities of the SAT signa

in order to detect a SAT signal superinposed on a

voi ce/ data si gnal
We agree with the exam ner (Answer, page 10) that Taub
provi des evidence (page 610) that it is well known in the art
to conpare a signal power to a noise power to derive a signal-
to-noise ratio. On the other hand, we do not agree with the
exam ner that it would have been obvious to one of ordinary
skill in the art to nodify Wang with the signal-to-noise ratio
t eachi ngs of Taub because Wang al ready conpares the SAT signha
power to a threshold value. The idea to collect SAT signa
noi se power, and to then use it in a conparison step of a
met hod for detecting the presence of the SAT signal conmes from
appel l ant’ s di scl osed and cl ai ned i nvention, and not fromthe

applied references. The obviousness rejection of clains 1

through 6, 9 and 10 is reversed because a prinma facie case of
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obvi ousness can not be established using inpermssible

hi ndsi ght .
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DECI SI ON
The decision of the examner rejecting clains 1 through 8
under the first and second paragraphs of 35 U S.C. 8§ 112 is
reversed, and the decision of the exam ner rejecting clains 1
through 6, 9 and 10 under 35 U.S.C. 8§ 103 is reversed.

REVERSED

LEE E. BARRETT
Adm ni strative Patent Judge

JAMES D. THOVAS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
KENNETH W HAI RSTON ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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S. H. Dworetsky

AT&T Bel|l Laboratories

600 Mbunt ai n Ave.

P. OO Box 636

Murray Hill, NJ 07974-0636
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KWH jrg
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