TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

Paper No. 32

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte TOSH O KOYAMA, M CH KO MOCH ZUKI
KAYANO HASHI MOTO, and SATCSH YANMAMOTO

Appeal No. 96-0139
Appl i cation 08/037, 683"

HEARD DECEMBER 8, 1998

Bef ore THOVAS, MARTIN, and CARM CHAEL, Adm nistrative Patent
Judges.

MARTI N, Adnini strative Patent Judge.

! Application for patent filed March 25, 1993, as a
conti nuation of Application Serial No. 07/778,592, filed
Cctober 17, 1991. Appellants claimthe benefit under 35
US.C 8§ 119 of the follow ng application:

P300284/ 90 Japan Novenber 6, 1990



Appeal No. 96-0139
Application 08/ 037, 683

DECI S| ON ON APPEAL

This is an appeal under 35 U.S.C. § 134 fromthe
examner's rejection of clains 3-5 and 7, all of the pending
claims, under 35 U.S.C. 88 112 and 103.2 W reverse both
rej ections.

The invention relates to video tape recorders (VTRs)
havi ng
a built-in camera unit and an el ectronic viewfinder. 1In the
prior art VIR shown in Figure 1, the canera unit 1 includes an
i mager device 3 supplying an anal og signal to signal processor
4, which generates an conposite anal og video signal V on |line
5 (Spec. at 1, lines 18-25). The electronic viewfinder 7
includes a circuit 8 for separating the Y and C conponents and
applying themto a decoder 9, which applies analog R, G and B
signals to LCD (liquid crystal display) driver 10 for driving
LCD 11 (Spec. at 1, line 26 to 2, line 3). This circuit
arrangenent is described as suffering fromthe probl emthat

"the waveform of the anal og conposite video signal Vis

2 Caim2, which was rejected in the final Ofice action,
was cancel ed by the "TH RD AVENDMENT AFTER FI NAL, " whi ch was
filed and entered approved for entry by the exam ner after
mai | i ng of the Answer.
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di storted by a stray inpedance of the line 5 or the |ike or
the waveform of the signal is distorted due to the filter-
processing or the like in the Y/ C separating circuit 8" (Spec.
at 2, lines 15-19), thereby degrading the quality of the LCD

i mage (id. at lines 19-20).

Appel  ants solve this problem by replacing sone of the
anal og processing circuitry and line 5 with digital circuitry
and a bidirectional digital bus. As shown in Figure 2, the
anal og signal generated by imger device 3 is converted to a
digital video signal VD by a signal processor 14, which the
specification (at 4, lines 1-4) indicates includes a
m croprocessor and an anal og-to-digital converter. The
digital video signal is supplied via a bidirectional bus 15 to
a decoder driver 19, which produces the anal og signals
required to drive the LCD viewfinder 11. The bidirectiona
bus also permts "the viewfinder 17 . . . to have its own
peculiar function. For exanple, only in the viewfinder 17
side, the color adjustnent can be effected in accordance with
the user’s taste by the m croconputer on the canera 21 side"
(Spec. at 5, lines 15-18).

Claim4 is representative:



Appeal No. 96-0139
Application 08/ 037, 683

4. A video tape recorder (VIR) having a built in
vi deo canera conpri sing:

a camera unit having an i mager device for receiving
a light inmage and converting said |light imge into an
anal og i mage signal representative thereof, and a signa
processing circuit supplied with said anal og i mage sigha
fromsaid i mager device and providing a video digital
out put signal representative thereof for transmi ssion in
digital formto a viewfinder for said canera, said signha
processing circuit including a m croconputer for
controlling said signal processing circuit, and an
anal og-to-digital converter to convert the anal og i nage
signal to a digital output signal; and

a bus transmtting said video digital output signa
fromsaid signal processing circuit to said view inder
and for providing bidirectional conmunication between
said canmera unit and said view finder [sic, viewfinder];

said viewfinder having a decoder supplied with said
digital video output signal fromsaid signal processing
circuit of said canmera unit through said bus, said
decoder providing an anal og output signal representative
of said digital video signal thereof, and a liquid
crystal display device for receiving said anal og out put
signal from said decoder and providing an i nage
representative thereof which is displayed on said |liquid
crystal display device.

Al t hough the Answer lists nine references, only the

following two references are relied on the new ground of
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rejection given in the Answer, which is the only art rejection

argued in the Answer:?

Maenor i 4,837,817 June 6, 1989
Kondo 5,142,272 August 25, 1992
Prior to addressing the art rejection, we will consider

the rejection under 8 112, second paragraph. W note that the
rejection of claimb5 thereunder as being an inproper hybrid
claim
has been nooted by the entry of the "TH RD AVMENDMVENT AFTER
FI NAL, " which replaced the phrase "is fabricated as" with
--conprises--. Hence, the 8 112 rejection of claim5 is not
repeated in the Suppl enental Exam ner’s Answer.

Clainms 3, 4, and 7 stand rejected under the second
paragraph of 8§ 112 as "vague and indefinite because the
Exam ner cannot figure out how the m croconputer is arranged
in order to control the signal processing circuit (noting in
general, a signal processing circuit includes a gamm circuit,

col or separating circuit, etc.)" (Answer at 3). This

3 Appellants correctly surm se that because the
rejections given in the final Ofice action are not nentioned
in the Answer, they should be treated as withdrawn (Reply
Brief at 3).
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reasoni ng does not support a rejection under the second
paragraph of 8§ 112. Under that paragraph, an applicant may
cl ai mwhat he regards as his invention as broadly as he

wi shes, provided the claimis not anbi guous; the question of
whet her the cl ai med subject natter is enabled by the
application disclosure is an issue under the first paragraph

of 8 112. See In re Borkowski, 422 F.2d 904, 909, 164 USPQ

642, 645-46 (CCPA 1970):

The first sentence of the second paragraph of 8112 is
essentially a requirement for precision and definiteness
of claimlanguage. |If the scope of subject matter
enbraced by a claimis clear, and if the applicant has
not ot herw se indicated that he intends the claimto be
of a different scope, then the claimdoes particularly
point out and distinctly claimthe subject matter which
the applicant regards as his invention. That is to say,
if the "enabling"” disclosure of a specification is not
commensurate in scope with the subject matter enconpassed
by a claim that fact does not render the claiminprecise
or indefinite or otherw se not in conpliance with the
second paragraph of 8§ 112; rather, the claimis based on
an insufficient disclosure (8 112, first paragraph) and
shoul d be rejected on that ground. See In re Fuetterer,
50 CCPA 1453, 319 F.2d 259, 138 USPQ 217 (1963); In re
Kamal , 55 CCPA 1409, 398 F.2d 867, 158 USPQ 320 (1968);
and In re Wakefield, 164 USPQ [ 636, 422 F.2d 897 (CCPA
1970)], decided concurrently herewith. [Footnotes
omtted; enphasis in original.]

See also In re Cormany, 477 F.2d 998, 999-1000, 177 USPQ 450,

451 (CCPA 1973) (indefiniteness of claimlanguage and
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i nadequate support for it in the specification are distinct
guestions); and

In re MIler, 441 F.2d 689, 693, 169 USPQ 597, 600 (CCPA 1971)

(breadth should not be confused with indefiniteness). Because
t he exam ner has not denonstrated (or even alleged) that the
clains are anbi guous, the rejection of clains 4 and 7 under

t he second paragraph of 8§ 112 is reversed.

Turning now to the art rejection, clains 3-5 and 7 stand
rej ected under 8 103 for obvi ousness over Kondo in view of
Maenori. Kondo di scl oses net hods and apparatus for
conpressing digital color signals to reduce the size of the
menory required to store data representing a col or imge (col
1, lines 10-38; col. 2, lines 23-26). Referring to Figure 1
of Kondo and to colum 4, line 44 to colum 5, |line 6, Kondo's
system i ncludes a video canera 1 for generating anal og
signals, A/D converters 2R 2G and 2B for converting the
anal og signals to digital RR G and B video signals, VRAMs 3R
3G and 3B for tenporarily storing
8-bit RR G and B color data for each pixel of a 2048 x 2048
pi xel picture, a CPU5, ROM 6, and RAM 7 for conpressing the
col or data into conpressed color display data dd, a recording

-7 -
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device 8, such as a hard disk or floppy disc, for storing the
conpressed col or display data, a nodem 9 for transm ssion of
the conpressed col or display data, and a col or video display
circuit 10 for decoding the conpressed color display data into
analog R, G and B signals for driving a color nonitor CRT
(cat hode-ray tube) 20 (col. 5, lines 5-6). Referring to
Figure 6, color video display circuit 10 includes a display
menory 11 having a capacity of (pixels of one image) x 8 bits
(col. 7, lines 5-6) and al so includes nenories 12R, 12G and
12B which function as a color |ook-up table (col. 7, lines 17-
20). The conpressed col or display data dd may be applied
directly to display nenory 11 as it is generated or after it
has first been stored in RAM7 (col. 9, lines 4-8).
Alternatively, the conpressed col or display data can be stored
in a floppy disc 8 or the like (col. 17, lines 24-27).

Maenori di scl oses a video tape recorder (see magnetic
head 19 in Fig. 3, described at col. 2, lines 45-48) having a
canera body 1 containing a CCD i mager device 15 (Fig. 3).
Det achably nounted on the canera body is a unit 9 which

i ncl udes an LCD viewfinder display 7 and renote contro
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switches 8 for controlling zoom ng and exposure adj ust nent of
the canera as

well as the start/stop, rew nding, fast forwarding,

repr oduci ng and tenporary stop operations of the recording
deck (col. 2, lines 1-22). The detachable unit can be used as
a renote control device when it is connected to the canera
body via a cable 12, as shown in Figure 2, in which case the
LCD display 7 still functions as a viewfinder (col. 2, line 65
tocol. 3, line 5. In canera body 1, the output of the CCD
imager 15 is fed to a matrix (not shown), which generates
color difference signals and | um nance signals (col. 2, lines
33-38), which are applied to col or coder 16, which outputs a
video signal (col. 2, lines 38-40). 1In signal processing
circuit 17 this signal is converted to a recording format,
such as FM (col. 2, lines 40-44). \Wen the viewfinder is in
operation, color coder 16a in the canera body converts the FM
signal back to color difference and | um nance signals for
application via cable 12 to detachable control section 9,
where those signals are converted by YC signal processor 21
into video signals suitable for application to LCD driver 22
(col. 2, line 53 to col. 3, line 5). Though Maenori does not

-9 -
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state that the color difference and | um nance signals sent
fromcanera body 1 to the detachable unit are anal og rather
than digital, that appears to be the case (the exam ner does
not contend otherw se). However, Maenori’'s cable clearly is
bi di recti onal because it passes video signals in one direction
and renote control signals in the other.

The exam ner contends* that (1) it would have been obvi ous
in view of Maenori to replace Kondo's CRT 20 with an LCD
device and (2) in Kondo thus nodified the col or video display
circuit 10 and the substituted LCD device will function as the
claimed "viewfinder": "[A]lthough Kondo does not nane the CRT
20 and display circuit 10 as a viewfinder, one of ordinary
skill in the art would recognize the conbination as a
vi ewfi nder, because a viewfinder is nothing but a CRT and
display circuit is [sic, omt ‘is’?] attached to a video
canera for viewi ng an i mage object being taken by the canera”
(Answer at 8). W agree with the exam ner and appel |l ants that
the term"viewfinder" as used in appellants’ clainms requires

an electronic display which is nounted (either permanently or

4 Answer at 6.
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rel easably) on the canera body. However, we do not agree with
t he exam ner that Kondo’s col or video display circuit 10 and
CRT 20 are disclosed as being attached to the canmera body; the
physi cal |ocation of these elenents relative to video canera 1
is not disclosed. The exam ner did not argue, and appellants
did not address, the obviousness, in view of Maenori, of
nounting Kondo’ s col or video display circuit 10 and CRT 20 on
video canera 1 for the purpose of permtting themto function
as the clained viewfinder. As a result, we will not consider
t hat issue.

For the foregoing reasons, we will not sustain the
exam ner’s rejection of the appeal ed clainms for obviousness
over Kondo in view of Maenori.

We note in passing that the record contains a reference
that differs from Kondo by clearly disclosing a VIR having a
built-in video canmera whose anal og output signals are
converted to digital format prior to be sent to an electronic
vi ewfi nder that enploys an anal og di spl ay devi ce:

Ki nugasa et al. 5, 060, 074 Cct ober 22,

1991
(filed Cctober 10, 1990)
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This reference discloses video canmera circuitry for used in a
VTR having an el ectronic viewfinder (col. 2, |lines 58-65).

The circuitry shown in Figure 25 includes a solid state

I magi ng device 202, an A/D converter 501, a digital processing
circuit 502, whose output is connetced to an el ectronic
viewfinder 209 via a D/A converter 503 and a gate circuit 601
However, even if it is assuned for the sake of argunent that

it would have been obvious in view of Maenori to inplenent

Ki nugasa’s viewfinder 209 as an LCD, the resulting conbination
woul d not satisfy the "bidirectional comrunication”

requi renent of the appeal ed cl ai ns.

REVERSED

)
JAMES D. THOWAS )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
JOHAN C. MARTI N )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
)

JAMES T. CARM CHAEL
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Adm ni strative Patent Judge )
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