TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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Before JOHN D. SM TH, PAK and WALTZ, Adm ni strative Patent
Judges.

PAK, Adm nistrative Patent Judge.

! Application for patent filed April 14, 1993. According
to appellants, this application is a continuation of
Application No. 07/680,204 filed April 4, 1991, now abandoned;
which is a continuation of Application No. 07/378,895 filed
July 12, 1989, now U.S. Patent No. 5,118,432 issued June 12,
1992; which is a continuation of Application No. 07/095, 056
filed Septenber 9, 1987, now U.S. Patent No. 4,863,624 issued
Septenber 5, 1989; which is a continuation-in-part of
Application No. 07/032,066 filed March 27, 1987, now
abandoned; which is a continuation of Application No.

06/ 754,001 filed July 11, 1985, now abandoned.
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DECI SI ON ON APPEAL

This is a decision on an appeal fromthe examner’'s fina
rejection of clainms 1 through 33 which are all of the clains
pending in the application.

Claim1 is representative of the subject matter on appea
and reads as foll ows:

1. An oil soluble dispersant m xture useful as an oi
addi tive conpri sing:

(A) fromabout 10 to 90 wei ght percent of a first
di spersant conprising a first hydrocarbyl substituted
nonocar boxylic acid producing material forned by reacting a
first olefin polyner of C, to C, nonool efin having a nunber
aver age nol ecul ar wei ght of about 1500 to 5,000 and a first
nonounsat urated nono acid material selected fromthe group
consi sting of acrylic acid, nmethacrylic acid, crotonic acid,
and cinnamc acid,, said first acid producing material having
an average of 1.05 to 1.25 nonocarboxylic acid producing
noi eties, per nolecule of said first olefin polymer present in
the reaction mxture used to formsaid first acid producing
material, and (b) a first nucleophilic reactant selected from
the group consisting of am nes, alcohols, am no-al cohols and
m xtures thereof; and

(B) fromabout 90 to 10 wei ght percent of a second
di spersant conprising a second hydrocarbyl substituted
nonocar boxylic acid producing material forned by reacting a
second ol efin polymer O C, to C, nonool efi n having a nunber
aver age nol ecul ar wei ght of about 700 to 1150 and a second
nonounsat urated nono acid material selected fromthe group
consi sting of acrylic acid, nmethacrylic acid, crotonic acid,
and cinnam c acid, said second acid producing material having
an average of 1.2 to 2.0 nonocarboxylic acid producing
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noi eti es, per nolecule of said second ol efin polyner present
in the reaction m xture used to formsaid second acid
produci ng material; and (b) a second nucl eophilic reactant

sel ected fromthe group consisting of am nes, alcohols, am no
al cohol s and m xtures thereof.

Claims 1 through 33 stand rejected under 35 U.S.C. § 112,
first paragraph, as |acking descriptive support for the
cl ai ned subject matter in the disclosure as originally filed,
| acki ng an enabling disclosure for the claimed subject nmatter
and | acking a best nobde of carrying out the clainmed subject
matter. W reverse.

At the outset, we note that appellants request that we
review the objection to the specification under 35 U S.C. §
132 and 35 U.S.C. § 112. However, we w |l not exercise our
jurisdiction over this matter because the newy inserted
phrases in the specification do not affect the clains or the
rejection in question. Specifically, the clains do not
i ncl ude such newly inserted phrases. Rather, they only recite
t hose specific species of nonocarboxylic acids, which are
explicitly described in the application disclosure as
originally filed. The newy inserted phrases, however, are
directed to a subgenus of nonocarboxylic acids, which is not

explicitly described in the original application disclosure.

4



Appeal No. 1996-0047
Application No. 08/ 047, 758

Accordi ngly, appellants’ remedy regarding this matter is
through petition to the Conm ssioner under 37 CFR § 1. 181 and
§ 1.191.

W now turn to the rejection of clainms 1 through 33 under
35 U.S.C. 8§ 112, first paragraph. The exam ner takes the
position that the disclosure as originally filed (1) |acks
descriptive support for the subject matter presently clainmed;
(2) lacks an enabling disclosure for the subject matter
presently clainmed; and (3) |acks the best nbde of practicing
the subject matter presently clained. W do not subscribe to
any of the exami ner’s positions for substantially those
reasons set forth in the Brief and the Reply Brief. W add
the following primarily for enphasis and conpl et eness.

W initially note that the witten description
requi renent found in the first paragraph of 35 U S.C. § 112 is
separate fromthe enabl enent requirenment of that provision
See Vas-Cath Inc. v. Mhurkar, 935 F.2d 1555, 1561-63, 19
usP@d 1111, 1115-17 (Fed. Gr. 1991); In re Barker, 559 F.2d

588, 591, 194 USPQ 470, 472 (CCPA 1977), cert. denied, 434

U S. 1064, 197 USPQ 271 (1978). Wth respect to the witten
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description requirenment under 35 U.S.C. § 112, first
par agraph, the court stated in In re Kaslow, 707 F.2d 1366,
1375, 217 USPQ 1089, 1096 (Fed. Cir. 1983):

The test for determning conpliance with the witten

description requirenent is whether the disclosure of

the application as originally filed reasonably

conveys to the artisan that the inventor had

possession at that tinme of the |ater claimed subject

matter, rather than the presence or absence of

literal support in the specification for the clained

| anguage. (citations omtted)

In the present case, we agree with appellants that the
application disclosure as originally filed reasonably conveys
to one of ordinary skill in the art that appellants
(inventors) had possession of the presently claimnmed oi
di spersant m xture. W find that the specification as
originally filed describes the clainmed first and second
hydr ocar byl substituted nonocarboxylic acid producing
materials which are fornmed by reacting particular ol efins and
a nonocar boxylic acid selected fromthe group consisting of
acrylic acid, nethacrylic acid, crotonic acid and ci nnam c

acid. See specification, pages 9 and 10. Accordingly, we

reverse the exam ner’s decision rejecting clains 1 through 33
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as |lacking the witten description for the presently clained
subject matter in the original application disclosure.

Wth respect to the enabl enent requirenment under 35
UusS. C
§ 112, first paragraph, we observe that the test is whether
one of ordinary skill in the art could nmake or use the clained
i nvention fromthe disclosure, as filed, coupled with
i nformati on known in the art w thout undue experinentation.
See United States v. Telectronics, Inc., 857 F.2d 778, 785, 8
usP@d 1217, 1223 (Fed. Cr. 1988), cert. denied, 490 U S
1046 (1989); In re Wands, 858 F.2d 731, 737 8 USPQ2d 1400,
1404 (Fed. Cir. 1988). It is incunbent upon the exam ner to
initially produce reasons that substantiate a rejection based
on lack of enablenent. See In re Marzocchi, 439 F.2d 220,
224, 169 USPQ 367, 370 (CCPA 1974). In other words, the
exam ner nust supply a reasonable basis to question the
adequacy or accuracy of appellants’ presunptively correct
di scl osure. Marzocchi, 439 F.2d at 224, 169 USPQ at 370. The

exam ner’ s reasoning nust take into account, inter alia, those
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factors enunerated in Ex parte Forman, 230 USPQ 546, 547 (Bd.

Pat. App. & Int. 1986).
Here, the exam ner states (Answer, page 7) that:

Appel I ant indicates that the subject matter of
the instant claimis commensurate with the scope of
the witten disclosure in that the four
nonocar boxylic acids recited in the clains are the
same four nonocarboxylic acids disclosed in the
original specification. The exam ner agrees with
appel l ants’ statenent and further point out that the
clains as originally filed were directed only to
di carboxylic acids. The four nonocarboxylic acids
are only nentioned on page 10, lines 18-19 of the
specification and are not nentioned anywhere el se
t hroughout pages 1-52 of the specification including
t he exanples and data, as well as, the clains as
originally filed in the parent application.

However, the exam ner has not expl ai ned why such a limted

di scl osure on nonocarboxylic acids does not enabl e one of
ordinary skill in the art to nake and use the cl ai med subj ect
matter w thout undue experinentation. The exam ner sinply has
not taken into consideration in her analysis, inter alia, the
nature of the invention involved and information known to
those skill in the art. |In this regard, we observe that the

exam ner has not responded to appellants’ argunments and

evidence referred to at page 7 of the Brief. According to
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appel l ants (Brief, page 7), the evidence proffered is said to
show that the use of nono and dicarboxylic acids to prepare
hydr ocar byl substituted nono or dicarboxylic acid producing
materials was known to those skill in art at the tine of the
invention. This statenent has not been refuted by the
examner. On this record, we are of the view that the
exam ner sinply fails to denonstrate that one of ordinary
skill in this art would not know how to nmake and use the
cl ai med i nvention w thout undue experinentation. This being
the case, we reverse this rejection as well.

Wth respect to the best node requirenent under 35 U S. C
8§ 112, first paragraph, we are aware that the appell ants nust

di scl ose the best nbde known to themat the tinme a patent

application is filed. Spectra-Physics, Inc. v. Coherent,
Inc., 827 F.2d 1524, 1535, 3 USPQ@d 1737, 1745 (Fed. GCr.),
cert. denied, 484 U S. 954 (1987). The exam ner, however,
fails to establish that appellants have w thhel d any

i nformati on regardi ng what he knew to be his best node at the

time the parent or present application was filed. 1In re Gy,

309 F.2d 769, 773, 135 USPQ 311, 315-16 (CCPA 1962). The fact
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that the best node or any node for maki ng and using the

cl ai med di spersant m xture was not supplied at the tine the

parent or present application was filed does not denobnstrate

t hat appell ants have conceal ed or withheld such infornation.

Accordingly, we reverse this rejection.

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge

CHUNG K. PAK
Adm ni strative Patent Judge

THOVAS A. WALTZ
Adm ni strative Patent Judge

CKP: bae

Exxon Chem cal Conpany
P.O. Box 710
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