THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |aw journal and
(2) is not binding precedent of the Board.
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ON BRI EF

ABRAMS, FRANKFORT and CRAWFORD, Adninistrative Patent Judges.

CRAWORD, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe examner's final rejection

of clains 39, 42, 43 and 44. dains 1-38 have been cancel ed,

! Application for patent filed July 19, 1993. According to
appel lants, this application is a continuation of Application
07/ 904,032 filed June 25, 1992, now abandoned, which is a
di vision of Application 07/463,340 filed January 10, 1990, now
Patent No. 5, 125, 888.
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clainms 53-70 have been withdrawn from consideration. C ains 40,
41 and 45-52 stand objected to as being dependent upon a rejected
base claimbut would be allowable if rewitten in independent
form

The appel lants' invention is a drug delivery apparatus
whi ch according to the specification is utilized to deliver
treatnent to a specific location of a body (Specification at page
1). The drug delivery apparatus includes a carrier means for
carrying a treatnment to a specific location of the body. The
carrier nmeans in one enbodi nent is disclosed as an inplant sheath
device with a sem -perneabl e nenbrane filled wth treatnent
pl aced inside the inplant sheath (Specification at page 3). A
| eadi ng magnet is releasably connected to the carrier neans by a
connection nmeans (Specification at page 4). The specification
di scl oses that the | eading magnet is mani pul ated by a magnetic
field external to the body so as to nove through the body to the
specific location in the body to be treated (Specification page
4-5). \Wien the carrier neans is in the |ocation needing
treatnent the connection neans rel eases the nagnet so that the
magnet can be directed out of the body (Specification, pages 4
and 8). Appellants' specification teaches that the connection

means is a heat-sensitive polynmer which when inductively heated
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melts thereby di sconnecting the magnet fromthe carrier neans
(Speci fication, pages 14 and 18).

| ndependent claim 39 is representative of the subject
matter on appeal and reads as foll ows:

39. A drug delivery apparatus conpri sing:

a) a magnetic neans for inserting in a body part;

b) a carrier neans for carrying a treatnent to a
specific location in the body part; and

c) a connection neans for releasably connecting the
carrier nmeans to the nmagnetic neans and for disengaging the
carrier nmeans fromthe nagnetic neans.

THE REFERENCES

The follow ng reference was relied on by the exam ner:
Di ef enbach 2,589, 349 March 18, 1952

THE REJECTI ONS

Clains 43 stands rejected under 35 U S.C. § 112, second
par agr aph.

Claim 39 stands rejected under 35 U S.C. 8§ 102(b) as
bei ng antici pated by D ef enbach.

Clains 42-44 stand rejected under 35 U S.C. § 103 as
bei ng obvi ous over Di ef enbach.

Rat her than reiterate the entire argunents of the

appel l ants and the exam ner in support of their respective
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positions, reference is made to appellants' brief (Paper No. 29)

and appellants' reply brief (Paper No. 31).

OPI NI ON

I n reaching our conclusions on the issues raised in
this appeal, we have carefully considered appell ants’
specification and clains, the applied reference, and the
respective viewpoi nts advanced by the appellants and the
exam ner. These considerations |ead us to nake the
determ nati ons which follow.

Wth regard to the exam ner's rejection of claim43
under 35 U. S.C. 8 112, second paragraph, we initially note that
t he purpose of the requirenent stated in the second paragraph of
35 US.C 8§ 112 is to provide those who woul d endeavor, in future
enterprise, to approach the area as circunscribed by the clains
of a patent, with the adequate notice denanded by due process of
law, so that they may nore readily and adequately determ ne the
boundari es of protection involved and evaluate the possibility

of infringenment and dom nance. [In re Hammack, 427 F.2d 1378,

1382, 166 USPQ 204, 208 (CCPA 1970). The inquiry as stated in In
re Mbore, 439 F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971) is:



Appeal No. 96-0022
Appl i cation 08/096, 214

whet her the clainms do, in fact, set

out and circunscribe a particular area

with a reasonabl e degree of precision

and particularity.... [t]he definiteness

of the | anguage enpl oyed nust be

anal yzed--not in a vacuum but always in

light of the teachings of the prior art

and of the particular application

di sclosure as it would be interpreted by

one possessing the ordinary |evel of

skill in the pertinent art.

In the instant case, the exam ner is of the opinion
that the recitation "like a torpedo” in claim43 is indefinite
since a torpedo can assune a variety of shapes. 1In regard to the
appel l ants argunent that a torpedo is defined in Websters Third
New I nternational Dictionary to be shaped |like a cigar, the
exam ner states that cigars can also assune a variety of shapes.
The exam ner also states that it is not readily apparent that
el ement 61 is shaped like a torpedo or like a cigar in Figures 9-
11 and that the termtorpedo is never used to describe nmagnet 61
in the specification.

We do not agree with the examner. Contrary to the
assertion of the examner, the specification at page 4 discloses
that the magnetic neans has a torpedo-like shape. [In our view,
this disclosure along with the depiction of nagnetic neans 61 in
Figure 11 provi de adequate notice of the shape of the nmagnetic

means to those who woul d endeavor, in future enterprise to
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approach the area circunscri bed by claim43. W wll not sustain
the examner's rejection of claim43 under 35 U S.C. § 112,
second par agr aph.

Turning now to the examner's anticipation rejection of
claim39,we find that D efenbach discl oses a magnetic key case
whi ch includes a magnet 15 attached to a container 7 with a
sliding cover 11. The container holds a key 8  The exam ner
considers the magnet 15 to be a "magnetic nmeans for inserting in
a body part", the sliding cover 11 to be a "carrier nmeans for
carrying a treatnment to a specific location in the body part" and
the container 7 to be a "connection neans for rel easably
connecting the carrier neans to the nmagnetic neans."

The exam ner argues that the |anguage "drug delivering
apparatus” is a statenent of intended use and that the case 11
di scl osed in D efenbach is capable of carrying a treatnent (See
Exam ner's Answer at page 4). The exam ner also argues that a
body can include a nyriad of possibilities such as a car (Final
Rej ection at page 5). However, we, as well as the examner, are
charged with interpreting the recitations in claim39 consistent
with the specification which is clearly directed to a drug
delivering apparatus for carrying treatnment to a specific

| ocation in the body of an animal such as a human being. As
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such, we are at a conplete |loss to understand the basis of the
exam ner's anticipation rejection. D efenbach sinply does not
di scl ose a drug delivering apparatus. W will not sustain the
exam ner's rejection of claim39 under 35 U. S.C. § 102(b) as
antici pated by Di ef enbach.

In addition, we wll not sustain the examner's
rejection under 35 U.S.C. 8§ 103 of clainms 42-44, which are
dependent of claim 39 because we find absolutely no teaching or
suggestion in D efenbach of a drug delivering apparatus which
includes a carrier neans for carrying a treatnent to a specific
| ocation in a body part.

The decision of the exam ner is reversed.

REVERSED

MURRI EL E. CRAWORD
Adm ni strative Patent Judge

NEAL E. ABRAMS )
Adm ni strative Patent Judge )
)
) )
CHARLES E. FRANKFORT ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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