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DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
clainms 14-20, all of the clains pending in the present

application. dains 1-13 have been cancel ed. An anmendnent

! Application for patent filed January 29, 1993.
According to the appellants, the application is a division of
Application No. 07/918, 777, filed July 27, 1992, now Patent

No. 5,238,869, issued August 24, 1993, which is a continuation

of Application No. 07/224,428, filed July 25, 1988, now
abandoned.
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after final rejection was filed January 12, 1995 and was

entered by the
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Exam ner. A further anendnent after final rejection filed
July 31, 1995 along with a Reply Brief was denied entry by the
Exam ner .

The disclosed invention relates to the growh of
sem conductor nmaterials on heteroepitaxial substrates. Mre
particul arly, Appellants disclose at page 4 of the
specification that a dislocation absorbing grid is provided at
the heterointerface.

Representative claim 14 is reproduced as foll ows:

14. An integrated circuit, conprising:

(a) a first layer over a grid having a dianeter on the
order of 10 umon a layer of a second material; and

(b) devices forned in said first |ayer and
i nt erconnect ed.

The Exam ner's Answer relies on the follow ng references?:

Luryi 4, 806, 996 Feb. 21,
1989

Soga et al. (Soga), "Selective MOCVD G owth of GaAs on S
Substrate with Superlattice Internedi ate Layers,"” Japanese
Journal of Applied Physics, Vol. 26, No. 2, pages 252-255
(February 1987).

21n the final rejection, the Exami ner additionally relied
on Yokogawa (JP 63-126288); however, Yokogawa has not been
relied on the Exam ner's Answer.
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The specification stands objected to under 35 U S.C. §
112, first paragraph, as failing to provide support for the
invention as claimed. Cains 17 and 18 stand finally rejected
under
35 U.S.C. 8§ 112, first paragraph, for the reasons set forth in
the objection to the specification. dains 14-20 stand
finally rejected under U S.C. § 103 as bei ng unpatentabl e over
Soga or Luryi. Cainms 14-20 stand further finally rejected
under U.S.C. 8 103 as bei ng unpatentabl e over Soga or Luryi
and further in view of Yokogawa. |In the statenent of the
grounds of rejection and in the argunents in the Answer, the
Exam ner no | onger relies on Yokogawa but rather only on Luryi
or Soga to support the rejection under U . S.C. § 103.

Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is nade to the Briefs® and Answer for the
respective details thereof.

OPI NI ON

% The Appeal Brief was filed August 25, 1995. |In response
to the Exam ner's Answer dated Decenber 6, 1995, a Reply Brief
was filed February 6, 1996 which was acknow edged and entered
by the Exam ner wi thout further coment on March 8, 1996.
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Wth respect to the 35 U. S.C 8§ 112, first paragraph
rejection, we note that the Exam ner, instead of relying on
the “witten description” or “enabl enment” |anguage of the
statute, has used the term nology “lack of support” in the
statenment of the rejection. Qur review ng court has nmade it
clear that witten description and enabl enent are separate
requi renents under the first paragraph of 35 U S.C. § 112.

Vas-Cath Inc. v. Mahurkar, 935 F.2d 1555, 1560, 19 USPQ 2d

1111, 1114 (Fed. Cir. 1991). The term nology “lack of
support” has also been held to inply a reliance on the witten

description requirenment of the statute. 1n re H gbee and

Jasper, 527 F.2d 1405, 1406, 188 USPQ 488, 489 (CCPA 1976).
In view of the factual situation presented to us in this
instance we will interpret the Examner’s basis for the 35
US. C 8§ 112, first paragraph rejection as reliance on the
“witten description” portion of the statute. “The function
of the description requirenment [of the first paragraph of 35
UusS. C
8§ 112] is to ensure that the inventor has possession, as of
the filing date of the application relied on, of the specific

subject matter later clained by him” |In re Wertheim 541
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F.2d 257, 262, 191 USPQ 90, 96 (CCPA 1976). "It is not
necessary that the application describe the claimlimtations
exactly, . . . but only so clearly that persons of ordinary
skill in the art will recognize fromthe disclosure that
appel l ants i nvented processes including those limtations."

Wertheim 541 F.2d at 262, 191 USPQ at 96 citing In re Snythe,

480 F.2d 1376, 1382, 178 USPQ 279, 284 (CCPA 1973).
Furthernore, the Federal Circuit points out that "[i]t is not
necessary that the clainmed subject natter be descri bed
identically, but the disclosure originally filed nust convey
to those skilled in the art that applicant had i nvented the

subject matter later clained.” [In re WIder,

736 F.2d 1516, 1520, 222 USPQ 369, 372 (Fed. Cir. 1984), cert.

deni ed, 469 U. S. 1209 (1985), citing In re Kaslow, 707 F.2d

1366, 1375, 217 USPQ 1089, 1096 (Fed. Cir. 1983).

In the Exam ner’s view (Answer, page 3), the grid
descri bed at page 8 of the specification and illustrated in
Figure 3 of the draw ngs does not have non-intersecting |lines
as recited in claiml1l7. W agree with the Exam ner that each
of the lines 500 and 502, although identified by Appellants’
specification as non-intersecting relative to each other, are
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ultimately intersecting Iines when viewed in the entire
context of the described grid. W reach the concl usion,
however, that one of ordinary skill in the art would have
recogni zed that Appellants’ disclosed grid structure would
have non-intersecting as well as intersecting lines. For
exanple, lines around the perineter of a grid that define the
outer contours of the grid are non-intersecting lines. W
note that “intersect” is defined in Wbster's N nth New
Collegiate Dictionary as “to pierce or divide by passing
through or across; to neet and cross at a point". Thus,
contour defining perineter |ines which abut but do not cross
the grid lines are non-intersecting lines. For the above
reasons we can not sustain the rejection of clains 17 and 18
under the first paragraph of
35 U.S.C 8§ 112.

W will also not sustain the rejection of clains 1-6
under 35 U.S.C. 8 103. The Exam ner has failed to set forth a

pri ma facie case. It is the burden of the Exam ner to

establish why one having ordinary skill in the art would have
been led to the clained invention by the express teachings or
suggestions found in the prior art, or by inplications
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contai ned in such teachings or suggestions. |In re Sernaker,

702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. Cir. 1983).
"Addi tionally, when determ ning obviousness, the clained
i nvention should be considered as a whole; there is no legally

recogni zabl e 'heart' of the invention.” Para-O dnance MJg.,

Inc. v. SGS Inporters Int’l, Inc., 73 F.3d 1085, 1087, 37

UsP2d 1237, 1239 (Fed. Cr. 1995), cert. denied, 117 S. Ct.

80 (1996) citing W L. Gore & Assocs., Inc. v. Garlock, Inc.,

721 F.2d 1540, 1548, 220 USPQ 303, 309 (Fed. Cr. 1983), cert.
deni ed, 469 U.S. 851 (1984).

We note at the outset that Appellants have not contested
the Examiner's position concerning the obviousness of
formng integrated circuit devices in the first |ayer of a
het er oepi t axi al substrate. Rather, Appellants' argunents in
the Briefs center on the clained size of the dianmeter of the
di sl ocation absorbing grid fornmed over the second substrate
| ayer. This particular size is recited as "on the order of 10
pum' i n i ndependent clainms 14 and 17 and "bei ng about 10
m croneters” in independent claim19. The Soga and Luryi
references cited by the Exam ner each disclose grid |ayers
formed on a silicon substrate having a grid dianmeter size of
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500 um and 200 Angstronms (0.02 pm, respectively. The
Exam ner relies on a dictionary definition of the word "order"
to support his position that the prior art 500 umand .02 pum
grid dianeter sizes neet the clainmed requirenents.

It is our view, however, that the Exam ner has taken the
term"order" out of context. Terns in clains are to be given
their ordinary and accustoned neaning, unless it appears that

the inventor used themdifferently. Envirotech Corp. v. Al

George, Inc., 730 F.2d 753, 759, 221 USPQ 473, 477 (Fed. Cir

1984). See al so Hoechst Cel anese Corp. v. BP Chens. Ltd., 78

F.3d 1575, 1578, 38 USPQ2d 1126, 1129 (Fed. G r. 1996). The
cl ear | anguage of independent clains 14 and 17 uses the phrase
"on the order of 10 pnt' to describe the size of the grid

di aneter. We note that Webster's Ninth New Col | egi ate
Dictionary provides a definition of "on the order of" as
nmeani ng "about, approximately." "Such broadeni ng usages as
"about"” nust be given reasonabl e scope; they nust be viewed by
t he deci sion maker as they woul d be understood by persons
experienced in the field of the invention. Although it is
rarely feasible to attach a precise limt to 'about,' the
usage can usually be understood in the |ight of the technol ogy
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enbodied in the invention." Mdine Mg. Co. v. United States

International Trade Comm ssion, 75 F. 3d 1545, 1554, 37 USPQ2d

1609, 1615 (Fed. Cir. 1996) citing Andrew Corp. v. Gabrie

Electronics,lnc., 847 F.2d 819, 821-22, 6 USPQ2d 2010, 2013

(Fed. Cir.), cert. denied, 488 U S. 927 (1988). 1In the

present instance, the Exam ner has provided no show ng as to
why one of ordinary skill would consider the 500 umgrid size
di aneter of Soga or the 200 Angstrom (0.02 um dianeter of
Luryi to approximate Appellants' 10 um di nensi on.

The Exam ner at page 4 of the Answer has further
questioned the criticality of Appellants' 10 um di aneter size
and asserts the obviousness of any val ue between the 500 pm
and .02 uymgrid sizes in the cited references. Appellants
have responded (Reply Brief, page 2) that the Exam ner has not

established a prinma facie case of obvi ousness since there is

no suggestion in either of the references that the grid

di aneter size could be extended to any degree. |In contrast to
Appel lants grid | ayer which absorbs m grating dislocations,
Appel lants point to the Luryi reference in which it is

di scl osed (colum 5, line 10) that if the grid dinension is
kept bel ow 200 Angstrons (.02 un) dislocations will be
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prevented fromformng in the Ge epitaxial l|layer. After
careful review of Appellants' argunents and the Soga and Luryi
references, we agree with Appellants that no teaching exists
in the references that woul d support the desirability of

nodi fying the disclosed grid sizes to achieve Appellants' 10
pum value. The nmere fact that the prior art may be nodified in
t he manner suggested by the Exam ner does not make the
nodi fi cati on obvious unless the prior art suggested the

desirability of the nodification. 1n re Fritsch, 972 F.2d

1260, 1266, 23 USPR2d 1780, 1783-84 (Fed. Cir. 1992).
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In summary, we have not sustained the rejection of clains
17 and 18 under the first paragraph of 35 U S.C. 8§ 112 nor the
rejection of clainms 14-20 under U.S.C. 8§ 103. Therefore, the
deci sion of the Exam ner is reversed.

REVERSED

STANLEY M URYNOW CZzZ, Jr. )
Adm ni strative Patent Judge )

)

BOARD OF PATENT
APPEALS
M CHAEL R. FLEM NG AND
Adm ni strative Patent Judge | NTERFERENCES

JOSEPH F. RUGAE ERO
Adm ni strative Patent Judge
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