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This is a decision on appeal fromthe examner's fina
rejection of clainms 10 through 20. Subsequent to the Notice of
Appeal (Paper No. 9) and in response to an anmendnent filed
January 13, 1995 (Paper No. 10), the exam ner, in an advisory
action nailed February 24, 1995 (Paper No. 11), has indicated
that the rejection of clains 10 through 20 on non-reference
grounds (i.e., under 35 U . S. C. 8§ 112, second paragraph) has
been overcone and that clains 13 and 17 through 20 are now
objected to as being all owabl e subject to being rewitten in
i ndependent form Accordingly, the appeal as to clains 13 and
17 through 20 is dism ssed, leaving only clainms 10 through 12
and 14 through 16 for our consideration on appeal. Cains 1
t hrough 9 have been cancel ed.

Appel lant's invention relates to a paint can hol di ng
devi ce which can be suspended froma person's belt, support a
paint can fromthe paint can's handl e attachnent nenbers, and
provi de pivot neans for keeping the paint can upright.
| ndependent claim 10 is representative of the subject natter
on appeal and a copy of that claim as it appears in the

Appendi x to appellant's brief, is attached to this decision.
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The references of record relied upon by the exam ner in

rejections of the appealed clains under 35 U S.C. §8 103 are:

Haney, Jr. (Haney) 2,753,094 July 3, 1956
Kest er son Des. 276, 760 Dec. 18, 1984
Hayes 4,527,720 July 9, 1985

Clainms 10 through 12 and 14 stand rejected under 35
U S C 8 103 as bei ng unpatentabl e over Hayes in view of
Kest er son

Clains 14 through 16 stand rejected under 35 U.S.C. § 103
as bei ng unpat ent abl e over Hayes in view of Kesterson as
applied to claim 10 above, and further in view of Haney.

Rat her than reiterate the exam ner's explanation of the
above-noted rejections and the conflicting viewpoints advanced
by the exam ner and appellant regardi ng those rejections, we
make reference to the exam ner's answer (Paper No. 13, mailed
April 21, 1995) for the examiner's full reasoning in support
of the rejections, and to appellant's brief (Paper No. 12,

filed March 13, 1995) for appellant's argunents thereagainst.
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OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellant's specification and cl ai s,
to the applied prior art references, and to the respective
positions articul ated by appellant and the exam ner. As a
consequence of our review, we have made the determ nation that
the exam ner's above-noted rejections of the appeal ed cl ai ns
under 35 U. S. C 8§ 103 cannot be sustained. Qur reasons
fol | ow.

The proper test for obviousness is what the conbi ned
teachi ngs of the references woul d have suggested to those

having ordinary skill in the art. See Cable Elec. Prods. v.

Genmark, Inc., 770 F.2d 1015, 1025, 226 USPQ 881, 886-87 (Fed.

Cr. 1985); In re Kaslow 707 F.2d 1366, 1375, 217 USPQ 1089,

1096 (Fed. Cir. 1983); In re Keller, 642 F.2d 413, 425, 208
USPQ 871, 881 (CCPA 1981). The |l aw foll owed by our court of

review, and thus by this Board, is that "[a] prinma facie case

of obvi ousness is established when the teachings fromthe
prior art itself would appear to have suggested the cl ai ned
subject matter to a person of ordinary skill in the art.” In

re Rinehart, 531 F.2d 1048, 1051, 189 USPQ 143, 147 (CCPA
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1976). A rejection based on 8 103 nust rest on a factual

basis, with the facts being interpreted w thout hindsight
reconstruction of the invention fromthe prior art. In naking
this evaluation, the examner has the initial duty of
supplying the factual basis for the rejection hel/ she advances.
The exam ner may not, because he/she doubts that the invention
is patentable, resort to specul ation, unfounded assunptions or
hi ndsi ght reconstruction to supply deficiencies in the factua

basis. See In re Warner, 379 F.2d 1011, 1016-17, 154 USPQ

173, 177-78 (CCPA 1967).

In this case, essentially for the reasons stated by
appellant in the brief (pages 5-9), we find that the
exam ner's rejection of clainms 10 through 12 and 14 through 16
under 35 U.S.C. 103 is not sustainable. Like appellant, we are
of the opinion that the exam ner has inappropriately relied
upon hi ndsi ght and inproperly used appellant's own di scl osure
and teachings as a guide through the prior art references and
the individual features thereof in attenpting to conbine only
a selected one of those features (i.e., the notches) in a
nodi fi cati on of the Hayes paint can holder so as to arrive at

the clainmed subject matter.
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Unli ke the exam ner, we see nothing in the conbi ned
teachi ngs of Hayes and Kesterson which woul d have | ed one of
ordinary skill in the art to replace the bail receiving
arrangenent at the ends of each of the support arns of the
support nenber (12) of Hayes with notches |like those seen in
the design patent to Kesterson. In this regard, we also share
appel l ant's view that neither Hayes nor Kesterson teaches or
suggests opposed notches in support arns of a paint can hol der
which are (1) sized to receive the can handl e attaching
menbers protrudi ng fromopposite sides of the paint can and
(2) positioned on the support arns to permt the paint can to
pi vot about the attaching nmenbers when the attachi ng nenbers
are received in said opposed notches, as is required in
appel l ant's i ndependent claim 10 on appeal.

Qur review of the Haney patent applied by the exam ner
agai nst dependent clains 14 through 16 does nothing to change
our view regarding the basic conbination of references to
Hayes and Kesterson. That is, there is nothing in Haney which
suppl i es the above-noted deficiencies of the exam ner's basic

conbi nati on of references.
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Based on the foregoing, the decision of the exam ner

rejecting clainms 10 through 12 and 14 through 16 under 35

US. C 8§ 103 is reversed.

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

JOHN P. McQUADE
Adm ni strative Patent Judge

JEFFREY V. NASE
Adm ni strative Patent Judge
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APPENDI X
10. A holder attachable to a belt worn by a person to
hold a can having a sidewall, a bottomand a renovable top lid
to forma liquid containing chanmber and havi ng attachi ng neans
protrudi ng from opposite sides of said sidewall to which a
handl e is pivotally attached, said hol der conprising:
(a) a can hol ding nenber conpri sing:
(i) arigid back plate, and

(ii) rigid support arnms extending from said back

pl ate to forma gap between said support arns of
sufficient di stance to allow said can sidewall to pass
bet ween said arnms, said support arns having opposing

not ches sized to receive said attachi ng neans and

positi oned on said support arns to permt said can
to pivot about said attachi ng neans when said
attachi ng neans are received in said opposing

not ches; and

(b) a belt suspension nenber having two ends, said first
end of said belt suspension nenber being attachable to said
belt and said second end of said belt suspension nenber being
pivotally attachable to said back plate.
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