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today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe exam ner’s refusal to all ow

claims 17 and 19-28 as anended after final rejection and claim

! Application for patent filed March 22, 1993. According
to appellants, the application is a division of Application
07/ 990,939, filed Decenber 14, 1992, now U. S. Patent No.
5,243,111, issued Septenber 7, 1993, which is a continuation
of Application 07/720,642, filed June 25, 1991, now abandoned.
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29 which was added after final rejection. These are all of
the clains remaining in the application.
THE | NVENTI ON
Appel I ants’ claimed invention is directed toward an
oxychl orination catal yst conposition which includes an
oxychlorination catalyst, a specified amount of catalytically
and chemcally inert solid diluent particles, and a sol ution
or suspension of a catalytically active copper conpound.
Caim17 is illustrative and reads as foll ows:
17. An oxychlorination catal yst conposition conprising
imm xture of (a) a catalytically effective anpbunt of an
oxychlorination catalyst, (b) a diluent conprising particles
of a catalytically and chemcally inert solid substance, which
diluent is present in an anmount ranging from1l to 20 tinmes by
wei ght of the oxychlorination catalyst (a), and (c) a solution
or suspension of a catalytically active copper conpound.
THE REFERENCE
Cowfer et al. (Cowfer) 4,339, 620 Jul . 13, 1982
THE REJECTI ONS
Clains 17 and 19-29 stand rejected under 35 U S. C
8§ 102(b) as being anticipated by or, in the alternative, under

35 U.S.C. §8 103 as bei ng obvi ous over Cowfer.

OPI NI ON
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We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejections are not wel
founded. Accordingly, we do not sustain these rejections.

Interpretation of appellants’ independent clains

During patent prosecution, clains are to be given their
br oadest reasonable interpretation consistent with the
specification, and the claimlanguage is to be read in view of
the specification as it would be interpreted by one of
ordinary skill in the art. See In re Zletz, 893 F.2d 319,
321, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989); In re Sneed, 710
F.2d 1544, 1548, 218 USPQ 385, 388 (Fed. Cir. 1983); In re

Ckuzawa, 537 F.2d 545, 548, 190 USPQ 464, 466 (CCPA 1976).

Appel lants’ clainms 17 and 29, which are the only
i ndependent clains, require that the conposition includes an
oxychlorination catalyst, a diluent, and a solution or
suspensi on of a catalytically active (claim17) or reactive
(claim 29) copper conpound. Regarding the solution or

suspensi on of the copper conpound, appellants state that
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“[t]he fornul ation can be a suspension rather than a sol ution,
if the concentration of the copper conpound is high or if the
copper conpound is but slightly soluble” (specification, page
6, lines 11-14). Appellants also state that “[t]he sol ution
of the copper conpound may be an aqueous sol ution”
(specification, page 6, lines 15-16) and that “[i]n addition
to this solution of a copper conpound, it is also possible to
add powder ed copper, a powdered copper conpound or fresh
cat al yst containing copper” (specification, page 6, |lines 24-
27) .

The above statenent that if the concentration of the
copper conpound is high or if the copper conpound is only
slightly soluble, the copper compound is suspended rather than
being in solution, indicates that the suspension recited in
appel lants’ clains is a suspension in a |liquid, and not a
suspension in a gas. Thus, this teaching indicates that
“suspension of a catalytically active copper conpound” in
appel lants’ claim 17 and “suspension of a catalytically
reacti ve copper conpound” in appellants’ claim?29 do not
enconpass oxychlorination catal yst particles suspended in a
fluidized bed. That is, this teaching indicates that the
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suspension recited in appellants’ clains and the

oxychl orination catal yst conponent in those clains are
separate and distinct conmponents of the composition. In

addi tion, because appellants’ solution and suspension are used
alternatively, the teaching that powdered copper, a powdered
copper conpound or fresh catal yst contai ning copper can be
added in addition to the solution indicates that appellants’
recited suspension, |ike the solution, is separate and

di stinct fromthese powders or catal yst particles.

Thus, appellants’ clainms, when given their broadest
reasonabl e interpretation consistent with the specification,
do not include conpositions in which the catalytically active
or reactive copper conpound is suspended in a gas but, rather,
are limted to conpositions in which the catalytically active
or reactive copper conpound is suspended in a |liquid.

The Cowfer reference

Cowf er discloses a process for inhibiting the stickiness,
in fluidized beds, of an oxychlorination catalyst for ethylene
conposed of cupric chloride on fluidizable alumna support
particles (col. 2, lines 61-65). This inhibition of
stickiness is acconplished by addi ng bare support particles to
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the catalyst particles, which results in transfer, during
operation of the fluidized bed, of a portion of the cupric
chloride, particularly that which is concentrated on the
surfaces of the catal yst particles, to the bare support
particles (col. 3, lines 6-48). The bare support particles
can be 5% to about 50% of the weight of the entire bed,
provi ded that the final copper content is not reduced bel ow
about 2% (col. 4, lines 46-53).
Regardi ng the preparation of the catal yst particles,
Cowfer states (col. 2, lines 9-19):
Typically cupric chloride is dissolved in water, and
the solution is slowy sprayed on the support with
conti nuous mxing (or alternatively adding the
support to the solution with m xing) foll owed by
drying the wet subject until it is free flow ng,
calcining for a few hours at a tenperature of about
110EC., and screening to elimnate |arge particles.
The supported catalyst is then ready for addition to
t he oxyhydrochl orination reactor to function as the
fluidized catal yst bed. The supported catalyst is
prepared to contain fromabout 2 to 10 percent by
wei ght copper.

Rej ection under 35 U.S.C. § 102(b)

The exam ner, relying upon the above excerpt from Cowfer
(col. 2, lines 9-19) regarding the preparation of the catalyst

particles, argues that “[p]resunably, the catal yst conposition
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before drying contains all three conponents - the
oxychl ori nati on conponent, the bare support (not all of the
support surface is inpregnated with Iimted anount of the
copper chloride solution), and the copper chloride solution
itself adhering to the support surface” (answer, page 5). The
exam ner apparently is of the view that as Cowfer’s cupric
chloride solution is slowy sprayed onto the support, sone of
the cupric chloride solution which has contacted the support
I npregnates sone of the support particles, although Cowfer
does not nention such inpregnation, and the inpregnated
support is an oxychlorination catalyst. Even if such
i npregnation takes place, the exam ner’s argunent is deficient
in that the exam ner has not established that such inpregnated
support particles, before drying and cal ci ning, can function
as an oxychlorination catalyst. Cowfer indicates that an
oxychlorination catalyst is not formed until after drying and
cal cining such that a solid catalyst is produced (col. 1,
lines 30-34; col. 2, lines 15-18). At this point, no cupric
chl oride solution, which nust be present to neet the
requi renents of appellants’ clains, is present.

For the above reasons, we find that the exam ner has not

-7-



Appeal No. 95-4216
Application 08/035, 076

carried his initial burden of pointing out where each el enent
of appellant’s conposition is found in one reference. See In
re Spada, 911 F.2d 705, 708, 15 USPR2d 1655, 1657 (Fed. Cr
1990); In re King, 801 F.2d 1324, 1327, 231 USPQ 136, 138-39
(Fed. Cir. 1986). W therefore do not sustain the rejection
under 35 U.S.C. § 102(b).
Rej ection under 35 U . S.C. § 103

The exam ner argues that “[s]ince Cowfer teaches the
preparation of the catalyst by inpregnating a copper sol ution
into a support, followed by mxing with an additional portion
of the bare support, it would have been obvious to one of
ordinary skill in the art to add any anount of any of the
t hree conponents, including selective addition of a solution
or suspension of a copper conpound into the reactor while the
oxychlorination process is in progress, knowing well that it
wi Il not adversely affect the reaction” (answer, page 5).

In order for a rejection under 35 U S.C. § 103 to be
proper, the prior art nust be such that it would have provided
one of ordinary skill in the art with both a notivation to

make appell ants’ catal yst and a reasonabl e expectati on of
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success in doing so. See In re Vaeck, 947 F.2d 488, 493, 20
USPQ2d 1438, 1442 (Fed. Cir. 1991); Inre O Farrell, 853 F. 2d
894, 902, 7 USPQ2d 1673, 1680 (Fed. Cir. 1988); In re Longi,

759 F.2d 887, 892-93, 225 USPQ 645, 648 (Fed. Cir. 1985).

Even if, as asserted by the exam ner, one of ordinary
skill in the art would not have expected the presence of a
sol ution of a copper conpound to adversely affect Cowfer’s
oxychlorination reaction, the exam ner’s argunent i s not
persuasive. The reason is that the exam ner has not
expl ai ned, and it is not apparent, why, in view of Cowfer,
wherein the reaction takes place in the presence of a
fluidized solid catalyst (col. 1, lines 30-37; col. 2, lines
16-18), one of ordinary skill in the art would have been
notivated to add cupric chloride solution to the catal yst.

For the above reasons, we conclude that the exam ner has
not carried his initial burden of setting forth a prina facie
case of obviousness of the invention recited in any of
appel l ants’ clains. Consequently, we do not sustain the
rejection under 35 U . S.C. § 103.

Since no prima facie case of obviousness has been
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establ i shed, we need not address the experinental results
relied upon by appellants (brief, page 9). See Inre
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Gr.
1984); In re R nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147
( CCPA 1976) .

DECI SI ON

The rejections of clainms 17 and 19-29 under 35 U.S.C.
8 102(b) as being anticipated by Cowfer and under 35 U S.C.

8 103 as being obvi ous over Cowfer are reversed.

REVERSED
TERRY J. OVENS )
Adm ni strative Patent Judge )
)
|
THOVAS A. WALTZ ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
PAUL LI EBERVAN )

Adm ni strative Patent Judge

p—
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