THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today
(1) was not witten for publication in a | aw journal and
(2) is not binding precedent of the Board.
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Appl i cation 08/ 135, 3241

ON BRI EF

Bef ore CAROFF, METZ and HANLON, Adm nistrative Patent Judges.

METZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal under 35 U.S.C. § 134 fromthe

exam ner's refusal to allow clainms 10 and 12 through 14. The

! Application for patent filed Cctober 13, 1993. The
I nstant application is a continuation of Serial Nunber
07/ 887,408, filed on May 19, 1992, and now abandoned; said
abandoned application is a continuation of Serial Nunber
07/ 682,574, filed on April 8, 1991, and now abandoned.
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exam ner has indicated in his advisory action (Paper Nunmber 24
- mailed on June 9, 1994) that clainms 15 through 17 and 23
through 25 are allowed. daim11l has been objected to in the
advi sory action wi thout explanation of the basis for the

obj ection. Accordingly, only clains 10 and 12 through 14 are
before us for consideration and clains 11, 15 through 17 and
23 through 25 formno issue in this appeal.

THE | NVENTI ON

The clained invention is directed to a process for
formng a photoresist pattern. The process conprises the
conventional steps of coating a wafer with a photoresi st,
irradiating the photoresist with radiation of a predeterm ned
wavel ength to generate photoacid defining a latent inage in
sai d photoresi st and baking the | atent inmage fornmed by the
phot oaci d. Appel |l ants di scovered that by protecting the |atent
i mge fornmed on the photoresist on the wafer after generation
of photoacid but before baking the | atent imge a sharper,
better defined i mage i s obtained.

Claim 10, the sole independent claimbefore us, is
reproduced below for a nore facile understandi ng of
appel l ants' cl ai ned invention.

10. A process for formng a photoresist pattern
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conprising the steps of:

coating a wafer with a photoresist, said
phot or esi st produci ng a photoacid when irradiated
with radiation of a predeterm ned range of
wavel engt hs, said photoacid catal yzing a chem ca
reacti on when said photoresist is baked to increase
the solubility of said photoresist in the irradiated
areas wth respect to the solubility of said
photoresist in the non irradi ated areas;

irradiating said photoresist on said wafer with
said radi ation of a predeterm ned wavel ength to
generate said photoacid defining a latent imge in
sai d photoresist on said wafer, said irradiating
step follow ng said coating step
preventing said photoacid from bei ng
neutralized; and
baki ng said latent inage in
phot oresi st on said wafer, said baking step
foll owm ng said preventing step
The exam ner has not relied on any prior art to
reject the appeal ed cl ai ns.
Clainms 10 and 12 through 14 stand rejected under 35
US C 8 112, first paragraph, on the grounds that the
appeal ed clains are based on a disclosure which is only
"enabling" for nitrogen or water as the agent which prevents
t he photoacid frombeing neutralized. W affirm
OPI NI ON

The question before us is whether appellants’

di scl osure woul d have enabl ed the hypot hetical person of
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ordinary skill in the art at the tinme appellants' invention

was made to nmke the clai ned i nventi on. In re dass, 492 F.2d

1228, 1232, 181 USPQ 31, 34 (CCPA 1974). 35 U. S.C. § 112,
first paragraph, requires a reasonable correlation between the
scope of what is clainmed and the scope of enabl enent provided

by appel |l ants' specification to the person of ordinary skill

inthe art. 1n re Vaeck, 947 F.2d 488, 495, 20 USPQ2d 1438,

1444 (Fed. Cr. 1991); In re Fisher 427 F.2d 833, 839, 166

USPQ 18, 24 (CCPA 1970).

Al t hough the exami ner's statenment of the rejection
and underlying rationale in support of the rejection are not
nodel s of clarity, we understand the rejection to be founded
on the exam ner's determ nation that although claim 10
utilizes the | anguage "preventing said photoacid from bei ng
neutralized", appellants' disclosure only describes the use of
nitrogen and water as being useful for that purpose. The
exam ner reasons that the two discl osed "species" do not
provi de an adequate basis for the scope of the clai mlanguage
of "preventing said photoacid from being neutralized." The
exam ner opines that in light of the unpredictability in the
art, except for the disclosure of nitrogen and water as being
useful, it would have required undue experinmentation for the
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ordinarily skilled person in the art to determ ne other useful
agents for preventing neutralization.

Appel | ants argue that because the use of "chem ca
anbi ents does not involve conplex chem cal reactions" (page 5
of the main brief), selection of "anbients" or suitable nedia
woul d have been readily ascertainable to one skilled in the
art by actually selecting an "anbient” or nmedi um and
det ermi ni ng whet her the photoacid becones neutralized.
Appel | ants suggest by this argunent that if the routineer
tests a candidate for the "anbient” or nediumand it prevents
neutralization of photoacids then it is appellants' invention
and the disclosure is enabling. W disagree.

We consi der appellants' position to be tantanount to
an invitation to the routineer to experinent. An invitation
to experinment does not constitute enabl enent, especially
where, as here, there is little or no guidance in the
specification which would direct the routineer in his or her
search for "anbients"” or suitable nedia. Thus, we agree with
the exam ner that it would have required "undue"
experinmentation by the skilled routineer to find nedia other
than nitrogen or water which would suit appellants' purpose in
claim 10 for "preventing said photoacid from being
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neutralized."

Factors to be considered in determ ning whether a
di scl osure woul d require "undue" experinentation include (1)
the quantity of experinentation necessary, (2) the anount of
di rection or guidance presented, (3) the presence or absence
of working exanples, (4) the nature of the invention, (5) the
state of the prior art, (6) the relative skill of the
routineer in the art, (7) the predictability or |ack thereof

in the art, and (8) the breadth of the clainms. 1n re WAnds,

858 F.2d 731, 737, 8 USP@@d 1400, 1404 (Fed. Cir. 1988).
Qur review of appellants' specification reveals
scant little information concerning criteria for selecting
ot her "anbients". Appellants describe at page 9, lines 19
t hrough 20, the problemwhich their invention addresses.
Therein, appellants state that:
If the wafer is left in an open air
environnment, the acid neutralizes,
such that it is not an effective
cat al yst.
At page 3 of the specification, appellants state that:
The present invention overcones this problem by
avoi ding the effects of the clean room anbi ent

during the post exposure period.

Subsequent |y, appellants disclose at page 5, lines 5 and 6
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t hat:

After exposure, the wafer is maintained in an inert
mediumto ensure that the latent inmage remains
st abl e.

Li nes 10 through 15 of page 5 informus that:

In one enbodi nent, the inert nmediumcan be nitrogen
gas. In another enbodi nent, the wafer can be

mai ntained in water. In another enbodi nent, the
waf er can be maintained in nitrogen during the
exposure of the wafer. Finally, the nitrogen or

ot her inert atnospheric conditions can also be

enpl oyed to regenerate the surface of the | atent

i mage after it has been subjected to the nornal

cl ean room anbi ent.

At page 10, line 5 through page 11, line 9,
appel l ants di scuss several enbodinments of their invention.
Specifically, after a series of conventional, prior art
processi ng steps but before post exposure baking appellants
di scl ose that:

the water cassette used to hold the

waf ers during |ithography process 100

could be nodified to provide an inert

gas anbient for the wafers after

exposure. (page 5, lines 5 through 8)

It is also disclosed that:

In the currently preferred enbodi nent

the wafer anbient is the inert gas

nitrogen. (page 5, lines 10 and 11)

As an alternative, the wafers may be stored in water rather

than an inert gas (page 5, lines 14 and 15). O, the wafer
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handl i ng portion of the apparatus could be encl osed and
nitrogen flowed inside the chanber (page 5, lines 16 through
20). Finally, the entire exposure process could be conducted
in a nitrogen anbient instead of air, which is conventiona
(page 5, line 21 through page 6, line 3).

The above referenced portions of appellants
di scl osure are the entire disclosure relevant to the issue
before us. W reiterate that we find little or no guidance
beyond the two, specifically enunerated expedi ents, which
woul d aid the ordinarily skilled routineer in selecting other
suitable nedia for perform ng appell ants' process. W agree
with examner's inplicit conclusion that it would have
requi red undue experinentation by the person of ordinary skill
to practice the clainmed invention. Wile appellants argue
that "the use of chem cal anmbients in conjunction with the
"preventing’ step does not involve conplex chem ca
reactions", the issue before us concerns the scope of the step
of preventing neutralization of the photoacid not the use of
"chem cal anbients".

We find no guidance in appellants' disclosure nor
have appel lants directed us to any, which would serve as a
starting point for the routineer to even begin a search for
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ot her "anbients”. Nothing save the ability of the "anbient”
or nedia to prevent neutralization of the photoacids is
descri bed. There are no working exanples in the
specification. Nevertheless, the nature of the neutralization
and the nechani sm by whi ch appellants prevent or inhibit
neutralization is not described. W recognize that an
applicant for patent need not understand or even know how t he
clainmed invention functions. But, in this scenario, we find
under st andi ng t he nechani sm of how nitrogen, a gas present in
approxi mately 80 volune percent in anbient air, or water, a
l'iquid, each function to inhibit neutralization would have
presented the ordinarily skilled person a starting point for
sel ecting other candidates for preventing neutralization.

Mor eover, appellants state in their specification
that they are preventing neutralization of the photoacids
caused by sone undi scl osed, undescri bed agent or agents in the
anbi ent at nosphere of a "clean" room after generation of
photoacids in the resist but before the post etching baking.
Appel | ants have conceded in their brief that the routineer
woul d be left to a trial and error technique in order to find
ot her "anbi ents" capable of preventing neutralization of the

phot oaci ds. Additionally, there is no disclosure in the
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speci fication concerning the nature of photoacids generated by
the irradiation step. Such information would have been usef ul
to a person of ordinary skill seeking to find agents to
prevent neutralization of the photoaci ds.

In reaching our decision, we have not overl ooked the
col |l oquy between the exam ner and appel |l ants concerning the
nmeani ng of the term nology "inert nediunf. However, whether
the neaning of a termin a claimis definite or precise is an
i ssue under 35 U.S.C. § 112, second paragraph, and we are not
presented with any rejection of the clains under said statute.
The i ssue which was presented for our review and which we have
deci ded concerned the scope of the | anguage "preventing said
phot oacid from being neutralized" and the correspondi ng scope
of appellants' enabling disclosure.

The deci sion of the exam ner is AFFI RVED

No tinme period for taking any subsequent action in
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connection with this appeal may be extended under

1.136(a).
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Adm ni strative Patent Judge)
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