TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
Paper No. 46

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 95-3908
Appl i cation 07/890, 350!

Bef ore HAI RSTON, KRASS, and JERRY SM TH, Adnini strative Patent

Judges.
KRASS, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of

claims 1, 3, 7, 8 and 17 through 23, all of the clains in the

! Application for patent filed May 22, 1992. According
to appellant, this application is a continuation of
Application 07/496,788, filed March 21, 1990, now abandoned.
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appl i cation.

The invention is directed to a portabl e audi o/ di spl ay
devi ce for displaying and reproducing data in the form of
al phanuneric i nformation, diagrans, graphics, nusic and sound
whi ch are recorded on a nass storage nedi um

Representative i ndependent claim1l is reproduced as
fol | ows:

1. A conpact portable audio/display el ectronic apparatus
conpri si ng:

a conpact portable casing capable of being held in one
hand and operated with the other hand of a user,

a hinged cover secured to one edge of a top surface of
said casing and pivoted to cover said casing top surface
constituting its closed position and pivoted to an upri ght
angul ar position relative to said top surface constituting its
open position,

a liquid crystal display formed on an inside surface of
sai d hinged cover for view ng by a user when said hinged cover
is in its open position,

conpact mass storage nenory neans provided in a cavity in
sai d apparatus conprising a nmagneto-optic storage nedium said
menory characterized by having a data storage capacity that is
nore than that of conventional nenories and capabl e of
handl i ng concurrently recording and access of both display and
audi o dat a,

user interface nmeans conprising a keyboard fornmed in said
apparatus top surface and including iconic input keys for
I nquirabl e and inquisitorial access to data stored in said
conmpact mass storage neans, said user interface nmeans
overlying said conpact mass storage neans in said cavity,
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sai d keyboard conprising a transparent touch key i nput
matrix on a top surface of said casing overlying a matrix of
liquid crystal display elements fornmed in said casing beneath
said top surface conprising said display, the keys of said
transparent touch key matrix in alignnment with the display
el enents of said liquid crystal matri x,

circuit control neans for operating said mass storage
menory neans, said user interface neans and said display and
conpri si ng:

nmeans for recording al phanuneric and graphic display data
in said conpact mass storage nenory,

nmeans to random access said data in response to
i nquirabl e and inquisitorial input via said iconic input keys,
and

circuit nmeans for synchronizing the reproduction of said
data for display and audi o out put whereby the display and
reproduction of said data is arranged in one conpact housi ng
for the synchroni zed reproduction of the display of
I nformati on concurrently with the audi o reproduction of
information directly associated with the displayed i nformation
based upon user inputted inquirable and inquisitorial entries
via said iconic input keys.?

The exam ner relies on the follow ng references:

Thom Des. 277,962 Mar. 12, 1985
Washi zuka 4,639, 225 Jan. 27, 1987
Dunn 4,667, 299 May 19, 1987
Krenz 4,669, 053 May 26, 1987

2 Wile neither appellant nor the exam ner addresses the
limtation of a “storage capacity that is nore than that of
conventional nenories” in the claim we find the | anguage a
bit odd since what is “conventional” now or when the instant
application was filed or during the termof any patent which
may issue is a continuously changi ng paraneter.
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Hat t ori 62- 279585 Apr. 12, 1987

Clains 1, 3, 7, 8 and 17 through 23 stand rejected under
35 U.S.C. 8 103. As evidence of obviousness, the exam ner
cites Dunn and Hattori with regard to clains 1 and 19, adding
Washi zuka with regard to clainms 7, 8, 17 and 20 through 23.
Wth regard to claim3, the exam ner cites Dunn and Hattori
together with Krenz. Finally, the exam ner cites Krenz in
view of Thom and Hattori with regard to clai m18.

Reference is made to the briefs and answers for the
respective positions of appellant and the exam ner.

OPI NI ON

Turning first to the rejection of clainms 1 and 19 under
35 U.S.C. 8 103 in view of Dunn and Hattori, we wll not
sustain this rejection because we agree with appell ant that
there woul d have been no reason to conbi ne the teachings of
t hese references.

The exam ner contends that Dunn teaches the clai ned
i nvention but for the “means for synchronizing the
reproduction of said data for display and audi o output” so
that the information is displayed concurrently with the audio
reproduction of information directly associated with the
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di spl ayed information. The exam ner then relies on Hattori

for synchroni zing display informati on and audi o i nfornation
and concludes that it woul d have been obvious to have provi ded
Hattori’s nmeans for synchronizing the display and audio
reproduction to the device of Dunn.

The question which conmes to our mind is: Wiy provide such
synchroni zation in Dunn when Dunn is not interested in any
audi o informati on which relates to text or graphical
i nformati on which m ght be displayed on Dunn’s screen? There
is sinply no suggestion to the artisan to nodify Dunn’'s
system which displays text or graphics unrelated to any audio
information, in a nmanner so as to synchroni ze the textual or
graphic display therein with the reproduction of related audio
i nformati on. The exam ner appears to have taken references
whi ch teach bits and pieces of the clained subject matter and
conmbi ned them t hrough a hi ndsi ght reconstruction of
appel lant’s invention rather than for any reason that would be
fairly suggested by the references thenselves or by any common
know edge of arti sans.

Caim1l also recites a “nmeans for recording...in said

conpact mass storage nenory.” Wiile the exam ner relies on
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Hattori for such a teaching, we agree with appellant that
Hattori appears to be directed to prerecorded CDs which are
used only for playback and not to a mass storage nenory on
whi ch data nay be recorded. Now, we mght agree with the
exam ner that the [imtation is so broadly recited in the
claimthat “recording” could include the information that was
originally prerecorded on the disk. However, previously in
the claim it was recited that the storage capacity of the
mass storage nenory neans is “capable of handling concurrently
recordi ng and access of both display and audio data.” This
woul d seemto strongly inply that the “recording” of claiml
does not refer to prerecorded information but, rather, to data
which is recorded on the nmass storage nmenory nmeans when usi ng
t he cl ai ned appar at us.

Thus, we will not sustain the rejection of clains 1 and
19 under 35 U. S.C. § 103. Further, since clains 7, 8, 20 and
21 depend fromclaim1l and we find that Washi zuka does not
provide for the deficiencies noted supra with regard to claim
1, we also will not sustain the rejection of these clains
under 35 U.S. C

§ 103.
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We turn nowto the rejection of clainms 17, 22 and 23
under 35 U. S.C. 8§ 103 over Dunn, Hattori and Washi zuka.

Agai n, because the exam ner appears to have constructed the
conbi nation of references by fitting together bits and pieces
of the claimed subject matter based on hindsight gleaned from
the instant clains, we will not sustain this rejection.

As appel | ant points out, at pages 12-13 of the principal
brief, the exam ner appears to have ignored the claim
limtations relating to the first and second |iquid crystal
di spl ays and the dual function of the keys, along wth their
specific cooperation with the other clainmed elenents. 1In the
response to this argunent, at page 12 of the principal answer,
t he exam ner states that Dunn discloses a first |iquid crystal
di splay on the inside cover while Hattori teaches a liquid
crystal keyboard. However true this mght be, the exam ner
has provided no convincing rationale as to why the artisan
woul d have chosen only the keyboard of Hattori to be conbi ned
with only the inside cover display of Dunn. Again, the
exam ner chooses only so nuch of one reference required by the
instant clains to be conmbined with only so nuch of anot her

reference in order to piece together the clainmed subject



Appeal No. 95-3908

Application No. 07/890, 350

matter without a fair suggestion as to why the artisan woul d
have been |l ed to nmake the conmbination. This is inproper under
35 U.S.C. § 103.

Wth regard to the “animated” claimlimtation, the
exam ner nerely points to the disclosure of “cartoons” at
colum 2, line 8 of Washi zuka and concl udes that the claim
limtation is taught. However, not only does it appear that
there woul d have been no notivation for the artisan to have
provi ded such “cartoons” in Dunn’s device, but the nere
di scl osure of “cartoons” by WAshi zuka does not, necessarily,
suggests that Washi zuka i ntends for “ani mated” pictori al
representations since animation requires some novenent while
“cartoons” mght include still pictures. Thus, at the very
| east, speculation is required to find a teaching of the

cl ai med “ani mated pictorial representations.”

Turning to i ndependent claim 18, the exam ner now bases
the rejection on Krenz, Thom and Hattori, no | onger relying on
Dunn. We find no reason to nodify the Krenz structure in
accordance with Thomi s teaching of providing a recess in which

to place the keyboard. There would have been no reason to



Appeal No. 95-3908
Application No. 07/890, 350
provi de such a recess in Krenz. Mreover, claim18 requires
that the keyboard be “rel easably secured” in the recess and
there is no teaching of this limtation in either Krenz or
Thom

Claim 18 al so requires the keyboard to have a di nensi ona
size “substantially the sane as said second portion bottom

recess... Wil e the exam ner apparently concludes that this
is the case in Thom appellant concl udes ot herw se, stating
that in Thom the keyboard can only be fit “partially” under
the printer. Wile the figures in Thom e.g., Figure 3, would
appear to indicate that the keyboard therein is nuch | arger
than the space in which it fits, it may also be true that the
drawi ngs are not to scale. The inportant point here is that
we just don’t know. W nust resort to speculation in order to
determine if Thom actually teaches that the di nmensional size
of the key input nmeans is “substantially the sane size as said

second portion...” and we cannot bottom a finding of

obvi ousness on such specul ati on.

Finally, we turn to claim3. However, claim3 depends

fromindependent claim1l and we find no indication that the
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additional reference to Krenz provides for the indicated
deficiencies of Dunn and Hattori. Accordingly, we will not
sustain the rejection of claim3 under 35 U.S.C. § 103.

We have not sustained any of the rejections under 35
U S.C 8§ 103 because, based on the evidence before us, the

exam ner has failed to establish a prima facie case of

obvi ousness.
The exam ner’'s decision is reversed.

REVERSED

Kenneth W Hairston )

Adm ni strative Patent Judge )
)
)
)

Errol A Krass ) BOARD OF

PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)

Jerry Smth )

Adm ni strative Patent Judge )
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Epson Research and Devel opnent, Inc.
Intellectual Property Dept.

225 Baypoi nt e Par kway

San Jose, CA 95134
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