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HANLON, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal under 35 U.S.C. §8 134 fromthe final
rejection of clainms 1-16, all of the clainms pending in the
application. The clains on appeal are directed to a process

for the production of an isocyanate or a m xture of

! Application for patent filed March 15, 1993.
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isocyanates. Caim1lis illustrative of the subject matter on
appeal and reads as foll ows:

1. A process for the production of an isocyanate or a
m xture of isocyanates which is substantially free of color
inmparting material conprising treating a phosgenation product
of an am ne with hydrogen at a pressure of fromabout 3 to
about 150 bar at a tenperature of from about 100 to about
180°C for fromabout 15 m nutes to about 4 hours in the
presence of a catal yst.

The sole reference relied upon by the exam ner is:

Br uchmann 2,038, 126 Sep. 15, 1991
(Canada)

The sole issue in this appeal is whether clainms 1-16 were
properly rejected under 35 U. S.C. 8§ 103 as unpatent abl e over
Br uchmann.

Di scussi on

The clained invention is directed to a process for the
production of an isocyanate or a m xture of isocyanates which
is substantially free of color inparting material conprising
treati ng a phosgenati on product of an am ne with hydrogen at a
specific tenperature and pressure for a period of tine in the
presence of a catalyst.

Bruchmann di scl oses a nmethod of inproving the quality of

crude di am nodi phenyl net hanes conprising the treatnment thereof
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wi th hydrogen in the presence of a hydrogenation catal yst
(p.2). The conditions of the hydrogenation treatnent are as
follows (p.3):

(1) Pressure: from1l to 300 bar, preferably from10 to

200 bar and nore preferably from 20 to 60 bar;
(2) Tenperature: from 20E to 400EC, preferably from 70E
to 320EC;, and

(3) Tinme: from10 mnutes to 2 hours.
Conpare appellants' specification, p.3, lines 8-13 ("the am ne
corresponding to the desired i socyanate i s phosgenated and the
resul tant isocyanates or isocyanate m xtures are subjected to
a hydrogen treatnent at a pressure of fromabout 3 to about
150 bar and a tenperature of 100 to 180EC in the presence of a
catal yst for fromabout 15 m nutes to about 4 hours").
Suitabl e catal ysts include platinumand pal |l adi um (p. 3;
conpare appel lants' specification, p.3, lines 20-24).
Accordi ng to Bruchmann, the disclosed di am nodi phenyl nmet hanes
are reacted with phosgene to produce the corresponding
di phenyl net hane dii socyanates (p.1). The process disclosed in
Bruchmann is said to avoid any discol oration of the isosyanate
produced (p.2, lines 6-9). See Answer, p.Z2.
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According to the exam ner (Answer, pp.2-3):
Bruchmann differs fromthe clains by performng

t he hydrogenati on step on am nes, the isocyanate

conpound precursor, rather than on the isocyanate

conpound forned after phosgenation of the am ne.
It woul d have been obvious to one of ordinary

skill in the art at the tinme the invention was nade

to hydrogenate after phosgenation rather than before

because one woul d expect a purer product if the

purification step were perforned on the product than

t he internediate.

We agree with appellants that the exam ner has failed to
provi de any factual basis for her conclusion that one having
ordinary skill in the art would have expected a purer product
or realized any other advantage if the purification step were
performed on the isocyanate rather than the correspondi ng
am ne. Based on this record, there would have been no
notivation, absent appellants' disclosure, to hydrogenate the

i socyanate rather than the corresponding am ne. See Brief,

p.5. Conpare In re Gorman, 933 F.2d 982, 987, 18 USPQR2d 1885,

1888 (Fed. Cir. 1991) (in a determ nation under 35 U S.C. 8§
103, the references thenselves, rather than applicant's
di scl osure, nust provide sone teachi ng whereby the applicant's

conbi nati on woul d have been obvi ous).
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The exam ner further relies on In re Durden, F.2d 1406,

226 USPQ 359 (Fed. Gr. 1985), to establish the obvi ousness of
the cl ai ned process (Answer, p.4):

[1]f one | ooks at the |arger picture, the starting

materials are the sane (pol yam nes) and the final

products are the sane (polyisocyanates). The two
processes, hydrogenation and phosgenation, are just

swi tched so that hydrogenation is the second step

versus being the first step performed in converting

pol yam nes to pol yi socyanates according to

Br uchmann.

Appel l ants dispute the applicability of Durden to the
facts in this appeal (Reply Brief, pp.2-3). Notw thstanding
appel l ants' argunent, we enphasi ze that Durden has not
di spensed with the fact-intensive inquiry mandated by 35

USC 8§ 103. See Inre Cchiai, 71 F.3d 1565, 1570, 37 USPQd

1127, 1132 (Fed. Cr. 1995) ("there are not 'Durden
obvi ousness rejections' or 'Albertson obviousness rejections,’
but rather only section 103 obvi ousness rejections"); see also

In re Brouwer, 77 F.3d 422, 426, 37 USPQ2d 1663, 1666 (Fed.

Cr. 1995). Therefore, to the extent that the process clained
by appellants and the process disclosed in Bruchmann may yield
t he sanme pol yi socyanates, this fact alone holds little weight

in the rejection under 35 U. S. C
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8§ 103 before us. Absent a nore factually specific statenent
of the rejection, we cannot sustain the rejection of clainms 1-
16 under 35 U.S.C. § 103 as unpatentabl e over Bruchmann. See

In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Cr. 1992) (the exam ner bears the initial burden of

presenting a prima facie case of unpatentability).
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Based on the record before us, the decision of the

exam ner is reversed.

REVERSED

BRADLEY R GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT

ADRI ENE LEPI ANE HANLON APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

THOVAS A. WALTZ
Adm ni strative Patent Judge
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