THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte SHADI L. MALHOTRA, BRENT S. BRYANT
and DORI' S K. WEI SS

Appeal No. 95-3783
Appl i cation 08/ 034,917

ON BRI EF

Before KIM.IN, JOHN D. SM TH and WALTZ, Adninistrative Patent
Judges.

KIMLIN, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-3,
5-14, 16-22, 25 and 26, all the clains remaining in the present
application. A copy of illustrative claiml is appended to this
deci si on.

In addition to the admtted state of the prior art, the
exam ner relies upon the following reference in the rejection of

t he appeal ed cl ai ns:

1 Application for patent filed March 19, 1993.
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Nagai 5,013, 634 May 7, 1991
Appel lants’ clainmed invention is directed to a recording
sheet conprising a base sheet and a phosphoni um conpound of the
recited formula. The clainmed sheet finds utility as a receiving
el ement for printed inmges.
Appel | ants present separate argunents for patentability for
claims 2 and 3. Accordingly, with the exception of clains 2 and

3, all the appealed clains stand or fall together. |In re Woaod,

582 F.2d 638, 642, 199 USPQ 137, 140 (CCPA 1978); Ex parte
Schier, 21 USPQd 1016, 1017-19 (Bd. Pat. App. & Int. 1991). See
also 37 CFR 8 1.192(c)(7) and (c)(8) (1995).

Appeal ed clainms 1-3, 5-14, 16-22, 25 and 26 stand rejected
under 35 U.S.C. § 112, first paragraph.? dains 1-3, 5-7 and 25
stand rejected under 35 U. S.C. §8 102(b) as being anticipated by
the admtted state of the art found in the present specification.
In addition, clains 1, 3, 5, 6, 8-10 and 25 stand rejected under
35 U.S.C. §8 102(b) as being anticipated by or, in the
alternative, under 35 U.S.C. § 103 as bei ng unpatentabl e over

Nagai .

2 W consider the exam ner’s statenent of the rejection at
page 2 of the Answer as under 35 U.S.C. 8 103 to be harm ess,
i nadvertent error.
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We consider first the examner’'s rejection of the appeal ed
clainms under 35 U.S.C. 8§ 112, first paragraph. It is the
exam ner’s position that appellants’ anendnent to page 8 of the
original specification, deleting the |anguage “two coating
| ayers,” results in a specification that does not provide
descriptive support for the clainmed subject matter. According to
t he exam ner, appellants’ invention described in the original
specification requires two coating |layers to be present either on
one surface or on both surfaces. In the exam ner’s opinion, the
dip coating process described by Exanple 1 necessarily results in
a coating on each surface of the base, thereby resulting in two
coating layers. W wll not sustain this rejection because the
original sentence in the specification, before anmendnent, read
“[t] he recording sheets of the present invention conprise a
substrate and at |east two coating |ayers on one or both surfaces
of the substrate.” |In our view, a reasonabl e understandi ng of
this sentence is that either one or both surfaces contain two
coating layers, i.e., either one surface has two coating | ayers
or both surfaces have two coating |ayers, totaling four |ayers,
or that each surface has one coating |ayer, for a total of “two
coating layers.” The dip coating process exenplified by

appel lants results in one coating |ayer on both surfaces, not two
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coating |layers on one surface or two coating |layers on both
surfaces. Moreover, the original clains are not [imted to any
nunber of coating | ayers.

W will sustain the examner’'s rejection of clains 1-3, 5-7
and 25 under 8§ 102(b) over the admtted state of the prior art
di sclosed in the present specification. Appellants’
speci fication acknow edges that the claimed phosphoni um conpounds
are old and within the prior art. Since the appeal ed clains
define a recording sheet conprising only a base sheet and a
phosphoni um conpound, we agree with the exam ner that the prior
art phosphoni um conpounds, especially in powder form as
acknow edged by appell ants, woul d necessarily exist in the prior
art as coated on a base sheet. As explained by the exam ner,
conventional preparation of such phosphoni um conpounds woul d
reasonably include the conpounds coated on filter paper or
pl astic sheets. To the extent the appeal ed clains broadly define
a recording sheet as conprising a base sheet and a phosphoni um
conpound, we agree with the examner that the prior art bases
coated with the phosphoni um conpounds qualify as a recording
sheet. The appealed article clains do not recite any structure
whi ch woul d di stinguish the clainmed articles fromprior art
sheets supporting the phosphoni um conpounds. As for the

preanbul ar | anguage of intended use “for receiving printed
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i mges,” we concur with the examner that filter paper and
pl astic sheets or bags coated with the phosphoni um conpounds nmay
receive a printed image.

W w il also sustain the examner’s rejection of clainms 1,
3, 5 6, 8-10 and 25 under 35 U.S.C. 8§ 102(b) or, in the
alternative, under 35 U.S.C. § 103 over Nagai. Appellants do not
di spute the exam ner’s factual determ nation that Nagai discloses
a recordi ng nmedi um conprising the clai ned phosphoni um conpounds

on a base. Nor do appellants dispute that the quantities of

phosphoni um conpound recited in sonme of the appeal ed clains

overlap the anounts disclosed by Nagai. Consequently, since
Nagai di scloses a recordi ng sheet conprising the clained
phosphoni um conpounds on a base, it necessarily follows that the
recordi ng nedi um of Nagai is capable of receiving printed inmages,
al t hough Nagai only discloses the recording of optical
information. W are not persuaded by appellants’ argunent that
Nagai is non-anal ogous art since, as noted, it is reasonable to
conclude that the recording sheet of Nagai is fully capable of
receiving a printed i mage, and appell ants have advanced no
argunent or objective evidence to the contrary. The non-

anal ogous art argunent is particularly irrelevant since we find
t hat Nagai describes the clainmed recording sheet wthin the

nmeani ng of § 102.
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I n concl usi on, based on the foregoing, the exam ner’s
rejections under 35 U S.C. 8 102(b) and 35 U.S.C. § 103 are
sust ai ned, whereas the rejection under 35 U S.C. § 112, first
paragraph, is reversed. Accordingly, the exam ner’s decision
rejecting clains 1-3, 5-10 and 25 is affirned, and the exam ner’s
rejection of clainms 11-14, 16-22 and 26 is reversed.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFEI RVED- | N- PART

THOVAS A. WALTZ
Adm ni strative Patent Judge

EDWARD C. KI M.I N )
Adm ni strative Patent Judge )
)
)
JOHN D. SM TH ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
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APPENDI X

1. A recording sheet for receiving printed i mages which
conprises (a) a base sheet, (b) a phosphoni um conpound sel ect ed
fromthe group consisting of

wherein Ris an alkyl group, X is an anion, and all four
R groups are the sane:

R
*r S
N R) P R X

R

wherein Ris an al kyl group, wherein all three R groups are the
sanme, wherein Ris not the sane as R, X is an anion, and R is
selected fromthe group consisting of alkyl groups, substituted
al kyl groups, arylal kyl groups, and substituted aryl al kyl groups;
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wherein Ar is an aryl group or a substituted aryl group, X is an
anion, and all four Ar groups are the sane;

Ar
*r S
|V R) P R X

R

wherein Ar is an aryl group or a substituted aryl group, wherein
all three Ar groups are the sane, Xis an anion, and R is
selected fromthe group consisting of alkyl groups, substituted
al kyl groups, arylal kyl groups, and substituted aryl al kyl groups;
and m xtures thereof, (c) an optional pignent, and (d) an

opti onal binder.
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