THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
Paper No. 20

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ROBERT C. U YU and RICHARD L. POST

Appeal No. 95-3749
Application No. 07/953, 619!

ON BRI EF

Before KIMI N, PAK and ONENS, Adninistrative Patent Judges.

PAK, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s refusal
to allowclainms 2, 3, 6 through 13, 21, 23 and 25 through 30,
which are all of the clainms remaining in the application. d ains
3, 6 through 13, 21 and 26 were anended subsequent to final
rejection.

Clainms 21 and 26 are representative of the subject matter on

appeal and read as foll ows:

! Application for patent filed Septenber 30, 1992.
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21. An el ectrostatographic imging nmenber conprising a
substrate and a charge transport |ayer applied by solution
coating in nmethylene chloride; said substrate being conprised of
a polynmer selected fromthe group consisting of polyam de/nyl ons,
pol ycar bonat e/ pol ybut yl ene terephthal ate all oys,
pol ypht hal am des, polyester liquid crystals, phenolic polyners
and diallyl phthalates, said polymer insoluble in the nethylene
chloride and having a Tg of at |east 90<C and a |linear thermal
contraction coefficient within about plus or mnus 2x10°° °C of
the thermal contraction coefficient of said charge transport
| ayer.

26. An el ectostatographic i magi ng nenber conprising a
substrate and a charge transport |ayer applied by solution
coating in nmethylene chloride; said substrate being conprised of
a polynmer subjected to ganma ray irradiation to provide a form
insoluble in said nethylene chloride and having a T, of at |east
90<C and a linear thermal contraction coefficient wthin about
+2x10°5/°C of the thermal contraction coefficient of said charge
transport | ayer.

The references relied on by the exam ner are:

Yu (Yu’ 481) 4,983, 481 Jan. 08, 1991
Takano et al. (Takano) 5,213, 929 May 25, 1993
(Filed Jun. 06, 1990)

Yu (Yu 239) 5,229, 239 Jul. 20, 1993
(Filed Dec. 30, 1991)

Principles of Polyner Systens, Second Edition, Hem sphere
Publ i shing Corporation, MG aw H |l Book Conpany, Ferdi nand
Rodri guez, pp. 285-286 (1982) (hereinafter referred to as
“Rodri guez”).

Text book of Polyner Science, Third Edition, A WIley-Interscience
Publ i cation, John Wlley & Sons, Fred W Billneyer, Jr., p. 144
(1984) (hereinafter referred to as “Bill nmeyer”).
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The appeal ed clains stand rejected as foll ows:

(1) dainms 2, 3, 6 through 13, 21 and 25 under 35 U S.C
8§ 103 as unpatentable over Yu 481 in view of Takano;

(2) dains 23, 26 through 29 under 35 U.S.C. § 103 as
unpat ent abl e over Yu' 481 in view of Rodriguez and Bill neyer;

(3) daim30 under 35 U . S.C. 8 103 as unpatentabl e over
Yu 481 in view of Rodriguez and Bill neyer as applied to claim 26
above, and further in view of Yu' 239.

We have carefully reviewed the entire record before us,
including all of the argunents advanced by the exam ner and
appel lants in support of their respective positions. This review
| eads us to conclude that the examner’s 8 103 rejections are not
wel | -founded. Accordingly, we will reverse all of the examner’s
8 103 rejections. Qur reasons for this determnation foll ow

The cl ai ned subject natter is directed to an el ectro-
st at ographi ¢ i magi ng nenber which conprises a substrate and a
charge transport |ayer applied by solution coating in nethyl ene
chloride. The substrate conprises a polyner selected from
pol yam de/ nyl ons, pol ycarbonat e/ pol ybutyl ene terephthal ate
al | oys, pol yphthal am des, polyesters |iquid crystals, phenolic
pol ymer and diallyl phthalates (claim21l) or a polynmer subjected

to gamma ray irradiation (claim26). The polynmer nust be
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insoluble to nmethylene chloride. |In addition, the substrate nust
have specific Tg and a specific linear thermal contraction
coefficient relationship with a charge transport |ayer. See
both clains 21 and 26.
The exam ner has rejected clains 2, 3, 6 through 13, 21 and
25 under 35 U. S.C. §8 103 as unpatentabl e over the conbi ned
t eachi ngs of Yu’ 481 and Takano. The examner’'s rejection is
predi cated on the contention that:
It woul d have been obvious to one having

ordinary skill in the are at the tinme the

invention was nmade to substitute the substrate

havi ng an undercoat |ayer conprising nylon taught

be Takano et al. for the substrate of Yu because

Takano et al. states that providing the substrate

with an undercoat | ayer prevents any reduction of

el ectrostatic charging property and inproves the

adhesi ve property.
In so contendi ng, the exam ner appears to take the position that
a substrate having an undercoat |ayer of Takano neets the clained
substrate. W cannot subscribe to the exam ner’s position.

Yu' 481 descri bes an el ectrophot ographi c i magi ng nmenber which

can be used in an el ectrostatographic process. See colum 1,
lines 5-7. The el ectrophotographic inmaging nenber conpri ses,
inter alia, a substrate and a charge transport |ayer applied by

solution coating in nethylene chloride. See exanple 1 at colums

14 and 15. The difference in thermal contraction coefficient
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bet ween the substrate and the charge transport |ayer is plus or
mnus 2 x 105 See colum 5, lines 42-46. The substrate
materials may have Tg of |ess than or greater than 90°C. See
Table 1 at colum 6. The substrate can be sensitive to nethyl ene
chl oride or can be dissolved or swelled upon contacting nethyl ene
chloride. See Table 1 at colum 6. Yu 481 does not describe the
clai med polyners as substrate materials for its el ectropho-

t ographi c i magi ng nmenber. Nor does it recognize the inportance
of using substrates insoluble to nethylene chloride.

As indicated by the exam ner at page 6 of the Answer, Takano
does teach that an al cohol -sol ubl e pol yam de, such as nylon-6 and
nyl on- 66, can be used as an undercoat |ayer to provide an
el ectrostatic charge bl ocking property and an adhesive property.
This teaching is sonewhat identical to Yu' s disclosure of a
bl ocking layer. Yu 481, |ike Takano, teaches a bl ocking |ayer,
such as pol yesters, polyam des and pol yur et hanes, which can
function as both an adhesive |ayer and a charge bl ocking | ayer.
See the paragraph bridging colums 6 and 7. However, Takano and
Yu 481 do not teach, nor woul d have suggested, using these
bl ocking | ayers as the supporting substrate materials for the

el ect rophot ogr aphi ¢ i magi ng nenber of Yu’ 481.
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Even were we to interpret the clainmed substrate as inclusive
of a substrate having a bl ocking | ayer as suggested by the
exam ner, our conclusion would not be changed. W are of the
view t hat Takano and Yu’ 481 woul d not have suggested one of
ordinary skill in the art to the clained el ectrostatographic
i magi ng nmenber within the neaning of 35 U.S.C. 8 103 because
neither references requires their charge bl ocking |layers to have
a thermal contraction coefficient within + 2 x 10° of the charge
transport layer as is with the clained substrate. Thus, we
reverse the examner’'s rejection of clains 2, 3, 6 through 13, 21
and 25.

The exam ner has also rejected clains 23 and 26 through 29
under 35 U.S.C. 8 103 as unpatentabl e over the conbi ned teachi ngs
of Yu 481 and Rodriguez and Billneyer. The examner’s rejection
is predicated on the contention that it would have been obvi ous
to induce cross-linking of the substrate of Yu 481 wth gamm
radi ati on as taught by Bill neyer and Rodriguez “since radiation
cross-linking has a beneficial effect on the nechani cal
properties of sone polyners.” W do not share the exam ner’s

cont enti on.
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As indicated by appellants at page 5 of the Reply Brief,
neither Billnmeyer nor Rodriguez indicates that “the mechani cal
properties” of the polyner substrates of Yu 481 can be inparted
wth “a beneficial effect” upon subjecting such substrates to
gamma radiation. Nor is there any recognition that this
beneficial effect on the nechani cal properties would enhance or
woul d not negate the el ectrophotographic or el ectrostatographic
i magi ng function of the el ectrophotographic imagi ng nenber
described by Yu 481. W sinply find no teaching or suggestion
whi ch woul d have | ed a person having ordinary skill in the art to
alter the chem cal property of the polynmer substrate of the
el ect rophot ogr aphi ¢ i magi ng nenber of Yu' 481 using ganma
radi ati on. Accordingly, we reverse the examner’s 8 103
rejection of clainms 23 and 26 through 29.

Further, the exam ner has rejected claim30 under 35 U S. C
8 103 as unpatentable over Yu 481 in view of Rodriguez and
Bil |l meyer as applied in the above rejection and further in view
of Yu 239. Cdaim30 is dependent on claim 26 and further
specifies the types of substrates which have been treated with
gamma radi ation. However, Yu' 239 does not renedy the
deficiencies of Yu 481, Rodriguez and Billnmeyer. Accordingly, we

reverse the 8 103 rejection of claim30 as well.
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In view of the foregoing, the decision of the examner is

rever sed

TERRY J. OWNENS
Adm ni strative Patent Judge

EDWARD C. KI MLI N )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
CHUNG K. PAK ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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