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DECI SI ON ON  APPEAL

This is a decision on appeal fromthe final rejection of
clainms 32 through 42, the only clainms pending in the application.
The invention is directed to a conputer system having a

downward conpatibility function. Mre specifically, a unit of

data from an upper |level release conputer is allowed to operate

! Application for patent filed July 20, 1993. According to
appellants this application is a continuation of Application
07/ 401, 210, filed August 31, 1989, now abandoned.
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on a lower level release conputer wthout requiring any

nmodi fications to be made to the | ower |evel rel ease conputer
Representati ve i ndependent claim 32 is reproduced as

fol |l ows:

32. A nethod in a data processing systemhaving nmultiple
conputers operating at diverse release levels for transferring a
unit of data having an executable portion froma conputer
operating at release level Nto a conputer operating at a rel ease
level N- M wherein Mis greater than zero and less than N, said
met hod conprising the data processing systeminpl emented steps
of :

designating a unit of data having an executable portion
Wi thin a conputer operating at rel ease level N

specifying an intent to transfer said designated unit of
data having an executable portion from said conputer operating at
release level Nto a conputer operating at release level N - M

automatically converting said executable portion of said
unit of data fromoperation at said release I evel N to operation
at said release level N- Min response to said specifying of
said intent to transfer said designated unit of data; and

thereafter transferring said converted designated unit of
data to said conputer operating at said release level N- M
wherein said converted designated unit of data will execute
properly within said conputer operating at said release |level N -
M

The exam ner relies on admtted prior art [APA] set forth at
pages 2-3 of the instant specification.

Clainms 32 through 42 stand rejected under 35 U. S. C
' 103 as unpatentabl e over APA

Ref erence is nmade to the brief and answer for the respective

positions of appellants and the exam ner.
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OPI NI ON
W w il not sustain the rejection of clains 32 through 42
under 35 U.S.C. ' 103 because, in our view, the exam ner has not

set forth a prima facie case of obvi ousness.

The exam ner takes the position that since appellants admt,
at page 3 of the specification, that it was known to convert data
of upper level release systens to data of |ower |evel release
systens where the operation is being perforned at the | ower |evel
rel ease system the only difference between the instant clained
invention and that which is admtted to have been well known is
that, in the former, “the conversion is installed in the |ater
version conputer instead of in the earlier version conputer”

[ page 3-answer].

| dentifying the sole issue, with which we agree, as whether
it would have been obvious to install the conversion circuit and
have the conversion done at the |later version conputer (upper
| evel ) instead of at the earlier version conputer, the exam ner
reaches the conclusion, erroneously, in our view considering the
applied prior art, that it would have been obvious “to have the
conversion done at the newy rel aesed [sic, released] system
because the old system then, do not have to be recalled and
nodi fi ed” [page 4-answer].

As sinple as the solution may appear in hindsight, nothing
inthe prior art identified at pages 2-3 of the specification

suggests perform ng the conversion at the later version |level in
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response to an intent to transfer the designated data and prior
to the transfer. Wile there may, in fact, exist sone prior art
reason why doing this woul d have been obvious, within the neaning
of 35 US.C ' 103, the APA identified by the exam ner suggests
no such reason and the examner’s rationale for making the
required nodification to the APA, i.e., so that the old systens
woul d not have to be recalled and nodified, is not persuasive
because it was appel lants, thenselves, who taught this reason and
t he exam ner has pointed to nothing in the APA which indicated
that artisans recognized that it would have been hel pful to
performthe conversion at the later version |evel rather than at
the ol der version level in order not to have to recall and nodify
each of the ol der version |evel conputers.

Accordingly, the exam ner’s decision rejecting clains 32
t hrough 42 under 35 U.S.C. ' 103 is reversed.

REVERSED

Janes T. Carm chael
Adm ni strative Patent Judge
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