THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Before KIMIN, OWNENS and WALTZ, Adninistrative Patent Judges.

KIMLIN, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 12-16,
20 and 28-36. dains 25-27 have been all owed by the exam ner
Clainms 17-19, the other clains remaining in the present
application, stand objected to as bei ng dependent upon a rejected

base claim Caim1l2 is illustrative:

1 Application for patent filed August 27, 1993.
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12. A nethod of heat treating at

conprising the steps of:

provi ding at | east one workpi ece;

selecting a heat treatnment procedure for the at

wor kpi ece;

formng a plasma of an ionizing gas around the at
wor kpi ece, the plasma containing free el ectrons therein;

accelerating electrons fromthe plasma to the at

wor kpi ece with a series of pulses of positive voltage,
to the plasma, applied to the workpiece to heat the workpiece;

and

continuing the step of accelerating until
procedure has been perforned in the at

| east one wor kpi ece,

| east one

| east one

| east one

relative

t he heat treatnent

| east one wor kpi ece.

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Pendse

Fridl yand

Enonot o

G acobbe

Dexter et al. (Dexter)

Japanese ' 280

3, 503, 787
4,317,984
4,500, 564
4,872,926
4,900, 371

1-51280

(Japanese Kokai patent application)

Japanese ' 250

2-161250

(Japanese Kokai patent application)

Eur opean ' 5502

Appel l ants' clainmed invention is directed to a nmethod of

0, 062, 550

Mar .
Mar .
Feb.
Cct .
Feb.

Sep.

Feb.

Cct .

31,

2,
19,
10,
13,

14,

20,

13,

heat treating a workpiece conprising formng a plasma of an

1970
1982
1985
1989
1990

1990

1992

1982

2 Qur understanding of the Japanese '280, Japanese '250 and

Eur opean '550 references is fromthe transl ati ons of
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i oni zing gas, such as nitrogen, around the workpi ece, generating
free electrons fromthe plasm, and accelerating the electrons to
the workpiece with a series of pulses of positive voltage. The
el ectrons inpact the workpiece and heat its surface in a uniform
manner .

The appeal ed clains stand rejected under 35 U.S.C. 8§ 103 as

fol |l ows:
(1) clainms 12-14, 28 and 33 over Pendse;
(2) clainms 12-14, 28 and 33 over Fridlyand;
(3) clains 12, 13, 15, 28, 30, 31 and 33 over Dexter;
(4) clainms 12, 13, 15, 28-31 and 33 over European '550;
(5) clainms 12, 13, 16, 28 and 33-36 over Japanese ' 3543

(6) clainms 12, 13, 16, 28 and 33 over Japanese ' 265%
(7) clainms 12, 14, 16, 20, 28 and 33-36 over G acobbe; and
(8) claim 32 over Pendse, Fridlyand, Dexter, G acobbe,

Eur opean ' 550, Japanese '265 or Japanese '354 in view of Enonoto.
W will not sustain the exam ner's rejections over the

si ngul ar di scl osures of either Pendse, Fridlyand, Japanese ' 354,

Japanese ' 265 or G acobbe. All the appealed clains require

3 This corresponds to Japanese '280. The exam ner has used
an abbreviation of the publication nunber while this panel
enpl oys an abbrevi ation of the application.

4 This corresponds to Japanese '250. See footnote 3 supra.
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accelerating electrons fromthe plasma to the workpiece with a
series of pulses of positive voltage. However, none of these
references teaches or suggests treating a workpiece by a process
t hat includes voltage pul ses. Accordingly, the stated references

fail to evidence a prinma facie case of obviousness for the

clai med subject matter. The exam ner states that "the exam ner
assunes that a plasma produced under a given set of conditions
(vol tage, power, etc.) would have a resultant certain effect with
respect to an anmount of free el ectrons produced" (page 6 of
Answer). Wiile it is hard to find fault with the exam ner's
assunption, the applied references do not teach or suggest the
condi tions of voltage pul ses required by the appeal ed cl ai ns.

W wi |l sustain the examner's rejections under European
'550 and Dexter. It is well settled that when a cl ai ned process
reasonably appears to be substantially the same as a process
di scl osed by the prior art, the burden is on the applicant to
prove wth objective evidence that the prior art process does not
necessarily or inherently possess characteristics attributed to

the clained process. 1n re Spada, 911 F.2d 705, 708, 15 USPQd

1655, 1658 (Fed. Cir. 1990); In re Best, 562 F.2d 1252, 1255,

195 USPQ 430, 433 (CCPA 1977). In the present case, although
nei t her European '550 nor Dexter expressly states that the

di scl osed plasma-treating processes result in the inpingenent of
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el ectrons on the workpiece, we find that the process paraneters
di sclosed in the references bear such a close correspondence to
the paraneters disclosed in appellants' specification that it is
reasonable to conclude that the prior art processes generate

el ectrons which inpinge the surface of the workpiece being
treated. We invite particular attention to a conparison of the
par agraph bridgi ng pages 12 and 13 of appellants' specification
and clains 7 and 8 of European '550. Cdaim?7 of the reference
recites high-voltage pul ses at a frequency of 100 Hz, a val ue
that falls directly within appellants' range of 10 Hz to about
3,000 Hz. Likewise, claim7 of the reference and appellants
specification enploy a pulse lasting 1 mcrosecond. Also, claim
8 of the reference applies a voltage of 1,500 volts, which falls
directly within appellants' voltage of 1 kilovolt to about 100
kilovolts. Accordingly, based upon this close correspondence in
operating conditions for generating a plasma of nitrogen for
treating a workpiece, we find no nerit in appellants' contention
that "[t]here is no disclosure of heating the article by pul sed
el ectron bonmbardnent froma plasm" (page 13 of Brief).
Appel I ants have not proffered the requisite objective evidence
whi ch establishes that the process of European '550 does not
necessarily produce a pul sed el ectron bonbardnent. W also are

not persuaded by appellants' argunment that "[t]his reference does
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not relate to heat treating" (page 13 of Brief). The reference
specifically states that the disclosed process is for
t hernochem cal treatnent of netals.

We al so disagree with appellants' argunent that European
' 550 "does not teach an ionizing gas that is reactive with the
wor kpi ece (claim 13)" (page 13 of Brief). Like appellants, the
reference forns a plasma fromnitrogen gas under the sane process
paraneters. W note the disclosure at page 12 of appell ants’
specification that "[t]he use of nitrogen as the ionizing gas can
result in not only heating but also formation of a hard nitride
| ayer at the surface of the workpiece." As for the discontinuous
pul ses of claim 15, this nuch is suggested at page 4 of the
reference, first paragraph. Regarding the claim 33 requirenment
of providing at |east two workpieces, we find that it would have

been prima facie obvious for one of ordinary skill in the art to

treat any nunber of workpieces that can be practically
accomodated in a reactor.

For the rejection over Dexter our analysis is essentially
the same. Dexter discloses the pul sed plasma thernochem cal
treatnent of a workpi ece and evidences that it was known in the
art to use a high-voltage electrical discharge to generate a
conti nuous plasma whi ch envel opes the workpi ece and heats it to

the necessary tenperature (see columm 1). Although the reference
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does not specify the particulars of voltage, frequency and tine
for the process, European '550 evidences that the paraneters
enpl oyed by appellants were known to the skilled artisan.

Appel  ants' argunment that Dexter discloses ion plasna treatnent
rather than electron plasm treatnent does not satisfy
appel l ants' burden of placing of record objective evidence that
the Dexter process does not necessarily result in an electron

pl asma treatnment of the workpiece. In re Spada, 911 F. 2d at 708,

15 USPQ2d at 1658; In re Best, 562 F.2d at 1255, 195 USPQ at 433.

W w il also sustain the examner's rejection of claim 32
under 8 103 over either European '055 or Dexter in view of
Enomoto. We agree with the exam ner that based on the teachings
of these references it would have been obvi ous for one of
ordinary skill in the art to mask a portion of the workpiece
being treated. Frankly, we do not understand appell ants’
statenent that "Enonpbto does not deal at all with plasm
technol ogy" (page 17 of Brief). W find it quite evident from
t he reference disclosure of an ion-bonbardnment surface treatnent
by the discharge of therm onicel ectrons within an at nosphere of
reacted gas that a plasma is generated. |In any event, even
wi t hout the Enonoto disclosure, we find it would have been
obvious for one ordinary skill in the art to mask the portions of

a workpi ece for which heat treatnent is not desired.
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Under the provisions of 37 CFR 8 1.196(b), we enter the
foll ow ng new grounds of rejection:

(1) daiml4 is rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over European '550. The reference discl oses at
colum 4, first paragraph, the claimrequirenent for a continuous
series of pul ses.

(2) Cains 16 and 34 are rejected under 35 U . S.C. 8 103 over
Eur opean '550 in view of the admtted state of the prior art and
Japanese ' 280. Appellants' specification, at page 2, and
Japanese ' 280 at, for exanple, page 7 of the English translation,
evi dence that accel erated cooling of the treated workpi ece was
known in the art.

(3) daim?20 is rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over European '550 in view of G acobbe. As
expl ai ned above, we find that it would have been obvi ous for one
of ordinary skill in the art to enploy the process of the
European reference to treat at |east two workpi eces rather than
just one. Also, G acobbe discloses that only a very snmall nunber
of systemnodifications are required in order to facilitate the
heat treatnent of a |arge nunber of specinmens (colum 2, lines 40
et _seq.).

I n concl usi on, based on the foregoing, the examner's
rejection of clainms 12, 13, 15, 28-31 and 33 over European '550
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and the rejection of clains 12, 13, 15, 28, 30, 31 and 33 over
Dexter is sustained. A new ground of rejection under 37 CFR
8§ 1.196(b) has been entered for clains 14, 16, 20 and 34.

In addition to affirmng the examner's rejection of one or
nore clains, this decision contains a new ground of rejection
pursuant to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by
final rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997),
1203 Of. Gaz. Pat. & Trademark O fice 63, 122 (Oct. 21, 1997)).
37 CFR 8 1.196(b) provides, "[a] new ground of rejection shal
not be considered final for purposes of judicial review"

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for rehearing

within two nonths fromthe date of the origina

deci si on

37 CFR 8 1.196(b) al so provides that the appellant, WTH N

TWDO MONTHS FROM THE DATE CF THE DECI SI ON, must exerci se one of

the followng two options with respect to the new ground of
rejection to avoid termnation of proceedings (37 CFR §8 1.197(c)
as to the rejected clains:

(1) Submt an appropriate anmendnent of the clains
so rejected or a showng of facts relating to the
clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner
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(2) Request that the application be reheard under

8§ 1.197(b) by the Board of Patent Appeals and

I nterferences upon the sane record . :

Shoul d the appellants elect to prosecute further before the
Primary Exam ner pursuant to 37 CFR § 1.196(b)(1), in order to
preserve the right to seek review under 35 U. S.C. 88 141 or 145
with respect to the affirnmed rejection, the effective date of the
affirmance is deferred until conclusion of the prosecution before
the exam ner unless, as a nere incident to the limted
prosecution, the affirmed rejection is overcone.

| f the appellants el ect prosecution before the exam ner and
this does not result in allowance of the application, abandonnent
or a second appeal, this case should be returned to the Board of
Pat ent Appeals and Interferences for final action on the affirned
rejection, including any tinmely request for reconsideration

t her eof .
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N PART - 37 CFR 8§ 1.196(Db)

THOVAS A. WALTZ
Adm ni strative Patent Judge

EDWARD C. KI M.I N )
Adm ni strative Patent Judge )
)
)
TERRY J. OVWENS ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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Hughes El ectronics Corp.

Pat ent Docket Adm nistration
Bl dg. CO1, Mail Station Al26
P. O Box 80028

Los Angeles, CA 90080-0028
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