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FI NDI NGS OF FACT AND CONCLUSI ONS OF LAW
FI NDI NGS OF FACT
We have reviewed the record in its entirety in light of the
argunments of Appellant and the exam ner. Qur decision presunes
famliarity with the entire record. A preponderance of the
evi dence of record supports each of the follow ng fact findings.

A. The nature of the case

1. This is an appeal under 35 U.S.C. 8 134 fromthe final

rejection of clainms 1-5. (Paper 12 (Not. App.).) No other

! Attorney docket no. A29339.
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clains are pending. (Paper 7 at 1.) W affirmsubject to a
statenment pursuant to 37 CFR 8 1.196(c).

2. The application on appeal was filed on 4 March 1993.
(Paper 1 at 1.) Appellant clains the benefit of Japanese kokai
Hei 4-070863. (Paper 1, Conb. Decl.; Paper 2.) Fuji Photo
Optical KK is the real party in interest.

3. The application is entitled "Zoom |l ens optical systeni.
The subject matter of the invention "relates to a zoom | ens
optical system provided wth an optical path splitting nmeans for
splitting a |ight beam which has passed through a negative film
into light beans follow ng optical paths heading towards a
printing section and a photonetric section.” (Paper 1 at 1.) In
particular, the specification details a

zoom |l ens optical system[that] satisfies the
condi tions

< 2.4 fw (D)
f2 < 0.8 fw . (2)

where fwis a nunber equal to the mninumfocal |ength
of the whole systemin mllinmeters, f1 represents the
conposite focal length of the first-lens set, f2
represents the conposite focal length of the second-

| ens set, and f3 represents the conposite focal length
of the third-lens set.

(Paper 1 at 3-4 (anmendnents included).) For the appeal,
Appel I ant has anended claim1l to state formula (2) in words as
fol |l ows:

: wherein the zoom |l ens optical system
satisfies the conditions
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1.2 fw<fl<24fw .. (D
[0.4 fw< f3/f2 < 0.8 fw .. (2)]

and the ratio of f3 to f2 is between 0.4 and 0.8 tines
fw. .

(Unnunbered paper (Subst. Andt. After Final) at 1-2, filed 22
Sep. 1994.)

B. The rejection

4. There is no reference-based rejection before us.
| nstead, the exam ner has rejected the clains under section 112.
Specifically, the examner finally rejected claim1 as vague and
i ndefinite because

the equation -- 0.4 fw< f3/f2 < 0.8 fw -- does not

make sense because [if] fw, f2, [and] f3 are in

mllinmeters then the first and the third expression|s]

are in mllineters; neanwhile, the second expression

(f3/f2) is dinensionless since (mllineters/mlli-

meters) is dinmensionless. Therefore, they are of

i nconpar abl e units.
(Paper 7 at 2.) On appeal, the exam ner has al so rejected
claim1 for lack of an enabling disclosure for the sane reason
that the exam ner considers it indefinite. (Paper 14 at 4.)

5. Clainms 2-5 depend from and thus share the defect and
the rejection of, claim1.

6. The Appel | ant argues (Paper 15 (Reply) at 2), and we
agree, that the basis for the new ground of rejection is
essentially the sane as the basis for the indefiniteness

rejection.

7. W find that the examner is technically correct that

formula (2) as witten and cl ai mred does not make sense. The
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after-final anmendnent does not solve the problemor inprove the

clarity of the claim

CONCLUSI ONS OF LAW

A. | ndefi ni t eness

1. Cl ai s nust reasonably apprise those skilled in the art
both of the use and the scope of the invention, and their
| anguage must be as precise as the subject matter permts.

Shatterproof d ass Corp. v. Libbey-Onens Ford Co., 758 F.2d 613,

624, 225 USPQ 634, 641 (Fed. Cir. 1985). An exam ner nust permt
applicants wide latitude in claimng subject matter as they see
fit, but the exam ner nust work to ensure that clains are as

cl ear and precise as possible.

2. In the case before us, it seens unlikely that one
skilled in the art would m ss Appellant's intent. At the sane
tinme, neither Appellant nor the exam ner were able to arrive at
| anguage that would elimnate the technical inaccuracy.
Consequently, the clains are not as precise as the subject matter
al | ows.

3. At the hearing, we discussed the follow ng fornul ation
wi th counsel for Appellant:

0.4 fwmm< f3/f2 < 0.8 fwmm
where the first and third terns are divided by mllinmeters, the

unit for fw, so that all of the expressions are now
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di mensi onl ess. Counsel indicated to us that this fornulation
woul d be acceptable. Unfortunately, procedurally the only way we
can ensure entry of this anmendnent is to affirmthe rejection
wth a statenent pursuant to Rule 196(c).

4. In affirmng this rejection, we do not nean to indicate
satisfaction with the way prosecution was handl ed bel ow. This
appeal was unnecessary, will burden the public with a |ater
termnation date for the resulting patent, has cost Appellant and
ot her applicants (who subsidize nost of the cost of each appeal)
a considerable sum and has contributed to the Board' s backl og.
This is not the way the systemis intended to work. This result
coul d have been avoided if the exam ner and Appel |l ant had wor ked
together instead of digging into their respective positions. In
particul ar, the Manual of Patent Exam ning Procedure reconmends a
practice that woul d have avoi ded this appeal:

Exam ners are encouraged to suggest claimlanguage to

applicants to inprove the clarity or precision of the

| anguage used, but should not reject clainms or insist

on their own preferences if other nodes of expression

sel ected by applicants satisfy the statutory

requirenent.

MPEP § 2173.02. Once it becane apparent that Appellant did not
understand the point of the rejection, the exam ner should have
hel ped out by offering acceptable | anguage. The fact that the
exam ner was able to apply prior art against claim1l (Paper 4

at 3) strongly suggests that the exam ner understood what

Appel l ant nmeant to claim See MPEP § 2173. 06.
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B. Enabl ement

5. Since our affirmance of the indefiniteness rejection
di sposes of all clains on appeal, we need not separately reach
the nmerits of the enablenent rejection. Mreover, the stated
Rul e 196(c) anmendment will cure the problemunderlying this

rejection.

DECI SI ON AND RULE 196(c) STATEMENT
The examner's rejection of clains 1-5 under section 112 as
indefinite is affirmed. Cainms 1-5 may be allowed if claiml is

anmended to recite the fornula (2) elenent as foll ows:

"0.4 fwm< f3/f2 < 0.8 fwmit.

We set a tine period in which Appellant may file an anmendnent for

the purpose stated in section 1.196(c) to expire two nonths from

the date of this decision. No tinme period for taking subsequent
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action in connection with this appeal may be extended under

37 CFR § 1.136(a). 37 CFR § 1.136(bh).

AFFI RVED: RULE 196(c)

KENNETH W HAI RSTON
Adm ni strative Patent Judge

Rl CHARD TORCZON
Adm ni strative Patent Judge

JAMVES T. CARM CHAEL
Adm ni strative Patent Judge
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