THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of claim1l7.
Clainms 1-16, the other clains remaining in the present appli-
cation, stand withdrawn from consi deration pursuant to a

restriction requirenent. A copy of claim1l7 is appended to

lppplication for patent filed January 13, 1993
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t hi s deci si on.

Appel lants' clainmed invention is directed to a process
for preparing benzoqui nazoline thym dylate synthase inhibitors
of the recited fornmula. According to appellants, conpounds
within the scope of claim17 find utility in treating breast
and col on tunors.

The exam ner relies upon the follow ng references as
evi dence of obvi ousness:

Ki m 4,814, 335 March 21, 1989

D.J. Brown, "THE PYRI M DI NES", published 1962 by John
Wl ey & Sons (N.Y.), pages 31-32 and 44-50.

Appeal ed claim 17 stands rejected under 35 U.S.C. § 103
as being unpatentable over Kim and Brown.

We have thoroughly reviewed the respective positions
advanced by appellants and the examner. |In so doing, we find
that the prior art cited by the examner fails to support a
prima facie case obviousness for the clainmed subject matter.
Accord-ingly, we will not sustain the examner's rejection.

The thrust of the examner's rejections seens to be that

t he cl ai ned process woul d have been obvious to one of ordinary
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skill in the art because each of Kim and Brown teaches the

formati on pyrimdines by reacting "the sane-type reactants”,

i.e., $-ketoesters with am dines or guanidi nes (page 3 of
answer). According to the exam ner, even though appell ants’
reactant is an enol, not a $-keto ester, the enol and keto
ester are tautoners that exist in equilibriumwth each other,
such that the clained reaction with an enol is tantanount to
the prior art reaction with the keto ester. In the words of

t he examner, "the forminvolved in the reaction, wuld shift
the equilibriumto producing nore of that formuntil the
entire m xture can be converted to product." (page 6 of
answer) .

We cannot subscribe to the exam ner's reasoning for
several reasons. First, the exam ner has not established on
this record that appellants' reactant (V) exists in tautoneric
equilibriumw th the corresponding keto ester, at least to a
sufficiently significant degree that one of ordinary skill in
the art would have been notivated to select the clainmed enolic
formas a substitute for the correspondi ng $-keto ester.
Secondl y, even assumi ng that one of ordinary skill in the art
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woul d have reasonably expected that appellants' reactant (V)
exhibits significant tautonmerism the exam ner has failed to
present evidence that one of ordinary skill in the art would

have

expected such a particular enol to react with guani di nes and
am di nes, and what, if any, would have been the expected
product. Stated otherwi se, there is no evidence of record how
an enol of the type clainmed reacts with guani di nes and

am di nes?. Further-nore, neither of the applied references

t eaches any process for preparing the clainmed products, |et
al one via a process of reacting an enol and a guani di ne or
amdine. In the absence of any established notive or desire
for one of ordinary skill in the art to nmake the cl ai med
benzoqui nazol i ne thym dyl ate synthase inhibitor, we nust
conclude that the exam ner has relied upon inpermssible

hi ndsi ght and specul ation to support the concl usion of

2Assunmi ng tautomerismexists between the clainmed enol and the $-keto
ester, it cannot be presuned that guani di nes and ami di nes woul d not react
preferentially with the enol over the $-keto ester.
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obvi ousness.

Wil e a reaction process may be unpatentabl e even when
both the starting material and the product are not disclosed
inthe prior art, it is well settled that each case nust be

decided on its own particular facts. In re Durden, Jr. 763

F.2d 1406, 1410, 226 USPQ 359, 361 (Fed. G r 1985). Also, no

per se rule exists that a clainmed process is obvious if the

exam ner, as here, shows that the prior art discloses "the

same general process

using "simlar" starting materials". In re Qchiai 71 F.3d
1565, 1570, 37 USPQRd 1127, 1132 (Fed. Cir. 1995). 1In the
present case, as in Qchiai, we find, for the reasons set forth
above, that the exam ner has not established the obvi ousness
of the claimed process.

I n concl usi on, based on the foregoing, we are constrained
to reverse the examner's rejection

REVERSED

MARY F. DOMNNEY )
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