TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

Paper No. 16

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ROBERT A. KELLER

Appeal No. 95-2622
Appl i cation 08/ 125, 5241

HEARI NG Decenber 10, 1998

Before KIMIN, GRON, and WARREN, Adninistrative Patent Judges.

GRON, Adninistrative Patent Judge.

DECI SI ON ON APPEAL UNDER 35 U.S. C. § 134

This is an appeal under 35 U.S.C. § 134 from an

exam ner’s rejections of Clains 1-10. Still pending,

! Application for patent filed Septenber 22, 1993.
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restricted, nonelected Clainms 11 and 12 have been w t hdrawn
fromfurther consideration by the exam ner (page 7 of the

O fice Action mail ed Novenber 19, 1993 (Paper No. 2) and page
3 of the Exam ner’s Answer).

The propriety of the examner’s restriction requirenment is
petitionable to the Conm ssioner of Patents and Tradenar ks and
is not a matter for review on appeal to this Board under 35
UusS C

8 134. See In re Watkinson, 900 F.2d 230, 233, 14 USPQd

1407, 1409-10 (Fed. Cir. 1990); Ln re Hengehold, 440 F.2d

1395, 1404, 169 USPQ 473, 479 (CCPA 1971).

| nt r oducti on

Claim1 stands rejected under 35 U.S.C. § 102(b) as being
descri bed by Spencer, U. S. Patent 2,152,826, patented April 4,
1939. Cdaim1l stands rejected under 35 U.S.C. 8 103 as being
unpatentable in view of the teaching of either Spencer or

Gruhn et al. (Guhn), U S Patent 4,661,406, patented Apri
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28, 1987. dains 2-42 and 8-10 stand rejected under 35 U S. C
§ 103 as

bei ng unpatentable in view of the conbi ned teachi ngs of either
Spencer or Gruhn and either MKay, U S. Patent 3,691, 749,

pat ent ed Septenber 19, 1972 (MKay ‘749), or MKay, U S

Re. 29,363, reissued August 23, 1977 (McKay ‘363). Cainms 5-7
stand rejected under 35 U. S.C. 8§ 103 as unpatentable in view
of the conbi ned teachings of Spencer or G uhn, MKay (‘749) or
McKay (‘363), and Bradley et al. (Bradley), U S. 3,478, 389,
pat ent ed Novenber 18, 1969, or Aharoni et al. (Aharoni), U S
Patent 4,417,031, patented Novenber 22, 1983. Appellants
state, “Clains 1-4 and 10 are considered to stand together.
Clainms 5-9 are considered to stand together” (Br., p.3,

Gouping & dains). The exam ner replies:

The brief includes a statenent that clains do
not stand of fall together but fails to present reasons
in support thereof. Therefore, these clains are presuned
to stand or fall together. (Ans., p. 3)

2 Appel I ant presunes that Caim4 stands finally rejected
(Brief For Appellant, (Br.), p. 2, third full para.) and groups
Caim4 with Cains 1-3 and 10 for our review of the appeal ed
rejections (Br., p. 3, Gouping & dains). So shall we. The
exam ner includes Claim4 in the dains appealed (Ans., p. 3),
even though it has not been explicitly rejected.
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Consi stent with both appellant’s and the exam ner’s
statenments, we shall consider the nerits of the appeal ed
rejections as they separately apply to Cains 1, 2 and 5.
However, because we enter new grounds of rejection under 37
CFR 8§ 1.196(b), Clains 1-10 on appeal are transcribed bel ow
1. An oriented polyneric nonofilanment having a

di aneter of about from4 to 60 mls and having a cross-

sectional configuration characterized by 3 to 12
striations

on the circunference, each striation having a depth of

about from4 to 20% of the dianeter of the nonofil ament.

2. A nonofilament of Caim1l having a dianeter of
about from6 to 30 mls.

3. A nmonofilanment of Caim1l having from5 to 10
striations.

4, A nonofilament of Claiml wherein the striations
have a depth of about from8 to 15% of the dianeter of
t he
nonofi | ament .
5. A nmonofilament of Claim1l consisting essentially
of pol yam de.
6. A nonofilament of Caim5 wherein the pol yam de
Is selected fromthe group consisting of nylon 66, nylon
610

and nyl on 6.

7. A nonofilament of Claim6 wherein the pol yam de
consi sts essentially of nylon 66.

8. A nmonofilament of Claim1 consisting essentially
of pol yester.
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9. A nonofilament of C aim 8 wherein the pol yester
consi sts essentially of polyethylene terephthal ate.

10. A nonofilament of Claim3 having 8
circunferenti al
striations.

D scussi on

1. Rej ecti ons under 8§ 102 over_ Spencer

Claim1 stands rejected under 35 U.S.C. § 102(b) as
bei ng descri bed by Spencer. W reverse.

In our view, the rejection stands or falls depending on
the nmeaning to be accorded “oriented pol yneric nonofil anment”
in Caiml. During prosecution in the Patent and Tradenark
Ofice, claimlanguage is to be given the broadest reasonable
interpretation which is consistent with the description of the

invention in the specification. |In re Zletz, 893 F.2d 319,

321, 13 USPRd 1320, 1322 (Fed. Cir. 1989); In re Prater, 415

F.2d 1393, 1404-05, 162 USPQ 541, 550-51 (CCPA 1969).

Appel l ant’ s specification teaches (Spec., p. 3, |I. 5-13):

The polyneric material is extruded through the

di e and subsequently processed according to custonary

techni ques. The nolten pol yner, blended with any desired

additives, is extruded through the die into a quench

medium typically water, after which it is oriented. The

nonofi | aments shoul d be oriented by drawi ng about from
3.4

to 7.0 tinmes their original length, and preferably about
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from3.5 to 4.7 tinmes their original length. The draw ng
is generally carried out in two stages but not limted to
two stages. The dianeter of the final nonofilanment is as
not ed above, and is neasured fromcrest to crest in the
striations.
Accordi ngly, we hold that the “polyneric nonofilament” of
Caim1l is a polynmer which has been nelt-extruded through a
die to forma nonofilament and quenched. W hold that an
“oriented polyneric nonofilanment” is a “polyneric
nonofi |l ament” whi ch has been drawn by customary techniques to
about from3.4 to 7.0 tinmes its original length. Appellant’s
clainms are directed to “oriented polyneric nonofil anent”
(Cdaim1l, line 1; enphasis added).

Spencer describes elastic rubber threads or filaments

havi ng one or nore conpressible projections or fins onits

sur f ace.

See Spencer, p. 1, col. I, I. 1-4, and col. 1, |. 53, to col.
2,

. 11; and p. 2, I. 3-9. Wile the ratio of the height of

each of Spencer’s fins to the nean di aneter of each fil anent
is between 1:2 and 1:5, Spencer’s elastic fins, unlike the
striations which inpart abrasion resistance to appellant’s

ori ented polyneric nonofil anent (Spec., p. 3, |I. 33, to p. 4,
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. 1), are “sufficiently yieldable so as to be deforned by a
covering yarn” (Spencer, p. 3, col. 1, |. 22-24).
Spencer states (Spencer, p. 2, col. 1, I. 52-75):

The filanments nmay be fornmed by extruding or casting
| at ex, rubber or rubber-containing fluids, or by
col l ecting
| atex or the |like upon a suitable heated nenber, or by
any conbi nati on of these or other suitable processes.
For exanple, all of the filanments shown in Figs. 1 to 12
i nclusive, may be made by extrusion through a suitable
orifice, using a rubber conposition which has been
t hi ckened
by suitable agents such as sodiumsilicate so that the
extruded mass retains the cross-section of the orifice
unti |
coagul ati on occurs.

The rubber filanment may be forned fromany suitable
rubber conposition whether in the formof natural or
artificial dispersions of rubber or solutions or plastic
conmpositions of natural or synthetic rubbers or suitable
m xtures of the sane.

However, Spencer (1) prefers “to enploy latex in the

manuf acture of the rubber filanment of the invention” (Spencer,
p. 2, col. 2, |I. 2-4), and (2) |acks any teaching to draw the
mel t - extruded, elastic polyneric nonofilanment from3.4 to 7.0

times its original |ength.

2. Rej ection under 8 103 in view of Spencer or G uhn

Claim1 stands rejected under 35 U.S.C. §8 103 as being
unpatentable in view of the teaching of either Spencer or
Gruhn. W reverse both of these rejections.

-7 -
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We hold that the clainmed subject matter woul d not have
been obvi ous to persons having ordinary skill in the art in
view of the teaching of either Spencer or G uhn. In paragraph
1 above, we found that Spencer does not describe an “oriented
pol ymeric nonofil anment” of the shape defined by Caim1l.

Mor eover, Spencer’s teaching, as a whole, reasonably woul d not
have | ed persons having ordinary skill in the art to orient
filaments nmade from natural or synthetic rubbers which are
elastic. Elastic filanents would appear to be resistant to
drawi ng fromabout 3.4 to 7.0 tines its original |ength, and
preferably fromabout 3.5 to 4.7 tinmes its original |ength.
Thus, we find that Spencer’s teaching would have | ed persons
having ordinary skill in the art away fromthe invention
appel | ant cl ai ns.

G uhn describes a strength elenent for fiber optic cable
conprising (Guhn, Claiml, col. 6-7):

an elongated central portion and at |east three

éubstantially l ongitudinally extending ribs . . . being
integrally formed of a resin material reinforced with
fibers . . . selected fromthe group conprising glass

fibers, ceramc fibers, carbon fibers and aram d fi bers.
Referring to Figs. 1 and 3, G uhn teaches (G uhn, col. 4, I.

58, tocol. 5 1. 1):
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The strength element 10 is integrally fornmed froma fiber
reinforced resin material, wherein the resin thereof
preferably conprises an epoxy or polyester resin,
al t hough
the use of other resins, such as pol yurethane, phenolic,
or acrylic resins or mxtures of resins is contenplated.
Preferably the strength el enent 10 contains reinforcing
fibers of glass, ceramc, carbon or aramd materials,
such
as Kevlar (Dupont TM, or other polyneric fibers which
have hi gh noduli of elasticity and high strengths and
whi ch are enbedded in the resin thereof in substantially
| ongi tudi nally extending relation

Wi |l e persons having ordinary skill in the art reasonably
coul d have expected to integrally form G uhn’s fiber
rei nforced polyneric strength el enent by extrusion through a
die (Guhn, col. 2, I. 10-17), we find no teaching in G uhn
whi ch reasonably woul d have | ed persons of ordinary skill in
the art to draw a fiber reinforced strength el ement from about
3.4to 7.0 times its original length, and preferably from
about from3.5 to 4.7 times its original length. Guhn' s
reinforcing fibers are preferably made of gl ass, ceram c,
aramd materials, or other polyneric materials “which have a

hi gh noduli of elasticity and high strengths and which are

enbedded in the resin . . . in substantially |ongitudinally
relation” (Guhn, col. 4, |I. 66,
tocol. 5 1. 1). Guhn' s fiber reinforced polyneric strength

el ements are designed for “increased resistance to breakage
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during bending of the strength elenent” (G uhn, col. 5, |. 12-
14) by reducing the m ni num bendi ng radius of the strength

el ement (G uhn, col. 5, |. 23-24). 1In light of Guhn’s design
to increase the resistance of the fiber reinforced polyneric
strength el enent to breakage during bending, we find that
persons having ordinary skill in the art reasonably woul d not
have further drawn an integrally forned fiber reinforced

pol ynmeric strength elenent to fromabout 3.4 to 7.0 tines its
original length, and preferably fromabout 3.5 to 4.7 tines
its original length and expect the elenent to retain its

resi stance to breakage during bendi ng.

3. Rej ecti on under 8 103 over Spencer or G uhn
in view of McKay (‘363) or MKay (‘749)

We agree with the exam ner’s concl usion that subject
matter enconpassed by Clains 2-4 and 8-10 i s unpatentabl e
under 35 U.S.C. 8 103 in view the conbi ned teachi ngs of
Spencer or Gruhn and McKay ('363) or McKay (‘749). However,
our reasons for affirmng the rejection differ significantly
fromthe exam ner’s explanation of the rejection. W rely
exclusively on the teaching of MKay (‘363) or MKay (‘749).
Accordingly, while we affirmthe exam ner’s hol di ng of

unpatentability under section 103 in view of prior art

- 10 -
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teaching including McKay (‘363) or McKay (‘749), appellant nay
treat our decision as a NEW GROUND OF REJECTI ON UNDER 37 CFR §
1.196(b).

McKay (*749) describes multifilament yarn conposed of
nmonofi | aments having nultil obal cross sections (MKay (‘749),
col. 2, |I. 20-21). MKay (‘749) teaches at col. 2, |. 28-33:

The filanments in the yarn have a nultil obal cross section

with at |east five |obes (preferably five to 10 | obes),

wherein the | obes are essentially symmetric about a
center

l'ine through the | obe, are of substantially equal |ength,

and are substantially equally spaced about the center of

the filanent.

“[SJubstantially all of the filanents should be PACM pol yam de
fibers with five to ten lobes . . .” (MKay (‘749), col. 3,

| . 42-44; enphasis added). According to McKay (‘749)(col. 4,

| . 55-67):

. [1]t should be evident that filanments of a
gi ven nodification ratio may have a variety of shapes.
For exanple, while the tips of the | obes generally assune
a circular configuration, this circle outlining the tip
of the | obe may have a high or lowradius, r,, relative
to the circunscribing radius, R, of the cross-section
In addition to the | obe angle, A forned by two tangents
laid at the points of inflection of curvature on each
si de
of the | obe may be either negative or positive. The | obe
angle, A 1is considered to be positive when the two
tangents
converge outside of the cross-section on the sane side
of the fiber as the lobe. A positive |obe angle, A is
indicated in FIG 1.

- 11 -
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W find that the pol yam de nonofil anent MKay (‘749)
descri bes has a cross-sectional configuration characterized by
5 to 10 striations on the circunference, and each striation
may have a depth within the range of about 4 to 20% of the
di anet er of the nonofilanment, as is required for the
nonofil aments of appellant’s Claiml1l. Conpare the eight |obe
nonofil ament depicted in appellant’s only draw ng.

In his single polyam de nonofil ament enbodi ment (MKay
(*749), cols. 5-6), MKay teaches (McKay (‘749), col. 5, I. 7-
23; enphasi s added):

[A] PACM 12 pol yam de was prepared . . . . Three
different yarn sanples were prepared fromthis type of

pol ymer by nelt spinning through a spinneret having 18

orifices. Each orifice consisted of six slots radiating

froma central point with equal angles between the slots.

Each of the slots was 0.004-inch wi de and 0.009-inch | ong

(meximum orifice dianeter 0.018-inch). Three different

nodi fication rati os were obtained by varying the nelt

viscosity of the polynmer within the spinneret capillary.

The yarns obtai ned by this spinning techni que were drawn

about 1:6 X. The resulting yarns were about 62 denier
with 18 filaments and zero tw st.

Thi s enbodi nent woul d have | ed persons having ordinary skill
in the art to understand that the nelt-extruded pol yam de
nonofil aments which formthe yarn McKay (‘749) describes are
oriented polyneric nonofilanments within the neaning of the

termin appellant’s specification, i.e., they were nelt

- 12 -
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extruded through an orifice having a m ninum di aneter of

0. 009-i nch

(9 mls)® and a maxi nrum di aneter of 0.018-inch (18 mls) and
thereafter were drawn about from3.4 to 7.0 tinmes their
original length (Spec., p. 3, I. 8-9).

McKay ('363) also describes nmultifilanment yarn conposed
of nmonofilanments having nmultilobal cross sections (MKay
(*363), col. 2, |I. 32-35). However, MKay (‘363) describes
yarn nmade from pol yester filanments (MKay (‘363), col. 2, I.
33), preferably polyethylene terephthalate (MKay (‘363), col.
3,
|. 33). The yarns “conprise polyester filanments which have
mul til obal cross-section with 6-10 | obes which are essentially
symmetric, of substantially equal |ength and equi spaced
radi ally about the center of the filament” (MKay (‘363), col.
2, |. 43-47).

The cross-sectional view of the nonofilanment depicted in Fig.

1 of McKay ('363) is substantially identical to the Figure in

McKay (*749) and is simlarly described (MKay (‘363), col. 3,

3 According to Hackh’s Chem cal D ctionary, Fourth Edition,
Julius Gant, ed., MG awH || Book Conpany, New York, p. 430
(1969) (copy attached), a m!l is “[a] neasure of thickness,
especially of wire: 1 ml =1/1,000 in. . . . .~

- 13 -
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|. 46-61). The polyester filanments “are prepared by nelt-
spinning filanments of higher denier and then drawi ng by known
met hods to produce filanments with denier in the required
range” (McKay (‘363), col. 5, |I. 8-11). MKay (‘'363) teaches
(McKay (°363), col. 5, I. 15-20):

The draw ng operation may occur after nelt-spinning as a
separate step or may be part of a coupled spinning and
drawi ng operation as in Exanple 1. [On the other hand,
the drawi ng may be done as part of a unitary draw
texturizing process as in Exanple I X. If one elects

a “sinmul taneous” drawtexturizing process, partially
oriented yarn is passed over a hot plate where it is
both drawn and fal se-tw sted.

McKay (‘363) indicates (MKay (‘363), col. 5, |. 33-44;
enphasi s added):

Waile [draw] ratio may vary according to tension and

ot her
factors, the maxinum. . . ratio (R) of output-to-input
speed in the drawtexturing operation which is operable
Wi t hout excessive filanment breakage is established by
testing the feed yarn under a nunber of drawtexturing
condi tions. For high-speed spun partially oriented
filaments, the ratio (R) is between 1.2 and 2. For sl ow
speed spun partially oriented yarns, the ratio may be as
high as 6. For so-called drawn yarns which are highly
oriented, the maxinumratio my be as lowas 1:1; in
practice, such drawn yarns nay be overfed to the machi ne
to give an actual operating ratio as |ow as 0.90.

The respective m ni mum and nmaxi mum di aneters of the orifices

used to nelt-extrude the oriented pol yester nonofil anents
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enbodied in the exanples of McKay (‘363), as determ ned from

the length of the |obe slots, are:

Oifice D aneter

Exanpl e M ni num Maxi mum
I 0.016 inch (16 mls) 0.032 inch (32
mls)
Il 0.018 inch (18 mls) 0.036 inch (36 mls)
[11-1 0.018 inch (18 mls) 0.036 inch (36 mls)
[11-2 0.018 inch (18 mls) 0.036 inch (36 mls)
[11-3 0.026 inch (26 mls) 0.052 inch (52
mls)
[11-4 0.018 inch (18 mls) 0.036 inch (36 mls)
[11-5 0.018 inch (18 mls) 0.036 inch (36 mls)
V-1 0.015 inch (15 mls) 0.030 inch (30 mls)
| V-2 0.024 inch (24 mls) 0.048 inch (48 mls)
Vi 0.016 inch (16 mls) 0.032 inch (32 mls)
VI | 0.018 inch (18 mls) 0.036 inch (36 mls)
I X 0.0112 inch (11.2 mls) 0.0224 inch (22.4 mls)

In view of the teaching of McKay (' 749) or (MKay (‘363),
we hold that subject nmatter of appellant’s Clains 2-4 and 8-10

is prima facie unpatentable under 35 U S.C. § 103. An

ori ented pol yam de nonofil anent of Caimb5 would have been

prinma facie obvious to a person having ordinary skill in the

art in view of the teaching of MKay (‘749) alone. An
ori ented polyester nonofilanent of Clains 8 and 9 woul d have

been prinma facie obvious to a person having ordinary skill in

the art in view of the teaching of McKay (‘363) al one.
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Appel l ant attenpts to distinguish the clainmed oriented
nonofilaments fromthe oriented polyneric nonofilanments taught
in MKay (‘749) and McKay (‘363) on the basis of size and
utility. In his Brief, appellant argues that MKay (1) uses
his nmonofilanments to inprove the visual aesthetics of fabrics
made from yarn conposed of the nonofilanments, and (2) is not
at all interested in abrasion resistance and does not
recogni ze the
uses whi ch appel |l ant al one di scovered for abrasion resistant
nonofil aments of the same cross-sectional configuration (Br.
pp. 6-7, bridging para.). In the Anendnent filed January 24,
1994 (Paper No. 4), appellant pointed to distinctions in both
size and purpose (pp. 3-4, bridging para.):

McKay, in both 363 and ‘749, deals with
textile

filaments which differ in size and purpose fromthe

presently cl ainmed nonofilanments. Specifically, the
obj ect s

of the McKay patent are to provide a textile fil anent
havi ng

reduced glitter or sparkle . . . . The solution provided

by McKay, in a textile filanent, is to provide fal se-
tw st

textured yarns having recogni zable nmulti-|obal cross-
section

havi ng devi ations from pure symmetry. The required
nunber

of I obes (N) is between 6-10, and the nodification ratio
(M

is between 1.17 and 1.85 and the filanent denier is nore

- 16 -
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than 3.8 and less than (5.88M 10+N). The applicants have

cal cul ated the maxi mum deni er of McKay to be 10.88. By

contrast, the required dianmeter in the present clains
woul d

result in a product several times as big, ranging from

78-22,608 denier per filanment. It is respectfully
submitted

that the skilled artisan woul d have no reason to
extrapol at e

any teachings relating to the fine textile filanents
shown

in either of the McKay patents to the | arge nonofil anments
of

the present clains, particularly when the basic
advant ages

of the McKay patents, that is, visual aesthetics, are

entirely inapplicable to the present striated
nmonofi | ament s,

desi gned for papernaki ng belts.

The argued distinction based on utility is imuaterial to
the patentability of the clainmed subject nmatter under 35

US C 8§ 103 in view of the nonofilanent taught by MKay. See

Inre Dillon, 919 F.2d 688, 693, 16 USPQ2d 1897, 1901 (Fed.
Gr. 1990)

(in banc), cert. denied sub nom Dillon v. Mnbeck, 500 U S.

904 (1991)(footnote omtted):

Each situation nust be considered on its own facts, but
it is not necessary in order to establish a prim facie
case of obviousness that both a structural simlarity
between a clainmed and prior art conpound . . . be shown
and that there be a suggestion in or expectation from
the prior art that the clainmed conpound or conposition
will have the sanme or a simlar utility as one newy

di scovered by applicant . . . .[T]he statenent that a

- 17 -
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prinma facie obviousness rejection is not supported if
no reference shows or suggests the new y-di scovered
properties and results . . . is not the | aw

Appel l ant’ s argunents with regard to size distinctions
and his support therefor are sonmewhat confusing. First, the
record does not show how McKay’s maxi mum accept abl e deni er of
10. 88 was cal cul ated. Second, given that naxi mum cal cul at ed
denier, the record is unclear as to why the dianeter of the
presently clainmed oriented polyneric nonofilanment is
necessarily several tines bigger than the dianeter of the

nonofil aments taught by McKay. Hackh’'s Chemical Dictionary,

supra, at page 202 (copy attached), defines “denier” as “[t]he
thi ckness of a thread or yarn expressed as the weight in grams
of 9,000 neters. Cf. tex.” However, the thickness of the

ori ented polyneric nonofil anent of appellant’s clains is
defined solely in linear terns, i.e., in mls. Appellant has
not expl ai ned why the clainmed oriented pol yam de or pol yester
mul til obal nonofil anent which has a dianmeter of about 4 to 60
mls woul d not have been obvious to persons having ordi nary
skill in the art in view of MKay' s teaching of polyam de or
pol yester multil obal nonofil anent having a di aneter of about

11 to 52 m |l s.
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We say again, during prosecution in the Patent Ofice,
clai mlanguage is to be given the broadest reasonabl e
interpretation which is consistent with the description of the

invention in the specification. |In re Zletz, 893 F.2d at 321,

13 USPQRd at 1322; In re Prater, 415 F.2d at 1404-05, 162 USPQ

at 550-51. The oriented polyneric nonofilanent of appellants’
clains is defined solely in terns of nonofil anent
configuration, nonofil anent dianmeter, and polynmer type. An

i nventi on enconpassed by appellant’s clains would have been
obvious to a person having ordinary skill in the art in view
of McKay’ s teachings of nonofilanents of the sane
configuration, the sane dianeter, and the sane pol yner type.

As said in|Inre Zletz, 893 F.2d at 321, 13 USPQ2d at 1322:

Duri ng patent exami nation the pending clainms nust be
interpreted as broadly as their terns reasonably all ow
. The reason is sinply that during patent prosecution
when cl ai ns can be anended, anbiguities should be
recogni zed, scope and breadth of | anguage expl ored,
and clarification inposed.

4. Rej ection under 8 103 in view of the teaching
of Spencer or Guhn in view of MKay (‘749)
or McKay (‘363) and Bradley or Aharon

We agree with the exam ner’s concl usion that subject

matter enconpassed by Clains 5 to 7 is unpatentabl e under
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35 US.C 8 103 in viewthe conbined teachings of Spencer or
G uhn, MKay (*363) or MKay (‘749), and Bradley or Aharoni
However, our reasons for affirmng the rejection again differ
significantly fromthe exam ner’s explanation of the
rejection. W rely exclusively on the teachings of MKay
(*749) and Bradley. Accordingly, while we affirmthe
exam ner’ s hol ding of unpatentability under section 103 in
vi ew of conbi ned prior art teachings including MKay (‘749)
and Bradl ey, appellant also nay treat this decision as a NEW
GROUND OF REJECTI ON UNDER 37 CFR
§ 1.196(b).

More specifically, we affirmthe exam ner’s rejection of
Claims 5 to 7 under 35 U.S.C. 8§ 103 in view of al
conbi nations of prior art including MKay (‘749) and Bradl ey.
W reverse the examner’s rejection of Cainms 5 to 7 under 35
US.C 8103 in view of all conbinations of prior art
including McKay (°363). Cains 5to 7 are directed to
ori ented pol yam de nonofilanent. MKay (' 749) teaches
ori ented pol yam de nonofilanment. MKay (‘363) teaches
ori ented polyester nonofilanent. Since Bradley' s teaching is
cumul ative of Aharoni’s teaching relative to the subject
matter clained, we only need consider Bradl ey s teaching.

- 20 -
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Bradl ey descri bes an inproved spi nneret assenbly,
i ncludi ng specially shaped extrusion die orifices, for
extruding nolten polyner into filanments of noncircul ar cross
section and nelt spinning the filanents into yarn. See
Bradley, col. 2, |. 2-15, and col. 2, |. 42-44. See
especially Figures 4 and 5 for five and ten-Iobal cross
sectional filanments (Bradley, col. 4,
|. 1-21). Bradley’ s nodification of conventional spinneret
assenblies (Bradley, col. 6, |I. 65, col. 7, |. 11):

extends the range of shape definition possible
for a given spinneret orifice under practical operating
spinning conditions. It is particularly applicable to
orifices conprised of nultiple intersecting slots, such
as Y-section, cruciform star, and |ike sections. The
invention is applicable to wet spinning and dry spinning
but is especially useful in nelt-spinning. Specific
polymeric materials capable of being nelt-spun include
nyl on- 66 ( pol yhexanet hyl ene adi pam de), nylon-6
(pol ycaprol actam, nylon-4, nylon-610, nylon-11 and
their filament-form ng copolyners; e.g., nylon-6/66,
nyl on- 6/ 610/ 66, etc.; polyesters derived for exanple
fromterephthalic acid or derivatives thereof .
Wth an appropriate nolten polynmer distribution system
the spinneret herein can be used to produce nulti-
conponent
filaments having an eccentric arrangenent of dissimlar
pol ymers. The actual dinensions of the openings and bal
depend, of course, upon the characteristics of the
pol yner,
the filanment size or denier, the spinning speed, the
tenperature, and other factors in the particular spinning
process.
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The nelt-spinning processes of Bradley's Exanples Il and
I1l are particularly relevant to appellant’s clainmed invention
because they respectively describe production of five- and
ten-star Nylon-66 filanments and yarn nelt-spun therefrom
(Bradley, col. 5, |I. 25, tocol. 6, |. 64). |In Exanple 11,
each slot of the five slot die used to produce five-Iobe,
star-shaped filament was 25 mls long, i.e., mninumorifice
diameter of 25 mils and maximumorifice dianmeter of 50 mls
(Bradley, col. 5 1. 31-33). In Exanple Ill, each slot of the
ten slot die used to produce ten-|obe, star-shaped fil anent

was 50 mls long (including the 10 m| dianmeter of the orifice

core), i.e., amnimumorifice dianeter of 50 mls and a

maxi mumorifice diameter of 100 mls (Bradley, col. 6, I|. 14-
20). Bradley further teaches that the Exanple Il “[s]anples
of yarn were drawtwi sted at a draw ratio of 4.23 . . . and the
pent agonal filaments had nore luster . . . and superior snag
resistance . . . ” (Bradley, col. 5 1|. 74, tocol. 6, |. 7).
The spun filanments of Exanple Il “were subsequently
dramt wi sted at 3.93 draw ratio” (Bradley, col. 6, |I. 33-35)

and “these filaments inparted a highly attractive soft silky

sheen” (Bradley, col. 6, |I. 63-64).
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We find that Bradl ey broadly describes production of
oriented polyam de filanents of a kind, size and configuration
enconpassed by appellant’s Clains 1, 3, 5, 6, and 7.

Moreover, we find Bradley' s teaching as pertinent, if not nore
pertinent, to the subject matter appellant clainms than MKay's
di scl osures. Bradley describes oriented polyamde filanments
of a kind, size and configuration enconpassed by appellant’s
Claims 1, 3, 5, 6, and 7. Moreover, we conclude that oriented
pol yam de nonofil anent of a kind, size, and configuration
indicated in appellant’s Cains 1-7 woul d have been prinma
facie obvious to persons having ordinary skill in the art in
vi ew of the conbi ned teachings of McKay (‘749) and Bradl ey.
Furthernore, we conclude that an oriented pol yester

nonofil ament of a kind, size, and configuration indicated in

appellant’s Clains 1-4 and 8-10 woul d have been prima facie

obvi ous to persons having ordinary skill in the art in view of
t he conbi ned teachings of McKay (‘363) and Bradl ey.
We have di scussed appellant’s response to the teachings
of McKay. Appellant’s remarks with regard to Bradley’s
di scl osure are even | ess convincing. Appellant argues (Br.
p. 7, second full para.):
Bradl ey et al. describes a spinneret assenbly. The

- 23 -
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present application does not relate to a spinneret
assenbl y.
. The subject matter is thus unrelated and 35 U. S.C. § 103
" not applicabl e.
Needl ess to say, we are not persuaded by appellant’s argunent
that the subject matter clainmed is patentable over the applied
prior art. It is an axiomof patent |aw that a patent cited
as basis for a rejection under 35 U S.C. 8 103 should be read
for everything it fairly teaches, and not be limted to the

subject matter the patentee regards as his invention and

clains. See EWP Corp. v. Reliance Universal Inc., 755 F.2d

898, 907, 225 USPQ 20, 25 (Fed. GCr.), cert. denied, 474 U.S.

843 (1985)(“A reference nmust be considered for everything it
teaches by way of technology and is not limted to the
particular invention it is describing and attenpting to

protect.”); see also In re Lanberti, 545 F.2d 747, 750, 192

USPQ 278, 280 (CCPA 1976) (A reference nust be considered in
its entirety. The disclosure is not limted to the specific
wor ki ng exanpl es.)

Concl usi on

1. We reverse the examiner’s rejection of Claim1 under

35 U.S.C. 8§ 102(b) over Spencer.
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2. We reverse the examner’'s rejection of daim1l as being
unpat ent abl e under 35 U.S.C. 8§ 103 in view of the teaching of
Spencer or G uhn.

3. W affirmthe rejection of Cainms 2-4 and 10 as being
unpat entabl e under 35 U . S.C. 8 103 in view of the teaching of
McKay (*749) or McKay (‘363), with or without the teaching of
Spencer or G uhn.

4. W affirmthe rejection of Clainms 8 and 9 as being
unpat entabl e under 35 U . S.C. 8 103 in view of the teaching of
McKay (*363), with or without the teaching Spencer or G uhn.
5. We reverse the rejection of Clains 8 and 9 as being
unpat ent abl e under 35 U . S.C. 8§ 103 in view of the conbi ned
teachi ngs of McKay (‘749) and Spencer or G uhn.

6. W affirmthe rejection of Claim5 as being unpatentable
under 35 U.S.C. §8 103 in view of the teaching of MKay (‘363),
with or without the teaching of Bradley or Aharoni.

7. W affirmthe rejection of Clains 5-7 as being

unpat ent abl e under 35 U . S.C. 8§ 103 in view of the conbi ned
teachi ngs of McKay (‘363) and Bradl ey or Aharoni.

8. W affirmthe rejection of Clainms 5-7 as being

unpat entabl e under 35 U . S.C. 8 103 in view of the teaching of

Br adl ey.
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9. We dismss the appeal as it applies to the invention of
restricted laim12. Cdaim1l2 was withdrawn from further
consi deration by the exam ner as drawn to a nonel ected

i nvention subject to restriction. The exam ner’s restriction
requirenent is not subject to review on appeal under 35 U S.C
§ 134.

Because we affirmthe rejections in paragraphs 3, 4, 6, 7
and 8 above for reasons which are substantially different than
those proffered by the exam ner, appellant may treat the
rejections affirnmed in paragraphs 3, 4, 6, 7, and 8 above as

NEW GROUNDS OF REJECTI ON UNDER 37 CFR § 1.196(D).
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NEW GROUNDS OF REJECTI ON UNDER 37 CFR 8 1. 196(b)

1. daim1lis hereby newy rejected under 35 U.S.C. § 103 as
bei ng unpatentable in view of McKay (‘749) or MKay (‘363).
See pages 9-16, supra.

2. Cains 1, 3, 8 and 9 are hereby newy rejected under

35 U.S.C. 8 103 as being unpatentable in view of Bradley. See
pages 18-21, supra.

3. Clainms 1-4 are hereby newy rejected under 35 U.S.C. §
103 as being unpatentable in view of the conbined teachings of
either McKay (‘749) or MKay ('363) and Bradley. See pages 9-
21, supra.

4. Clainms 8-10 are hereby newly rejected under 35 U.S.C. §
103 as being unpatentable in view of the conbined teachings of
McKay (‘363) and Bradley. See pages 9-21, supra.

In addition to affirmng the examner’s rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR 8§ 1.196(b) (anended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53,131, 53, 197
(Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63,
122 (Cct. 21, 1997)). 37 CFR 8§ 1.196(b) provides, “A new
ground of rejection shall not be considered final for purposes

of judicial review”
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Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori gi nal deci sion

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options with respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8 1.197(c)) as to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the

clainms so rejected or a showing of facts

relating to the clains so rejected, or both, and

have the matter reconsidered by the examner, in

whi ch event the application will be remanded to

t he exam ner.

(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals

and I nterferences upon the sane record. .

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b) (1), in
order to preserve the right to seek review under 35 U. S.C. 8§
141 or 145 with respect to the affirnmed rejection, the

effective date of the affirmance is deferred until concl usion

of the prosecution before the exam ner unless, as a nere
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incident to the limted prosecution, the affirnmed rejection is
over cone.

If the appellant elects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for fina
action on the affirnmed rejection, including any tinely request
for rehearing thereof.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART, 37 CFR § 1.196(b)

EDWARD C. KI M.I N )
Adm ni strative Patent Judge)
)
|
TEDDY S. GRON ) BOARD OF PATENT
Adm ni strative Patent Judge) APPEALS AND

) | NTERFERENCES
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)
)
CHARLES F. WARREN )
Adm ni strative Patent Judge)
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Donald W Huntl ey

1105 North Market Street
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W I m ngton, DE 19899-0948
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