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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejec-
tion of claims 1 through 3 and 5 through 10. daim4 has been
cancel ed.

The invention relates to optical fiber connecting
devices. In particular, Appellants disclose on page 5 of the
specification that Figures 1 and 2 show a connector arrangenent
of the invention. |In particular, Figures 1 and 2 show an opti cal
el ement 70 which is affixed to the end face 39 of the plug 40.

The i ndependent claim 1l is reproduced as foll ows:

1. A method of incorporating an optical elenent having
two opposed optical end faces into an optical system having a
first connector plug which term nates an optical fiber, a second
connector plug which term nates another optical fiber, and an
al i gnnment adapter having a first port for receiving the first
connector plug and a second port for receiving the second con-
nector plug, the first and second plug end faces bei ng engageabl e
wi th another in an aligned, |ocked position within the alignnment
adapter, the nethod conprising the steps of:

appl ying an adhesive to at | east one of an end face of
the optical elenment and an end face of one of the connector plugs
the optical elenent is to be joined with; and, joining the end
face of the optical elenent with the end face of the connector
plug so that the optical elenment conpletely covers an optica
fiber that term nates at the connector plug end face, the
adhesive joining the end face of the connector plug to the end
face of the optical elenment so that the optical elenent is
carried by the connector plug.
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The Exam ner relies on the follow ng references:

Pal ner 4,431, 260 Feb. 14, 1984
Bowen et al. (Bowen) 4,991, 929 Feb. 12, 1991
Cammons et al. (Cammons) 5,082, 345 Jan. 21, 1992

Clains 1 through 3 and 5 through 10 stand rejected
under 35 U.S.C. 8§ 103 as being unpatentable over Canmmons in view
of Pal mer or Bowen.

Rat her than reiterate the argunents of Appellants and
the Examiner, reference is nade to the brief? and answer for the

respective details thereof.

OPI NI ON
W w il not sustain the rejection of claims 1 through 3
and 5 through 10 under 35 U.S.C. § 103.
The Exam ner has failed to set forth a prima facie
case. It is the burden of the Exam ner to establish why one

having ordinary skill in the art would have been led to the

2 W note that Appellants filed a brief on Septenber 16,
1994. The Exam ner nailed on Decenber 1, 1997 a notification of
non-conpliance stating that the brief does not contain a correct
copy of the appealed clains. On Decenber 30, 1997, Appellants
filed a brief. The brief is the sane brief as filed on Septenber
16, 1994 with the exception of the appendi x which contains a copy
of the appealed clains. W note that the Exam ner has entered
this brief into the record.
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claimed invention by the express teachi ngs or suggestions found
in the prior art, or by inplications contained in such teachings

or suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6

(Fed. Gr. 1983). "Additionally, when determ ni ng obvi ousness,
t he claimed invention should be considered as a whole; there is
no legally recogni zable "heart' of the invention." Para-O dnance
Mg. v. SGS Inporters Int’l, Inc., 73 F.3d 1085, 1087, 37 USPQd
1237, 1239 (Fed. G r. 1995), cert. denied, 117 S.C. 80 (1996)
citing W L. Gore & Assocs., Inc. v. Grlock, Inc., 721 F. 2d
1540, 1548, 220 USPQ 303, 309 (Fed. Cr. 1983), cert. denied,
469 U.S. 851 (1984).

The Exam ner states on page 4 of the answer that
Cammons fails to teach applying an adhesive to a face of the
optical elenent and a face of one of the connector plugs as
recited by Appellants' clains. On page 5 of the answer, the
Exam ner states that Pal mer or Bowen teaches this limtation. The
Exam ner states that "[i]t would have been obvious to provide the
device of Cammons et al. with the index of material of Palnmer or
Bowen et al. in order to provide a direct join to an end face of

an optical connector and affixing an end face of an opti cal
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elenent to that end face.”" W note that the Exam ner did not
provi de any reason for making this nodification or any evi dence
in prior art to support the Exam ner's concl usion.

Appel  ants argue on pages 6 through 9 of the brief that
nei t her Pal mer nor Bowen teaches or suggests using an adhesive
bet ween an end face of an optical elenent and an end face of a
connector plug to provide an optical in-line elenent in a fiber
optical system Appellants further enphasize that Bowen does not
teach the use of an adhesive at all.

Upon a detail ed review of Bowen, we find that Bowen
does not teach an adhesive but rather an index matching film
mat eri al positioned within the connector receptacle. In
colum 4, |ines 16-20, Bowen teaches that Figure 3 shows
positioned within the alignnent neans 31 an index matching film
33. The end faces 16, 16' of the ferrules 15,15 form each of
the plugs 10, 10" and press against the film 33 which remains in
receptacl e housing 33 even after the plugs 10,10" are renoved.
Thus, Bowen does not teach an adhesive or an optical el enent
havi ng one face being affixed with an adhesive to an end face of
one of the connector plugs as clained by Appellants in clains 1
through 3 and 5 through 9. In addition, Bowen does not teach
depositing a non-renovable coating in the formof a thin film
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optical elenment onto an end face of one of the connector plugs
as recited in Appellants' claim10.

Turning to Palmer, we find that Pal ner does not teach
using an adhesive to affix an optical elenment to an end face of
one of the connectors or depositing a non-renovable coating in
the formof a thin filmoptical elenment onto an end face of one
of the connector plugs as well. Palner teaches in colum 2,
lines 33-37, that when an optical fiber is bent in the formof an
arc, there is an increased tendency for light to escape fromthe
bent region. Palnmer teaches in colum 2, lines 55-58, that his
i nvention enpl oys this phenonmenon to provide an inproved opti cal
coupler for optical fibers. In colum 4, lines 4-16, Pal ner
teaches affixing an optical fiber in a curve form10 wth epoxy
resin 14 as shown in Figure 1. In colum 4, lines 16-21, Pal ner
teaches that a small anmount of the side of the fiber is renoved
by lapping a flat surface 18 into the epoxy 14, as shown in
Figure 2. In colum 5, |lines 15-18, Pal ner discloses that
Figure 6 shows the side of a fiber 12 | apped to provide a planar
surface 18 . Palnmer teaches in colum 4, lines 39-47, that two
such assenblies as shown in Figure 2 are joined together using
optically transparent epoxy to formthe coupler 20 as shown in

Fi gure 3.
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We agree that Pal mer teaches the use of optically
transparent epoxy. However, Palner is using adhesive to join the
sides of two optical fibers directly together. Palnmer does not
teach an optical elenent or the use of adhesive to affix an
optical elenent to an end face of one of the connectors.

Appel l ants further argue on pages 4 through 6 that
nei t her Cammons, Bowen nor Pal mer suggests the desirability of
maki ng the conmbi nation. In particular, Appellants point out that
Camons teaches away from usi ng an adhesive to affix the optical
el emrent to a connector plug end face.

The Federal Circuit states that "[t]he nere fact that
the prior art nay be nodified in the manner suggested by the
Exam ner does not make the nodification obvious unless the prior
art suggested the desirability of the nodification.™ 1Inre
Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84 n. 14
(Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900, 902, 221
USPQ 1125, 1127 (Fed. G r. 1984). (bviousness may hot be
establ i shed using hindsight or in view of the teachings or
suggestions of the inventor." Para-Ordnance Mg. v. SGS
| nporters Int’l, 73 F.3d at 1087, 37 USPQ2d at 1239, citing

W L. Gore & Assocs., Inc. v. Garlock, Inc., 721 F.2d at 1551,
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1553, 220 USPQ at 311, 312-13, cert. denied, 469 U S. 851 (1984).

We agree that Camons teaches an optical elenent 70
shown in Figure 2, but the Exam ner has failed to show that the
prior art suggested the desirability of the Exam ner's proposed
nodi fication of using adhesive to affix the optical elenent 70

to a connector plug end face. Furthernore, we find that Canmons

teaches in colum 8, lines 17-44, that it is inportant that the
optical elenent 70 is not affixed but allowed to nove in the
slot 61 so that there is freedom of |ongitudi nal novenent of the
optical elenent 70 which is needed in the connection and

di sconnection of the plugs. Thus, Cammobns suggests to those
skilled in the art not to fix the optical elenent 70 to the
connector plug end face.

We further note that the Exam ner has not pointed to
any evidence that those skilled in the art would have reason to
make the nodification. W are not inclined to dispense with
proof by evidence when the proposition at issue is not supported

by a teaching in a prior art reference or shown to be common
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know edge of unquestionabl e denonstration. Qur review ng court
requires this evidence in order to establish a prima facie case.
In re Knapp-Mnarch Co., 296 F.2d 230, 232, 132 USPQ 6, 8 (CCPA
1961); In re Cofer, 354 F.2d 664, 668, 148 USPQ 268, 271-72 (CCPA
1966). Therefore, we find that the Exam ner has failed to
establish why one having ordinary skill in the art would have
been led to the clainmed invention by teachings or suggestions

found in the prior art.

We have not sustained the rejection of clainms 1 through
3 and 5 through 10 under 35 U. S.C. 8§ 103. Accordingly, the
Exam ner's decision is reversed.

REVERSED

M CHAEL R FLEM NG )
Adm ni strative Patent Judge )
)
) BOARD OF PATENT
JAVESON LEE ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
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)
RI CHARD TORCZON )
Adm ni strative Patent Judge )
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