THIS OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte EDWARD FU, RATAN K
CHAUDHURI and KCOLAZI S. NARAYANAN

Appeal No. 95-2233
Application 07/978, 014!

ON BRI EF

Before WNTERS and SMTH, WLLIAMF., Adm nistrative Patent
Judges and McKELVEY, Senior Adm nistrative Patent Judge.

W NTERS, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

Thi s appeal was taken fromthe exam ner’s rejection of
claims 2 through 6, 8 and 9, which are all of the clains

remai ning in the application.

1 Application for patent filed November 18, 1992
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| NTRODUCT| ON

Initially, we observe that the prosecution history of this
application and the briefings before the Board are not a nodel of
clarity. For this reason, we contenplated remanding to the
examner. On reflection, however, we decided that we can resol ve
the i ssues presented on appeal and, in the interest of judicial

econony, we shall do so.

REPRESENTATI VE CLAI M

Caim2, whichis illustrative of the subject matter on

appeal , reads as foll ows:

2. A free-flow ng, non-dusting water dispersible granule of
an active agricultural chemcal having low friability and
effective crush strength for delivery to a desired site as a
stabl e suspension in water, w thout deleterious foam ng,
conprising an active agricultural chem cal and about 1-6% by
wei ght thereof of a binder which will dissipate its binding
action when the granule is imersed in water which is a copol yner
of (a) polyvinylpyrrolidone and (b) a conpbnoner selected from
but ene and vinyl acetate, and m xtures thereof, and optional
agents selected fromthe group consisting of defoaners, wetting
agents and di spersing agents.

THE REFERENCES

The exam ner relies on the follow ng references:
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Morner et al. (Morner) 2,667,473 Jan. 26, 1954

Feyen et al. (Feyen) 5, 230, 892 Jul . 27, 1993

Nar ayanan et al. (Narayanan) 5,231,070 Jul . 27, 1993
THE | SSUES

In the Final Rejection mailed February 1, 1994 (Paper No.
4), the exam ner sets forth a nunber of rejections:

(1) dainms 2 through 6, 8 and 9 under 35 USC § 112, first
par agraph, as based on a non-enabling discl osure;

(2) Aainms 2 through 6, 8 and 9 under 35 USC § 112, second
par agraph, as indefinite;

(3) dainms 2 and 4 under 35 USC 8§ 102(b) as descri bed by
Japanese Patent 3007202;

(4) dainms 2, 4, 6, 8 and 9 under 35 USC § 103 as
unpat ent abl e over a conbi nation of five references, including
Feyen and Morner but not Narayanan; and

(5) dainms 2 through 6 and 8 under 35 USC § 103 as
unpat ent abl e over a conbi nati on of six references, including
Feyen, Narayanan, and Mbrner.

The advi sory actions (Paper Nos. 6, 8 and 10) do not
i ndi cate that applicants have overcone any of the foregoing
rejections. Nevertheless, in the Answer, the exam ner only
refers to two rejections and relies on three references as
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fol |l ows:
(1) Adainms 2 through 6, 8 and 9 stand rejected under 35 USC

8§ 112, second paragraph, as indefinite; and

(2) Aainms 2 through 6, 8 and 9 stand rejected under 35 USC
8 103 as unpatentabl e over the conbined disclosures of Feyen,
Nar ayanan, and Morner.

The only reasonable interpretation which these facts permt
is that the exam ner dropped all rejections set forth in the
Final Rejection except the rejections specifically referred to in

t he Exam ner’'s Answer. See Paperl ess Accounting, Inc. V. Bay

Area Rapid Transit System 804 F.2d 659, 663, 231 USPQ 649, 651-

52 (Fed. Cir. 1986); 8 707.07(e) of the Manual of Patent

Exam ni ng Procedure (6th Edition, Rev. 2, July 1996).

Applicants state that the issue presented for reviewis
whet her the exami ner correctly rejected clains 2 and 4 under 35
USC §8 102(b) as described by Japanese Patent 3007202 or Morner.
See the Brief before the Board, page 3, section entitled “The
| ssue Presented for Review'. How the case could be briefed in
this way escapes us. Again, see the Final Rejection mailed
February 1, 1994 (Paper No. 4), setting forth two non-prior art

rejections and three prior art rejections. 1In any event, based
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on the grounds of rejection set forth in the Exam ner’s Answer,

this case presents two i ssues on appeal:
(1) Whether the examner erred in rejecting clainms 2 through
6, 8 and 9 under 35 USC § 112, second paragraph, as indefinite;

and

(2) Whether the examner erred in rejecting clainms 2 through
6, 8 and 9 under 35 USC 8§ 103 as unpatentable over the conbi ned

di scl osures of Feyen, Narayanan, and Morner.

DEL| BERATI ONS

Qur deliberations in this matter have included eval uation
and review of the followi ng material s:

(1) The instant specification, including Figures 1 and 2 and
all of the clainms on appeal;

(2) Applicants’ Brief before the Board;

(3) The Exam ner’s Answer;

(4) The above-cited references relied on by the exam ner;
and

(5) Paper No. 3 filed Novenber 4, 1993, including copies of
the trade literature attached thereto.

On consideration of the record, including the above-listed
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materials, we reverse the examner’s rejections. For the reasons
di scussed infra, we enter a new ground of rejection of clainms 2,
4 through 6, 8, and 9 under 35 USC § 112, second paragraph, as

i ndefinite.

THE EXAM NER' S REJECTI ONS

Clains 2 through 6, 8 and 9 stand rejected under 35 USC
8§ 112, second paragraph, as indefinite, in view of the recitation
“qui ckly dissipate”. According to the exam ner, that phrase is
“relative” and “sone guidelines of tinme should be provided to
remove anbiguity and specify this invention over all others”.
See the Exam ner’s Answer, page 3, first two paragraphs.

This rejection lacks nerit because the clains on appeal, in
relevant part, recite “a binder which will dissipate its binding
action when the granule is imrersed in water”. The clains do no
recite “quickly dissipate”. Were, as here, the examner’s
rejection is predicated on the recitation of a phrase which does
not appear in the clains, the rejection nmust fall.?

Clains 2 through 6, 8 and 9 stand rejected under 35 USC

8 103 as unpatentabl e over the conbined disclosures of Feyen,

2 A previous version of claim2, as amended in Paper No. 3 filed Novenber

4, 1993, recited “quickly dissipate’. The clains on appeal do not.
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Nar ayanan, and Morner. On consideration of the record, we
summarily reverse this rejection because the exam ner does not

state a prima facie case of obviousness which conplies with the

guidelines and criteria set forth in MPEP 8§ 706.02(j) (6th
Edition, Rev. 2, July 1996) entitled “Contents of a 35 U.S.C. 103

Rej ection”. See the Exam ner’s Answer, pages 3 and 4.

NEW GROUND COF REJECTI ON

Under the provisions of 37 CFR 8 1.196(b), we enter the
foll ow ng new ground of rejection.

Clains 2, 4 through 6, 8 and 9 are rejected under 35 USC
8 112, second paragraph, as m sdescriptive and as not
particularly pointing out and distinctly claimng the subject
matter which applicants regard as their invention.

In Paper No. 3 filed Novenber 4, 1993, page 3, first
par agraph, applicants state that the binder in claim2 is |limted
to Agrimer® AL 10 or Agrimer® VA 6 or m xtures thereof. Based on
that statenent, and further based on our review of the instant
specification and the clains on appeal, we believe that
applicants intend to limt the binder in their clains to Agriner®
AL 10 or Agrinmer® VA 6 or m xtures thereof. See particularly

page 7 of the specification, Exanples 2, 3, and 4. However, the
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termnology in the clains is m sdescriptive and does not
particularly point out and distinctly claimthe subject matter
whi ch the applicants regard as their invention. For exanple, “a
copol ymer of polyvinyl pyrrolidone and vinyl acetate” recited in
claim4 and enconpassed in claim2, is incorrect. The correct
termnology is “a copolynmer of vinyl pyrrolidone and vinyl
acetate” as described in the specification, Exanple 2.
Furthernore, “a mxture of the graft copolymer of polyvinyl-
pyrrolidone and butene, and vinyl acetate” recited in claim5 is
incorrect. That claimshould recite instead “a m xture of the
graft copol yner of polyvinylpyrrolidone and butene and a

copol ynmer of vinylpyrrolidone and vinyl acetate”. Again, for the
sane reasons, we find that the m xture of “graft copol ynmer and
vinyl acetate” recited in claim6 is msdescriptive. Instead,
applicants should recite a m xture of graft copolyner and a
copol ymer of vinylpyrrolidone and vinyl acetate.

Referring again to the specification, applicants use the
term nol ogy “a copol yner of vinylpyrrolidone and vinyl acetate”
and “pol yvinyl pyrrolidone grafted with butene” or m xtures
thereof. See the specification, page 7, Exanples 2, 3 and 4. |If
the clains were anended to limt the binder, using that sane

term nology, it follows that the rejection entered under 37 CFR
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8§ 1.196(b) would be overcone.

OTHER | SSUES

Lost in the welter of issues in the prosecution history of
this application is a legitimte question of patentability, not
addressed by applicants or the exam ner.

This invention relates to water dispersible granules (WGs)
of active agricultural chemcals. |In the specification, pages 1
and 2, applicants outline what was known in the art at the tine

their invention was nade respecting WDGs, as foll ows:

2. Description of the Prior Art

WDGs are inportant delivery vehicles for
active agricultural chem cals because they
are organi c solvent-free, unlike emnul sion
concentrates, do not have dusting probl ens
present with wettable powders, and can be
transported nore econom cal ly than suspension
concentrates. WDGs are prepared by water-
bondi ng particles of the active conponent.
However, in the absence of a binder additive
in the system the granules wll gradually
| ose cohesiveness as the water content is
reduced by evaporation. An effective binder
additive, therefore, nust provide for
effective granular crush strength and | ow
friability, while enabling the granules to
form stabl e suspensions in water during use,
W t hout del eterious foamng as a result
thereof, and to quickly dissipate its binding
action when i Mmersed in water.
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Li gni nsul fonat e has been consi dered the
bi nder of choice in WDG systens. Pol yvinyl -
pyrrolidone, in conbination with urea, has
been suggested for the sane use (Canadi an
Patent 1,209, 363).

This is the starting point or “junping off” point of applicants’

invention. As stated in Pro-Mbld v. Geat Lakes Plastics, 75

F.3d 1568, 1573, 37 USPQd 1626, 1629-30 (Fed. Cr. 1996), “[we
start fromthe self-evident proposition that mankind, in
particular, inventors, strive to inprove that which already
exists.”

The question arises whether it would have been obvi ous, at
the tinme applicants’ invention was made, to use a copol ynmer of
vi nyl pyrrolidone and vinyl acetate or a pol yvinyl pyrrolidone
grafted with butene as the binder in WDG systens. On return of
this application to the exam ning corps, we recomend that the
exam ner consider that question. In so doing, the exam ner
shoul d take into account not only the above-quoted description of
prior art set forth in the specification but also the Narayanan
patent® and the trade literature enclosed with Paper No. 3 filed
Novenber 4, 1993.

The Narayanan patent constitutes legally available prior art

8 In our judgment, Narayanan constitutes the closest prior art relied on

in the Exam ner’s Answer.
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in viewof its February 28, 1992, filing date. Narayanan

di scl oses a copol yner of vinylpyrrolidone and vinyl acetate and a
pol yvi nyl pyrrol i done grafted with butene for use in agricultural
formul ations. See columm 6, lines 10 through 22. Narayanan
further discloses that the polynmers of his invention, including
the polyners described in colum 6, are useful for controlling

agrichem cal |eaching. According to Narayanan,

The inhibiting effect of the present
pol ymers is achi eved by their conplexing,
encapsul ation, or blending with the
agrichem cal and applying to a plant site. In
the I each inhibiting copolynmers of the
present invention, the lactamring provides
the hydrophilic noiety and the al kyl chain of
t he copol yner provides the hydrophobic
portion. Correct bal ance between the
hydr ophi I'i ¢ and hydrophobi ¢ portions enable
bondi ng of the agrichemcal to the polyner
and al so cause a portion of the polyner to
bind to the soil surface by either
hydr ophobi ¢ or hydrophilic interaction with
organic matter in the soil. Thus, the
pol yner, together with the agrichemcal, is
nmore securely bound to the soil site where it
is applied and | eaching by rain water or
irrigation is significantly reduced. In al
i nstances, using the above active chem cal s,
a marked reduction, and in sone cases, al nost
conplete elimnation of downward trans-
m gration of the agrichemcal fromthe
i mredi ate application area through the soi
stratumis achi eved. [enphasis added]

See Narayanan, colum 4, |line 59 through colum 5, line 9. The
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exam ner shoul d consi der whether the property disclosed by

Nar ayanan, nanely, “bonding of the agrichemcal to the polyner”,
woul d have suggested using Narayanan’s polynmers as the binder in
WDG syst ens.

We further recommend that the exam ner review the trade
literature (printed publications) enclosed with Paper No. 3 filed
Novenber 4, 1993. The exam ner should first ascertain whether
t hose publications constitute legally available prior art. In
this regard, each publication is marked “The | SP G oup 1992" on
the back. International Specialty Products (I1SP) is the real
party in interest of the present application, which has a filing

date of Novenber 18, 1992.4

| f the exam ner ascertains that the above-descri bed
publications constitute legally available prior art, the exam ner
shoul d carefully review the description of properties in those

publications to determ ne whether it would have been obvious, at

4 The publication “Agri mer MVA Pol yners For Agricul tural Formul ations”

first paragraph of text, states that the Agrinmer™VA products were previously
used as adjuvants and inert ingredients outside the U S. That previous use
suggests the exi stence of another, earlier publication. The exam ner should
inquire fromapplicants whether this is so
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the tinme applicants’ invention was made, to use a copol ynmer of
vi nyl pyrrolidone and vinyl acetate or a pol yvinyl pyrrolidone
grafted with butene as the binder in WDG systens. For exanpl e,
the publication “Agrimer ™AL Polynmers For Agricultura
Formul ati ons” discloses that the Agrimer ™AL Pol ynmers descri bed
therein are excell ent adhesives. Likew se, the publication
“Agrimer ™MVA Polynmers For Agricul tural Formul ations” discloses
that the Agrinmer ™VA Pol ymers described therein are good
adhesives and al so function as binders in wet granul ation

processes and binders for seed coatings.

CONCLUSI ON

In conclusion, the examner’s rejections under 35 USC § 112,
second paragraph, and 35 USC § 103, are reversed. W enter a new
ground of rejection of clains 2, 4 through 6, 8, and 9 under 35

USC § 112, second paragraph. W also recommend that the exam ner

consi der additional issues of patentability for the reasons set

forth in the body of this opinion.
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REVERSED
37 CFR 1.196(b)

SHERMAN D. W NTERS
Adm ni strative Patent Judge

BOARD OF PATENT
WLLIAMF. SM TH

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

FRED E. McKELVEY, Seni or
Adm ni strative Patent Judge

N N N N N N N N N N N N N

I nternational Specialty Products
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Bui |l ding No. 10, Legal Departnent
1361 Al ps Road

Wayne, New Jersey 07470
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