TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 45

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte RATANA KANLUEN and BRIG TTE H. LI GHT

Appeal No. 95-1909
Application No. 07/563, 887"

ON BRI EF

Bef ore W NTERS, OMNENS and VElI MAR, Adm ni strative Patent
Judges.

W NTERS, Administrative Patent Judge.

DECI S| ON ON APPEAL

Thi s appeal was taken fromthe exam ner's deci sion
rejecting clains 1, 4 through 7 and 14. dains 19 through 21,

which are the only other clains remaining in the application,

! Application for patent filed August 6, 1990. According
to applicants, this application is a continuation of
Application No. 07/330,651, filed March 30, 1989, now
abandoned.
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stand wi thdrawn from further consideration by the exam ner as
directed to an non-el ected invention.

REPRESENTATI VE CLAI M

Caiml, whichis illustrative of the subject natter on
appeal , reads as foll ows:

1. A deinking agent conprising a polyfunctional polyner
of the formul a:

R, W
I(ICH ] O J(CH | O

R, R, Y Z
(A,
(B)m
Rs
wher ei n:
O
i
R, = H C-G alkyl, or -CO;

R,

R, = H, or branched or straight chain C-GC,, al kyl or
al kyl phenol ;

C,-C, al kylene, or -CO;

R, = Hor C-C, al kyl;

A = [(JICHJCHJQ) |
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B = |J()JCHCH,JO)|] (wherein R, is C-C, al kyl or phenyl);
Ry
W Y =Hor C-C, alkyl; and
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0] 0] Rs

f f !
Zis GO M,-SO;M, |CNHG(CH ))SO M (wherein: Mis amoni um
or * 2 X

Re
alkali nmetal, R is C-C, alkyl, and x is an integer of at |east
1);
-CHSO—@— 203,
or (wherein Mis amoniumor alkali netal);

a and b are positive integers of at |east 1;

the ratio of a/b is at |east 1/100;

n = a positive integer of 10-100; and
m = a positive integer of 0-50.
THE REFERENCE
The reference relied on by the exam ner is:
Baur et al. (Baur) 4,814,102 Mar. 21, 1989

THE | SSUE
The issue presented for review is whether the exam ner
erred inrejecting clains 1, 4 through 7 and 14 under
35 U.S.C. 8 102 as anticipated by or, in the alternative,
under 35 U.S.C. § 103 as unpatentabl e over Baur.

DEL| BERATI ONS

Qur deliberations in this nmatter have included eval uati on

and review of the following materials: (1) the instant
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specification, including all of the clains on appeal; (2)
applicants' main Brief and Reply Brief before the Board; (3)
the Exami ner's Answer; and (4) the Baur patent cited and
relied on by the exam ner. W have not considered the Kanl uen
decl aration, filed under the provisions of 37 CFR § 1.132 and
attached to the Reply Brief. As stated in the conmunication
mai | ed by the exam ner January 12, 1995 (Paper No. 41), the
decl arati on was not considered by the exam ner because it was
not timely fil ed.

On consideration of the record, including the above-
listed materials but not including the Kanluen declaration, we
reverse the examner's prior art rejections.

DI SCUSS| ON

Essentially, we agree with the reasons set forth in
applicants' main Brief, page 4, |ast paragraph, through page
14, penultimate paragraph.

The cl ai nmed copolyners require a chain having at |east 10
et hyl ene oxi de groups, represented by (A), in claiml, on the
noi ety having subscript a. Baur does not disclose or suggest
such a copolyner. On the contrary, in view of Baur's

di scl osed process of esterifying carboxyl ate pol yners or
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copolyners after they are forned, it does not reasonably
appear that the clainmed and prior art products are identica
or substantially identical. It does not reasonably appear
that Baur prepares copolyners having at |east 10 ethyl ene

oxi de groups added, as a chain, to one carboxyl site. |In our
judgnent, therefore, Baur does not constitute sufficient

evi dence supporting a conclusion of prima facie anticipation

or obviousness. The examner's position to the contrary,
notwi t hstanding, Baur is insufficient to shift the burden of
persuasion to applicants, requiring themto prove by
| aboratory testing that the cl ai med copol yners patentably
di sti ngui sh over the prior art copol yners.

The exam ner's decision is reversed.

REVERSED

ELI ZABETH VEI VAR
Adm ni strative Patent Judge

SHERVAN D. W NTERS )
Adm ni strative Patent Judge )
)
|
TERRY J. OVENS ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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