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JOHN D. SMTH, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal pursuant to 35 U . S.C. §8 134 fromthe
final rejection of clainms 17, 19, 21, 23 and 36-39.
Claim17 is representative and reproduced

bel ow:

! Application for patent filed May 20, 1993. According to
the appellant, the application is a division of Application
No. 07/780,684, filed Cctober 18, 1991, now abandoned.
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17. A nethod of degating nol ded parts conprising the
steps of:

(a) providing an injection nolding nmaterial capabl e of
bei ng nol ded in an injection nolding apparat us;

(b) nolding a solid configuration from said nol ding
material conprising parts secured to a runner system by gates
of said nolding nmaterial, said gates having a cross-section
substantially smaller than any cross-section of said nol ded
configuration which is contacting and integral therewth;

(c) cooling the surfaces of said configuration to a
tenperature and for a tine until only said gates becone
brittle; and

(d) applying an inpact to said configuration while said
gates are brittle to cause said configuration to sever at said
gates and separate said runner systemfromsaid parts.

The references of record relied upon by the exam ner are:

Jones et al. (Jones) 3,468,077
Sep. 23, 1969
QO shi et al. (Qshi) 5,190, 712

Mar. 2, 1993

The appeal ed clains stand rejected for obviousness
(35 U.S.C. 8 103) as unpatentable over G shi or certain
admtted prior art in view of Jones. Additionally, clains 17,
19, 21 and 23 stand rejected under 35 U S.C. § 112, first
par agraph, “enabl enent requirenent.”

W reverse.



Appeal No. 95-1711
Application No. 08/ 063,819

The subject natter on appeal is directed to a process of
degating nol ded parts by the steps of nolding, cooling, and
appl ying an inpact to a solid configuration of nolding
materi al conprising parts secured to a runner system by gates,
wherein the gates have a cross-section subtaintially smaller
then any cross-section of the nolded configuration.

Wth respect to his obviousness rejection of the appeal ed
claims, the exam ner broadly contends that it is well known
and conventional to freeze and inpact to renove flash in the
nol ding art. To support this contention the exam ner cites
Jones as disclosing the renoval of flash by cooling with
liquid nitrogen and tunbling to apply inpact. Thus, according

to the examner, it would have been obvious to one of ordinary

skill in the art at the tinme of the invention to deflash a
nol ded article with cryogeni c defl ashing as described in
Jones.

On the other hand, appellant contends that the renoval of
flash as in the Jones process has not hi ng what soever to do
wi th degating, the subject matter of the appeal ed clains.

Thus the appealed clains require inter alia, cooling and

application of inpact (e.g. tunbling) to a specific solid
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configuration which is defined as the nol ded parts secured to

a runners system by gates of the nolding material to effect
degating. Al though the exanm ner has asserted in his answer at
page 5 that an attached runner, sprue and gate to a nol ded
part is cormmonly referred to in the art as “flash,” the

exam ner has pointed to no objective evidence in the record to
support this factual assertion. Thus, it is apparent that the
exam ner has failed to satisfy his burden of establishing a

prima facie case of obviousness for the subject matter defined

by the appealed clains. In contending that the appellant has
provi ded no objective evidence that degating and flash renoval
are entirely different operations, the exam ner has put the
cart before the horse. It is well settled that it is the
exam ner’s burden, in the first instance, to establish a prim
facie case of obviousness. This he has not done.
Accordingly, we are constrained to reverse the examner’s
rejection of the appeal ed clains for obviousness.

Clains 17, 19, 21 and 23 also stand rejected under 35
US. C 8§ 112, first paragraph, because, according to the
exam ner, the disclosure is enabling only for clains limted
to polyvinyl alcohol resins. W also reverse this rejection.
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It is well established that the exam ner has the "burden
of giving reasons, supported by the record as a whole, why the
specification is not enabling. . . . Showing that the
di scl osure entails undue experinentation is part of the PTO s

initial burden. . . .” 1ln re Angstadt, 537 F.2d 498, 504, 190

USPQ 214, 219 (CCPA 1976). |In determ ning whether any given
di scl osure woul d require undue experinentation to make the

cl ai med subject matter, the exam ner nust consider not just
the breadth of the clains, as here, but also the quantity of
experinmentati on necessary, the anount of direction or guidance
presented, the presence or absence of working exanples, the
nature of the invention, the state of the prior art, the
relative skill of those in the art, and the predictability or
unpredictability of the art. Determ ning enablenent is a

question of | aw based on factual findings. 1n re Vaeck, 947

F.2d 488, 495, 20 USPQR2d 1438, 1444 (Fed. Cir. 1991). Here,
it is apparent that the exam ner has not nmade the requisite
factual findings to support a conclusion that the present

di scl osure woul d require undue experinmentation to carry out
the clai ned process. Wile the exam ner contends that

i njection nolding conpounds such as concrete, netallics,
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ceram cs, and sugars woul d be inoperable in the instant

I nvention, appellant points out that the clains require the
provi sion of an injection nolding material “capable of being
nol ded in an injection nolding apparatus.” Moreover, the
exam ner should be aware that it is not the function of patent
clains to specifically exclude possibly inoperative

enbodi nents. In re Geerdes, 491 F.2d 1260, 1265, 180 USPQ

789, 793 (CCPA 1974). Accordingly, the examner’s rejection
under

35 U.S.C 8§ 112, first paragraph, is also reversed.



Appeal No. 95-1711
Application No. 08/ 063,819

The deci sion of the examner is reversed.

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge
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Adm ni strative Patent Judge
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