TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL UNDER 35 U.S. C. § 134

This appeal is froma decision of the primry exam ner
rejecting clains 11 through 31 under 35 U. S.C. § 103 as
unpat ent abl e over the conbi ned di scl osures of Doni kian (French

Patent Application No. 2,073,279), Broone et al. (The

! Application for patent filed October 23, 1992.
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Australian Journal of Dairy Technol ogy, Dec. 1982, pages 139-
42), Bosworth (U. S. Patent No. 1,450,836), and Klupsch (U.S.
Patent No. 4,435,432). Cdains 32 through 34, which are the
only other clainms remaining in the application, stand

wi t hdrawn from further consideration by the exam ner as
directed to a non-el ected invention.

On consideration of the record, including applicants
Appeal Brief (Paper No. 12), the Exam ner's Answer (Paper No.
13), the Reply Brief (Paper No. 16), and the Suppl enent al
Reply Brief (Paper No. 19), it is

ORDERED t hat the exam ner's decision rejecting clains 11
through 31 is reversed.

I ndependent claim 11l requires the use of "a strain of L.
hel veti cus which exclusively fornms lactic acid L(+)." Mani-
festly, the prior art relied on by the examner is
insufficient to support a conclusion of obviousness of clains
containing that limtation. The cited prior art does not

di scl ose or suggest a strain of L. helveticus which

exclusively fornms lactic acid L(+). Accordingly, the cited

prior art does not reach applicants' clainmed process requiring
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the use of that strain or the clainmed product containing that strain.
One further point warrants attention. On return of this

application to the Exam ning Corps, we recomrend that both

appl i cants and the exam ner consider the foll ow ng passage in

the specification, page 5, lines 13 through 20:

In each enbodi nent of the process according to
the invention, the S. thernophilus strain(s) may be
sel ected, for exanple, fromthe strains marketed for
t he production of yogurts or isolated fromyogurts.
The L. helveticus strain nmay be selected for its
ability to exclusively formlactic acid L(+), for
exanple fromthe strains marketed for the production
of cheese or acidifed [sic] mlk or isolated from
cheeses or acidified mlks. [Enphasis added.]

Does this nmean to say that a strain of L. helveticus which

exclusively fornms lactic acid L(+) was known in the art at the
time applicants' invention was made? Do applicants

acknow edge that the recited strain of L. helveticus which

exclusively fornms lactic acid L(+) was a known strain,

mar keted for the production of cheese or acidified mlk at the
time their invention was made? In our judgnent, these
questions are relevant to the patent-ability of applicants’

cl ai med subject nmatter and should be explored, in the first

I nstance, by the exam ner.

REVERSED
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