THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134

fromthe examner's final rejection of clains 1-14. An anendnent

! Application for patent filed Decenber 10, 1991.
1
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was filed concurrently with the appeal brief and was entered by
the exam ner. This anendnent cancelled clains 11-14.
Accordingly, this appeal is directed to clains 1-10, which
constitute all the clains remaining in the application.

The clained invention pertains to an apparatus for
positioning the head of a tape drive relative to a tape. Mre
particularly, the head is carried on a carriage which has thread
means thereon. A |lead screw engages the threads on the carriage
to nove the head when the |l ead screwis rotated. The threads of
the |l ead screw are held in firmcamm ng frictional engagenent
with the carriage thread neans by a spring neans.

Representative claim1l is reproduced as foll ows:

1. A head positioning apparatus for a tape drive for
positioning the head of the tape drive relative to the tape and
including a carriage carrying the head and drive neans, including
a |l ead screw, operative in response to rotation of the |ead screw
to nove the carriage and thereby position the head, characterized
in that the drive nmeans includes thread neans fixedly defined on
the carriage and spring neans acting on the | ead screw and urging
the |l ead screw laterally relative to the rotational axis of the
| ead screwinto firmcammng frictional driving engagenent with
the carriage thread neans.

The exam ner relies on the follow ng references:

Canr as 3, 531, 600 Sept 29, 1970
Torii et al. (Torii) 4,376, 961 Mar. 15, 1983
Steltzer 5, 105, 322 Apr. 14, 1992

(filed June 29, 1990)
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Clains 1-10 stand rejected under 35 U.S.C. 8§ 103. 1In the

final rejection, the evidence of obviousness was Torii in view of
Canras. In a new additional rejection made in the exam ner’s
answer, the evidence of obviousness was Torii in view of Canras

and Steltzer.

Rat her than repeat the argunents of appellant or the
exam ner, we nmake reference to the briefs and the answers for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the evidence
of obviousness relied upon by the exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consideration, in reaching our decision, the appellant’s
argunents set forth in the briefs along wwth the examner's
rationale in support of the rejections and argunents in rebuttal
set forth in the exam ner's answers.

It is our view, after consideration of the record before
us, that the collective evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as set

forth in clains 1-10. Accordingly, we reverse.
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Appel  ant has nomnally indicated that for purposes of
this appeal the claims will all stand or fall together as a
single group [brief, page 3]. Consistent with this indication
appel l ant has nmade no separate argunents with respect to any of
the clains on appeal. Accordingly, all the clainms before us wll
stand or fall together. Note In re King, 801 F.2d 1324, 1325,
231 USPQ 136, 137 (Fed. GCr. 1986); In re Sernaker, 702 F.2d 989,

991, 217 USPQ 1, 3 (Fed. Cir. 1983). Accordingly, we will only
consider the rejection against claim1l as representative of al
the clains on appeal.

We consider first the rejection of claim1l under 35
U S. C 8§ 103 as unpatentable over the teachings of Torii and
Canras. Inrejecting clainms under 35 U S.C. 8§ 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine, 837

F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the exam ner is expected to nmake the factual

determ nations set forth in G.ahamv. John Deere Co., 383 US. 1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been led to
nodi fy the prior art or to conbine prior art references to arrive

at the clained invention. Such reason must stem from sone
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t eachi ng, suggestion or inplication in the prior art as a whole
or know edge generally available to one having ordinary skill in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U S 825

(1988); Ashland G I, Inc. v. Delta Resins & Refractories, Inc.

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. v.

Mont efiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the exam ner are an essential part

of conplying wwth the burden of presenting a prima facie case of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24 USPQd

1443, 1444 (Fed. Cir. 1992).

The exam ner cites Torii as teaching a conventional drive
systemin which a | ead screw causes rel ati ve novenent of a
carriage. Torii does not teach the use of a spring neans to urge
the lead screwinto firmcammng frictional engagenent with the
carriage. The exam ner recognizes this deficiency of Torii and
cites Canras as a teaching of using a spring neans to perform
this clainmed operation. The exam ner offers a reason as to why
it would have been obvious to apply the Canras teachings to the
Torii device [answer, pages 3-5]. Appellant argues that Canras

contains no teaching of how the spring neans 75 interacts with
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the I ead screw 79 or the threaded nut 72 [brief, pages 5-6].
Appel l ant al so argues that there is no reason to use the Canras
spring wwth the Torii positioning system|[reply brief, pages 3-
5].

Wth respect to the first point nmade by appellant, we
agree that Canras contains no teachi ng what soever of how the
spring 75 coacts with the threaded nut 72 and the | ead screw 79.
The exam ner argues that despite this conplete absence of a
teaching in Canras, it would have been obvious to the artisan
that the Canras spring was intended to performin the clained
manner because it was an old and well-known nethod for preventing
backl ash and ensuring a positively seated | ead screw [ answer,
page 8]. This alleged finding of fact by the exam ner is not
supported by any evidence in this record. Appellant disputes
that the spring in Canras operates to urge the | ead screw agai nst
the carriage, and the examner sinply relies on the skill of the
artisan to conclude that what Appell ant has done woul d have been
obvious. The examner is obligated to support his position with
clear evidience on the record. Such evidence is |acking here so
that the exam ner’s position anpunts to nothing nore than an
unsupported opinion. Therefore, we do not sustain the rejection

of the clains based on Torii and Canras.
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We now consider the rejection of claim1l as being
unpat ent abl e over the teachings of Torii, Canras and Steltzer.
Torii and Canras are applied in the sane manner di scussed above.
Steltzer teaches a tape drive positioning systemin which a | ead
screw acts against a carriage having a thread neans. Steltzer
teaches the use of a spring 66 for urging a threaded nut 32
attached to the carriage against the | ead screw 28 to prevent
vertical backlash and hysteresis between the | ead screw and the
t hreaded nut. The exam ner argues that it would have been
obvious to apply the Steltzer teachings to the Torii |ead screw
arrangenent to arrive at the clainmed invention [answer, pages 6-
7] . Appellant responds that the Torii device does not need the
Stel tzer backl ash and hysteresis preventing operations so that
there woul d be no notive to conbine the teachings of Torii wth
Steltzer [second reply brief, page 4]. Appellant al so argues
that Steltzer teaches using the spring to urge the threaded nut
agai nst the | ead screw rather than urging the lead screw itself
as clained [second reply brief, pages 4-6].

Wth respect to the first point raised by appellant, the
notive to conbine the teachings of Torii wth Steltzer may be
m ssing as argued by appel |l ant, however, it would appear to us

that the teachings of Torii are unnecessary to support the
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position taken by the examner. Since Torii was cited sinply to
teach a tape drive novenent systemusing a | ead screw and since
Steltzer also teaches this type of drive system it appears that
Torii could have been elimnated fromthe conbination to support
the position of the examner. That is, Steltzer al one would
appear to provide the sane teachings to the artisan with respect
to claim1 as the conbination of Torii and Steltzer would

provi de.

Wth respect to the second point raised by appellant, we
agree with appellant that there is a literal difference between
urging the | ead screw agai nst the carriage thread neans and
urging the carriage thread neans against the | ead screw.
Appel I ant argues that the clains require that the spring contact
the | ead screw and provide force directly thereto. In our view,
this is a correct interpretation of independent clains 1 and 8.
Claim1l recites that the springs neans acts on the | ead screw and
urges the lead screw laterally relative to its rotational axis.
We agree with appellant that this claimrecitation requires that
the spring act directly on the lead screwto nove it. Caim8
recites that the spring clip enbraces the |ead screw and urges it

into engagenent with the carriage thread neans. Again, we agree
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wi th appellant that this claimrecitation requires that the
spring act directly on the |lead screw to nove it.

Steltzer is considered to be a particularly rel evant
pi ece of prior art because it at |east suggests the desirability
of urging a threaded neans attached to the carri age agai nst the
threads of the | ead screw to reduce vertical notion backlash and
hysteresis. Steltzer, however, clearly applies the urging force
to the threaded nut as opposed to the | ead screw. Although the
sane result is desired by Steltzer as in the clained invention,
the manner of getting there is different. The appropriate
guestion to have asked based upon the teachings of Steltzer is
whet her the Steltzer technique for reducing vertical notion
backl ash and hysteresis woul d have rendered the techni que of the
instant clains obvious within the neaning of 35 U S.C. § 103.
The exam ner has never considered this question, and appel |l ant
has presented argunents as to why the clainmed feature of using
the spring to directly contact and urge the | ead screw agai nst
the carriage thread neans represents a patentabl e advance over
the applied prior art. Therefore, on the record before us, there
are no facts presented upon which the examner’s rejection of the
claims based on Torii, Canras and Steltzer can be supported.

Thus, we also do not sustain this rejection of clains 1-10.
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In sunmary, we have not sustained either of the

examner’s rejections of clainms 1-10. Therefore, the decision of

the exam ner rejecting clains 1-10 is reversed.

REVERSED

JAVES D. THOVAS
Adm ni strative Patent Judge

JERRY SM TH
Adm ni strative Patent Judge

JAMVES T. CARM CHAEL
Adm ni strative Patent Judge

Allen M Krass
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