THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Before KIM.IN, JOHN D. SM TH and WALTZ, Adninistrative Patent
Judges.

KIMLIN, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 13-15,
17 and 23, all the clainms remaining in the present application.
Claim13 is illustrative:

13. A process for formng a foamed pol yner having a pore size
| ess than about 1000D conprising the steps of:

a. formng a copolyner of a matrix polyner and a thermally
deconposabl e pol yner which thermally deconposes at a

1 Application for patent filed March 11, 1993. According
to appellants, this application is a continuation of Application
07/ 759, 022, filed Septenber 13, 1991, now abandoned.
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t enperat ure bel ow the deconposition tenperature of the
matri x pol yner;

b. heating said copolyner to a tenperature at or above the
deconposition tenperature of the thermally deconposabl e
pol ymer and bel ow the glass transition tenperature and
t he deconposition tenperature of the matrix polyner to
form said foam pol yner.

In the rejection of the appealed clains, the exam ner relies

upon the follow ng reference:
Scheuerlein et al. (Scheuerlein) 3,917,761 Nov. 4, 1975

Appel lants’ clainmed invention is directed to a process for

formng a foamed pol ynmer having a pore size | ess than about
1000D. The process conprises two steps: (1) formng a

copol ynmer of a matrix polyner, such as a polyimde, and a
thermal | y deconposabl e pol yner, such as pol y(propyl ene oxide);
(2) heating the fornmed copolyner to a tenperature that is above
t he deconposition tenperature of the thermally deconposabl e

pol ymer but below the glass transition tenperature and the
deconposition tenperature of the matrix pol yner.

Appeal ed clainms 13-15, 17 and 23 stand rejected under

35 U.S.C. §8 102(e) or, in the alternative, under 35 U S.C. § 103
as bei ng unpat ent abl e over Scheuerl ein.

Upon careful consideration of the opposing argunents

presented on appeal, we will not sustain the examner’s

rejection.
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We fully concur with appellants that the exam ner has not
establ i shed on this record that Scheuerlein describes the clained
step of formng a copolyner to support the 8 102 rejection, nor
does the reference suggest formng the cl ai ned copol yner to
support an obvi ousness rejection under 8 103. It is apparently
the exam ner’s position that since Scheuerlein discloses heating
a conposition conprising a polyimde and a thermally deconposabl e
pol ynmer, the clainmed copol ynmer would inherently be formed in the
referenced process. However, we find that the clear teaching of
the reference mlitates against a finding of inherency.

Scheuerl ein discloses a conposition conprising a coal escible
pol yi m de powder and a solid particul ate pol yner of fornmal dehyde,
whi ch conposition is heated to a tenperature above 300EC to

coal esce the polyimde particles and obtain a porous polyimde
shaped article (colum 5, lines 37-40). Scheuerlein expressly
teaches that the product formed is a porous polyimde shaped
article, not a polyimde copolynmer. Also, Scheuerlein discloses
that the solid particulate polynmer of formal dehyde pyrolyses
cleanly to fornmal dehyde gas and is evolved fromthe preform

wi t hout | eaving a fornal dehyde residue in the preform product
(colum 5, lines 44-51). Such a clean evolution of fornal dehyde
gas woul d not suggest that the particul ate pol ynmer of

f or mal dehyde reacts with the polyimde to forma copol yner. That
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Scheuerl ein al so teaches that heating the conposition to a
t enperature whi ch deconposes the fornmal dehyde powder w t hout
effecting a change in the density of the polyimde phase of the
preform and results in a pore structure of the polyimde
correspondi ng substantially identically to the particle size of
t he fornmal dehyde pol yner, is further evidence that the polyimde
of the reference does not enter into a copolynerization reaction
with the fornmal dehyde pol yner. Furthernore, we are not satisfied
that the exam ner has assigned appropriate probative value to the
Rul e 1.132 Declaration of Dr. Vol ksen, a Ph.D. chem st who has
performed research since 1977 in polyner dielectrics,
particularly polyimdes. The declaration of Dr. Vol ksen i ncl udes
hi s opinion that “no copol yner of polyi mde and
pol y( par af or mal dehyde) is fornmed during the process of
Scheuerlein to formthe porous polyimde article,” as well as
scientific reasons in support of the opinion.

Based on the foregoing, the exam ner’s decision rejecting
the appealed clains is reversed.

REVERSED

EDWARD C. KIM.I N
Adm ni strative Patent Judge
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