THI'S OPI Nl ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 94-4260
Application 07/849, 191!

Before WLLIAMF. SMTH, GRON, and ELLIS, Adm nistrative
Pat ent Judges.

ELLIS, Adm nistrative Patent Judge.

REQUEST FOR RECONSI DERATI ON
We have carefully considered the appellant’s Request for
Reconsi deration, but we decline to change our position for the

foll ow ng reasons.

YApplication for patent filed March 11, 1992.
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l.

As an initial matter, the appellant points out that the
exam ner “found the disclosure enabling for a portion of the
subject matter clained.” Request for Reconsideration, p. 1.
The appellant directs our attention to p. 2 of the office
action nmailed June 8, 1992 in Paper No. 2.

We acknow edge the exam ner’s statenents in the
ref erenced paper, however, the clains which he indicated woul d
have been enabl ed by the specification, if the subject matter
was |limted to application of BAG BALM, are not now before
us. That is, the clains under consideration by the exam ner
at that tinme are not the sane as the cl ainms now on appeal .
Thus, the facts on appeal differ fromthe facts on which the
exam ner’ s deci sion was based. W also note that the
appel | ant acknow edges that there is a difference in the
subj ect matter now cl ai ned since she has only urged that the
exam ner found the specification “enabling for a portion of

the subject matter clained.”
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Since the new y-clained subject matter differs fromthat
of the original clains, claim115, we remnd the appellant that
under the provisions of 37 CFR 8§ 1.196(b), this Board can
make, wi thout restriction, a new ground of rejection.

Mor eover, we point out that even had the exam ner w thdrawn an
enabl ement rejection to clains directed to the sane subject
matter as the appeal ed clains, that rejection can be
reinstated at any tine during prosecution by either this Board

(under 8§ 1.196(b)) or by the exam ner.

.
Wth respect to claiml1, the appellant’s overall position
IS best summari zed as: the procedure described in Exanple 1
woul d have enabled one skilled in the art to make and use the

cl ai med net hod of treatnent w thout undue experinentation.?

2\ note the appellant’s statenent that she “shared her
Exanple 1 findings with two close friends whom she trusted to
keep her secret. The two friends applied her Exanple 1
technique to their own bald spots with the results reported in
Exanples 2 and 3.” Request for Reconsideration, p. 6. The
facts of this event are not before us, however, if prosecution
of this application is resuned, the appellant should nake al
these facts of record so that the exam ner can consider
whet her they woul d affect the patentability of the clained
met hod.
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The appell ant has carefully set forth the manner in which she
bel i eves the factors articulated by the court in In re Wands,
858 F.2d 731, 737, 8 USP@@d 1400, 1404 (Fed. Cir. 1988) for
det erm ni ng undue experinmentation, apply to the facts of this
case.

We have considered all of the appellant’s argunents,
however, we find that she has m sunderstood the prinmary reason
underlying our rejection. W do not quibble with the nethod
di scl osed or the results observed. Rather, with respect to
claim1, the problemis that the claimis directed to a nethod
of treating bal dness “to restore hair growth.” Restoration
nmeans “to return to its original state.” Wbster’s Il New
Ri verside University D ctionary, Houghton-Mfflin Co. (1994).
The appellant’s reports of “three tines as nuch hair growth as
two nonths earlier,” “filling-in sone,” and “fuzz,” are not
equi valent to the restoration of the patients’ hair growh to
its original state. Accordingly, in our view, the
speci fication woul d not have enabled one skilled in the art to

make and use the nethod, as cl ai ned.
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The appel |l ant urges that the nmethod di sclosed in Exanpl e
1 woul d have enabled one skilled in the art “to nmake and use”
the nethod described in claim15. According to the appellant,
since the “invention stinulates hair growh, the papilla are
bei ng activated to resune hair growth.” Request for
Reconsi deration, p. 8. The appellant relies on the Wrld Book
Encycl opedi a to support her position. W have carefully
considered all the points raised, but find the appellant’s
argunments flawed on several accounts.

First, the appellant has failed to establish a
correl ation between the application of BAG BALM and the
“offsetting the effects of |ower |evels of mal e hornone being
supplied by the arteries to the papilla of scalp hair
follicles.” Even if we assune, arguendo, that BAG BALM
reaches the papilla, there is no evidence of record that the
resultant hair growh is due to (i) the stinulation of the
papilla, and (ii) the offsetting the effects of |ower nale
hor none which is supplied by arteries to the papilla, and not
due to sone other nechanism(s). The specification nerely
“surm ses” as to the nechani sm by which BAG BALM acts and, in

fact, suggests that alternative nechani snms nm ght be
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responsi ble for the resultant hair growth such as “kill[ing]
or seriously weaken[ing] any bacteria about or in the papilla
and inpairing its normal functioning.” Specification, p. 4.
Thus, the specification indicates that the underlying basis
for the observed physi ol ogi cal phenonmenon can not be predicted
fromthe results obtained. W point to nunerous cases in
whi ch cl ai ne have been directed to, or enconpassed by, a
physi ol ogi cal reaction, such as treating a disease or synptom
the subject matter was found highly unpredictable and
unpredictability al one provide a reasonable doubt as to the
accuracy of broad statenents nade in support of the enabl enent
of aclaim |In re Fisher, 427, F.2d 833, 839, 166 USPQ 18, 24
(CCPA 1970); In re Marzocchi, 439 F.2d 220, 223, 169 USPQ 367,
369-370 (CCPA 1971) (“In the field of chem stry generally,
there nmay be tines when the well-known unpredictability of
chem cal reactions will alone be enough to create a reasonable
doubt as to the accuracy of a particular broad statenent put
forward as enabling support for a claim?”)

Mor eover, we note that the specification does not provide

a single working exanple of the invention as described in
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clai m15; nor does it provide any gui dance as to how to assay
for the clained results. That is, the specification does not
provi de any assays by which one skilled in the art could
determ ne whether the effects of |ower male hornone |evels
have been offset, or even if BAG BALM has reached the
papilla. Accordingly, we maintain our position that with
respect to claim15, the appellant is “tossing out the nere
germof an idea.” GCenentech Inc. V. Novo Nordisk A/S, 108
F.3d 1361, 1366, 42 USPQ2d 1001, 1005 (Fed. Cir. 1997). The
specification “provides only a starting point, a direction for

further research.” |Id.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR 8§
1.136(a).

DENI ED
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