THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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ON BRI EF

Before JOHN D. SM TH, PAK, and WALTZ, Adm ni strative Patent
Judges.

PAK, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s final
rejection of clainms 1 through 21, which are all of the clains
pending in the application. No anendnents to the clains have

been entered subsequent to the final Ofice action. See Paper

Application for patent filed Novenber 18, 1991.
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CLAI MED SUBJECT NMATTER

The cl ai ned subject nmatter is directed to a device for
trimm ng excess material applied to a workpiece. Cains 1 and
21 are illustrative of the clained subject matter and read as
fol |l ows:

Claiml. A device for trimmng excess nmaterial applied to a
wor kpi ece, conpri sing:

hori zontal planar surface for supporting a
wor kpi ece, said horizontal planar surface having
front and back ends;

vertical support neans supported by said
hori zontal planar surface, said vertical support
means having a tracing assenbly support neans
di sposed t hereon; and

means for cutting the excess material applied to
a wor kpi ece, said cutting neans supported and gui ded
by a tracing assenbly neans which traces a surface
of the workpiece as the workpiece is noved fromsaid
front end toward said back end of said horizontal
pl anar surface.

Claim21. A device for trinmng excess naterial applied to a
wor kpi ece, conpri sing:

hori zontal planar surface, having front and back
ends, said horizontal planar surface further having
a tracing assenbly cavity;

vertical support neans in proximty and
per pendi cul ar to said horizontal planar surface,
havi ng di sposed thereon a tracing assenbly support
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means, said tracing assenbly support means having

di sposed thereon a plate, a sliding support neans
novably connected to said plate, a cutter rotating
nmeans di sposed on said plate, a cutting neans
connected to said cutter rotating neans, the cutting
means aligned with a tracing assenbly neans sized to
fit within said tracing assenbly cavity, said
traci ng assenbly neans having a neans for tracing
whi ch traces a surface of the workpiece, a roller,
and a neans for adjusting the tracing neans so that
it is aligned with said cutting neans.

PRI OR ART

The references of record relied upon by the exam ner are:

Bottcher et al (Bottcher) 3, 863, 543 Feb. 04,
1975

Dr aper 4,142, 444 Mar. 06,
1979

De Muynck 4, 260, 001 Apr .
07, 1981

Hosoi 4,317, 644 Mar. 02,
1982

Wrth, Jr. (Wrth *735) 4,593, 735 Jun. 10,
1986

Ford et al.(Ford) 4,733,997 Mar. 29,
1988

Wrth, Jr. (Wrth *292) 4,909, 292 Mar. 20,
1990

But | er 4,991, 637 Feb. 12,
1991

(filed Aug. 3, 1989)

REJECTI ONS

The appeal ed clains stand rejected as foll ows:
(1) dains 1 through 21 under 35 U. S.C. 8§ 112, second
par agraph, as being indefinite for failing to particularly
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point out and distinctly claimthe subject matter which
applicant regards as the invention;

(2) dainms 1 through 3, 5, 6, 12, 13, 14, 17 and 20 under
35 U.S.C. 8 103 as unpatentable over Hosoi and Bottcher;
(3) dains 4, 7, 15 and 21 under 35 U.S.C. § 103 as

unpat ent abl e over Hosoi, Bottcher and Butler;
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(4 dains 8, 10, 11, 16, 18 and 19 under 35 U.S.C. § 103 as
unpat ent abl e over Hosoi, Bottcher, Butler and Wrth *292;
(5 dainms 1 through 4 under 35 U.S.C. § 102(b) as
anti ci pated by Ford;
(6) dainms 5 through 12 under 35 U.S.C. § 103 as unpatentable
over Ford in view of Hosoi and Wrth *292;
(7) dains 13 through 20 under 35 U.S.C. § 103 as
unpat ent abl e over either Ford or Draper, in view of Wrth
*292, Hosoi and Wrth “735; and
(8 daim?21 under 35 U . S.C. 8§ 103 as unpatentabl e over
either Ford or Draper, in view of Wrth ‘292, Hosoi, Wrth and
De Muynck
CPI NI ON

W reverse each of the foregoing rejections. Qur reasons

for this determnation follow.

| NDEFI NI TENESS

W will not sustain the examner’s rejection of clainms 1
t hrough 21 under 35 U. S.C. § 112, second paragraph, for the
reasons expressed at pages 11 and 12 of the Brief.

PRI OR ART REJECTI ONS

The initial inquiry into determning the propriety of the
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exam ner’s prior art rejections is to correctly construe the
scope and neani ng of the clained subject matter. GCechter v.

Davi dson, 116 F.3d 1454, 1457, 43 USPQ2d 1030, 1032 (Fed. G
1997). As a matter of |law, we construe the scope of the

clai med subject matter. Markman v. Westview |l nstrunents,

Inc., 52 F.3d 967, 979, 34 USPQ2d 1321, 1329 (Fed. Grr

1995) (en banc), aff'd, 517 U.S. 370 (1996). GCenerally, we

gi ve the broadest reasonable interpretation to the terns in
the clains consistent with appellant’s specification. In re
Morris, 127 F.3d 1048, 1054-55, 44 USPQ@d 1023, 1027 (Fed.

Cir. 1997). Wuen the terns in the clains are witten in a
“means- pl us-function” format, however, we interpret them as
the correspondi ng structure described in the specification and

t he equi val ents thereof consistent with 35 U.S.C 112,

paragraph 6. In re Donaldson Co., 16 F.3d 1189, 1193, 29

USPQ2d 1845, 1848 (Fed. Gir. 1994)(en banc). The manner in

whi ch a “neans-plus-function” elenent is expressed, either by
a function followed by the term“nmeans” or by the term “neans
for” followed by a function, is uninportant so |long as the
nodi fier of that termspecifies a function to be perforned.

Ex parte Klunb, 159 USPQ 694, 695 (Bd. App. 1967).
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Nevert hel ess, the term “neans” as used above is not consi dered

as a neans-plus-function elenment if the clainmed “neans”

i ncludes sufficient structural limtations to performthe
recited function. See Al-Site Corp. v. Vsi Int'l, Inc., 174
F.3d 1308, 1319, 50 USP@2d 1161, 1167 (Fed. Gr

1999); Unidynam cs Corp. v. Automatic Prods. Int'l., 157 F.3d

1311, 1319, 48 USPQRd 1099, 1104-1105 (Fed. G r. 1998).
Appl yi ng the above precedents to the present situation,
we initially determne that “vertical support neans,” “a

traci ng assenbly support neans,” “neans for cutting the excess
material applied to workpiece” and “a traci ng assenbly neans”
in claiml are nmeans-plus-function elenents within the neaning

of 35 U S.C. § 112, paragraph 6. Nowhere does claim1l recite

sufficient structural limtations for the above-nentioned
“means”. Simlarly, we also determne that “a vertical
support neans,” “a sliding support nmeans,” “a cutter rotating

means,” “cutting nmeans,” “nmeans for tracing" and “a nmeans for
adjusting the tracing nmeans” in claim?2l are neans-pl us-
function elenments within the neaning of 35 U S.C. § 112,

par agraph 6. However, we do not construe “a tracing assenbly
support neans” in claim2l1l as a neans-plus-function el enent
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since sufficient structural limtations for the tracing
assenbly support neans, i.e., a plate and a sliding support
means (which is interpreted as the correspondi ng structure
described in the specification and the equival ents thereof)
nmovably connected to the plate, are recited. Nor do we
construe “a tracing assenbly nmeans” in claim?2l as neans-pl us-
function elenments, since sufficient structural Iimtations for
the tracing assenbly neans, i.e., neans for tracing, a roller
and a neans for adjusting, are recited.

Havi ng determ ned that certain “nmeans” in clains 1 and 21
nmeet the requirenents under 35 U.S.C. 8§ 112, paragraph 6, we
now | ook to the specification for the structure correspondi ng
to such neans to define the structure of the clainmed device.
We observe that the specification defines “vertical support
means” as the vertical support structure (15) having a cavity
illustrated in Figures 1 and 2. See page 8, lines 14-15. W
observe that the specification defines “nmeans for cutting the
excess material applied to workpiece” or “cutting neans” as
the particularly designed rotary cutter structure (145, 305 or
445) illustrated in Figures 6, 16 and 17. See page 2, line
14, page 8, line 22, and page 15, lines 6 and 15. W observe
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that the specification defines “a tracing assenbly support
means” as follows (the paragraph bridging pages 7 and 8
together with Figures 1 and 2):

Figures 1 and 2 al so show the conplete tracing
assenbly 5 attached to plate 55, in turn attached to
sliding support 60. The support consists of
paral l el bars 65 and 70 (not shown) (see also Figure
15) oriented at an angle. It may be desired, but
not
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limted thereto, to use a 45 degree angle to the

pl ane defined by the horizontal table 20. The bars
65 and 70 are securely attached to bar supports 75
and 80, and bar supports 85 and another (not shown),
whi ch are securely attached to vertical support 15.
The vertical support 15 is attached perpendicularly
to the table base 35. The plate 55 is novably
attached to the parallel bars 65 and 70 (not shown)
by nmeans of a bore through plate supports 95 and 100
and plate supports 105 and 110 so that the plate 55
and attached tracing assenbly support 10 can slide
freely along the length of the parallel bars 65 and
70 (not shown). The tracing assenbly support 10 is
t hen di sposed on the vertical support 15 so that the
traci ng assenbly support 10 is allowed by the force
of gravity to rest at the bottom of the sliding
support 60 at point 112. A portion of the conplete
tracing assenbly 5 nests in tracer cavity - 50, so
that the bottom of the conplete tracing assenbly 5
rests bel ow the upper surface 115 of the horizontal
tabl e 20.

We observe that the specification defines "a tracing assenbly
means" as follows (page 9, lines 10-18, Figure 6, page 14,
line 21 to page 15, line 7, Figure 16, and page 15, lines 16-
22, Figure 19):

Figure 6 depicts the conplete tracing assenbly 5
in detail, having a tracer subassenbly 150, a roller
155, rod 215, cavity 210, and a tracing adjustnent
assenbly 160 having rods 230 and 235, having threads
240 and 245, and | ocknuts 250 and 255. The tracer
subassenbly 150, havi ng upright nenber 185 and
hori zontal nenber 190, is supported by sidewalls 165
and 170, which are fastened at right angles to
assenbly support 175. The assenbly support 175 is
attached perpendicularly to plate 55. Protruding
through plate 55 is cutter 145 on shaft 135 through
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cavity 140.

An alternative enbodi nent as shown in Figure
16, where the invention is substantially the sane as
the preferred enbodi nent, except that the tracing
assenbly consists of a cube 345 attached to assenbly
support 300, in turn connected to the plate 55, as
shown in Figure 1. D sposed on either side of the
cube 345 are novable |inks 350 and 355. Attached to
t he novabl e |inks 350 and 355 are rollers 360 and
365. Rods 310 and 320 having threads 330 and 335
extend through the assenbly support 300 so that when
t he di stance between the Iinks 350 and 355 and the
assenbly support 300 is increased or decreased by
turning rods 310 and 320, the rollers 360 and 365
are raised or |owered, adjusting the cutting depth
of the cutter 305. Locknuts 340 | ock rods 310 and
320 in place.

I n anot her alternate enbodi mrent as shown in
Figure 19, the invention is substantially the sanme
as that shown in the preferred enbodi nent, except
that the upright and horizontal nenbers of the
tracing assenbly are replaced with upright cam 595
and horizontal cam 590. The canms 595 and 590, I|ike
t he upright and horizontal nenbers of the preferred
enbodi mrent are adjustable via adjusting rods 510 and
515.

We observe that the specification defines "a sliding support
means” as follows (page 7, |ines 20-25):

The [sliding] support consists of parallel bars 65

and 70 (not shown) (See also Figure 15) oriented at

an angle. It may be desired, but not |limted

thereto, to use a 45 degree angle to the plane
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defined by the horizontal table 20. The bars 65 and
70 are securely attached to bar supports 75 and 80,
and bar supports 85 and anot her (not shown), which
are securely attached to vertical support 15.

We observe that the specification defines "a cutter rotating
nmeans” as follows (page 8, lines 12-21, and page 15, lines 8-
15):

Al so attached to plate 55 is a cutter rotation
assenbly 125, the cutter rotation assenbly 125
protrudi ng through a vertical support cavity 120 in
the vertical support 15. The vertical support
cavity 120 is sized to acconmpdate the cutter
rotati on assenbly 125 through the conpl ete novenent
of the sliding support 60 fromthe point where the
plate 55 rests at the bottom point 112 of the
parall el bars 65 and 70 (not shown) to the point
where the plate 55 is noved to the top of the
paral l el bars 65 and 70 at top point 130. The
cutter rotation assenbly 125 has a shaft 135,
extending through a hole 140 in the plate 55.

Anot her al ternate enbodi nent shown in Figure 17
is constructed substantially as the preferred
enbodi nent, except that the cutter rotation assenbly
425 is not attached to plate 55 (shown in Figure 1).
| nstead, as shown in Figure 17, bar 405 is attached
to a stationary support ( not shown) which allows
tracing assenbly 410 to nove up and down through an
arch which allows the cutter 445 to cut the front
face of the workpiece and then the top surface of
t he workpi ece as the workpiece is noved under the
cutter 445.

We observe that the specification defines "nmeans for tracing”
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as follows (page 9, lines 13-17 and 19-26, and page 10, line
1):

The tracer subassenbly 150, having upright nenber
185 and horizontal nenber 190, is supported by
sidewal I s 165 and 170, which are fastened at right
angl es to assenbly support 175. The assenbly
support 175 is attached perpendicularly to plate 55.

In the preferred enbodi mrent shown in Figure 7,
the tracer subassenbly 150 is a two piece apparatus
consi sting of an upright nenber 185 and a hori zont al
menber 190, so that when fitted together, the pieces
have a predom nately L-shaped configuration. The
surfaces on the outside of the L, 195 and 200 are
rounded, while the inside surface 205 of the upper
menber 185 is bevel ed at an angl e pointing towards
the top of the L. The upright nenber 185 and
hori zontal nmenber 190 have excess material renoved
fromthemto forma cavity 210 so as to accommopdat e
a roller 155.

We observe that the specification defines “a neans for
adjusting the tracing neans” as follows (page 10, lines 11-
21):

The tracer subassenbly 150 is secured into
position with tracing adjustnent assenbly 160. The
traci ng adjustment assenbly 160 consists of two
extensi bl e rods 230 and 235 extendi ng t hrough
t hreaded bores in assenbly support 175. The rods
have threads 240 and 245 so that when rods 230 and
235 are turned, the distance between the end of the
rods 260 and 265 and the assenbly support 175 can be
varied. The end 265 of rod 235 is positioned so
that it nakes contact wth the bevel ed portion 205
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of the upright nmenber 185, whereas the end 260 of

rod 230 is positioned to make contact with the top

surface 270 of the horizontal nenber 190. Locknuts

250 and 255 | ock rods 230 and 235 in pl ace.

Consi stent with our observation, we interpret the clained
means- pl us-function el enents as the correspondi ng structures
specifically descri bed above and their equivalents. A

structure is an “equivalent” if it differs fromthe above

descri bed structure by an insubstantial change which adds

not hi ng of significance. Valnont Indus., Inc. v. Reinke Ma.
Co. , 983 F.2d 1039, 1042, 25 USPQ2d 1451, 1454 (Fed.
Cr. 1993).

Wth the above interpretation in mnd, we now turn to the
prior art rejections. Qur review of the prior art references
relied upon by the exam ner indicates that none of them
either individually or in conbination, teaches or would have
suggested the clainmed subject matter. The exam ner sinply has
not taken into consideration the inportance of interpreting
means- pl us-function elenments in the clains as the
correspondi ng structure in the specification and the
equi val ents thereof. Donal dson, 16 F.3d at 1197, 29

USP2d at 1850. Accordingly, we determ ne that none of the
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examner’s prior art rejections can be sustai ned.

CONCLUSI ON

In view of the foregoing, the decision of the examner is

rever sed
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
REVERSED
JOHN D. SMTH )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
CHUNG K. PAK ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
THOVAS A. WALTZ )
Adm ni strative Patent Judge )
CKP: svt

16



Appeal No. 1994-4016
Appl i cation No. 07/793, 824

TI MOTHY T. PATULA

PATULA & ASSOCI ATES

116 South M chi gan Avenue
Chicago, IL 60603
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