THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

Paper No. 20

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte GREG FI TZPATRI CK, WLLIAM J. JOHNSON
ROBERT S. KELLER and MARVIN L. WLLI AMS

Appeal No. 94-3823
Application 07/812, 249!

ON BRI EF

Before JERRY SM TH, LEE AND TORCZON, Adnini strative Patent
Judges.

LEE, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 fromthe
examner's final rejection of clains 1-15. No claimhas been
al | oned.

Ref erences relied on by the Exaniner

! Application for patent filed Decenber 20, 1991.
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Hi ghl eyman 2,978,675 Apr. 4, 1961
C ark 4, 009, 466 Feb. 22, 1977
Martin et al. (Martin) 4,876, 735 Cct. 24, 1989

The Rejections on Appeal

Clains 1-15 stand finally rejected under 35 U S.C. § 112,
first paragraph, as corresponding to a specification that |acks
an enabling disclosure. In addition, clainms 1-15 stand finally
rejected under 35 U . S.C. § 112, second paragraph, as being
indefinite. Cains 1, 2, 6, 7, 11 and 12 stand finally rejected
under 35 U.S.C. 8 103 as being unpatentable over Martin in view
of Cark. dainms 3-5, 8-10 and 13-15 stand finally rejected
under 35 U.S.C. 8 103 as being unpatentable over Martin in view
of Cark and H ghl eyman.

For each of the above rejections, appellants have grouped
the clains together for argunent purposes in this appeal. Brief
at 4.

An anmendnent was filed on Septenber 3, 1993, and the
exam ner refused to enter it because it raised new issues
(Paper No. 7). Nevertheless, the anmendnent was inadvertently
entered and this Board remanded the case to the Exam ning G oup
to renove the anendnent fromthe clains in the file. Such

correction occurred and this case was sent back to the Board.



Appeal No. 94-3823
Application 07/812, 249

The | nventi on

The invention is directed to nachine recognition of color-

coded al phanuneric characters. Such recognition occurs because

the characters differ in geonetries and because they contain
differing color pixels. Mre specifically, each al phanuneric
character has a predom nate color, e.g., black, which applies
to the whole character. This predom nate color is readily

di sti ngui shabl e by humans.

Each character al so has a non-predom nate col or which is
intermngled within that character's predom nate color and is
non-di stracting to humans. The non-predom nate col or, however,
is distinguishable to and can be detected by a col or scanner.

As di scl osed, each non-predom nate color represents a separate
character. Thus, when the scanner recogni zes a particul ar non-
predom nate color, it can then readily recogni ze the character
associated wth that color. 1In addition, the machi ne senses the
geonetry of a character to determ ne which character has passed.

Claiml is directed to a nethod for recognizing the above-

di scussed geonetric col or-coded characters by using a first

character recognition system which views the particul ar



Appeal No. 94-3823
Application 07/812, 249

geonetries of the characters, and a second character recognition
system which views the color that is coded within the characters.
Claiml is representative of the invention and is reproduced

bel ow.

1. A nmet hod of recognizing a color coded character,
wherein said character conprises plural pixels which

are of a first color, said first col or pixels being
predom nate so as to allow humans to distinguish said
character and a small anobunt of a second col or
associated wth said character, said second col or being
non- predom nate so as to be non-distracting to humans,
but di stingui shable by a col or scanner, conprising the
st eps of:

processing said character in a first processing step
by an optical character recognition neans sel ected
froman optical character recognition group consisting
of geonetric optical character recognition and non-
predom nate col or coded optical character recognition
and

processing said character in a second processing
step by an optical character recognition neans from

said optical character recognition group not selected
in said first processing step.

Qpi ni on
We do not sustain the four rejections entered by the
exam ner in this case. This decision is based solely on the
rationales as articul ated by the exam ner.

Enabl enent rej ection
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The exam ner rejected clains 1-15, under 35 U.S.C. § 112,
first paragraph, as corresponding to a specification that |acks
an enabling disclosure. |In particular, the exam ner states:

An integral part of applicant's invention is the

use of probabilities [in figures 2 and 3] to sel ect

a recogni zed character. How are these probabilities

cal cul ated (especially in regard to the col or coded

characters)? This is a necessary part of the

i nvention, and has not been addressed in the

applicant's specification.

Answer at 4.

Appel I ants argue that such calculation of probabilities is
conventional and would be known to those with ordinary skill in
the art, as evidenced by H ghleyman. Brief at 4. W agr ee.

The test for enabl enent under 35 U . S.C. § 112, first
par agr aph, is whether one reasonably skilled in the art could
make or use the clainmed invention fromthe disclosed subject

matter together with information in the art w thout undue

experinmentation. United States v. Telectronics, Inc., 857 F.2d

778, 785, 8 USPQR@d 1217, 1223 (Fed. Cir. 1988), cert. denied,

490 U. S. 1046 (1989). A disclosure can be enabling even though

sonme experinmentation is necessary. Hybritech Inc. v. Mnocl onal

Anti bodies, Inc., 802 F.2d 1367, 1384, 231 USPQ 81, 94 (Fed. G

1986), cert. denied, 480 U S. 947 (1987). The issue is whether
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the anobunt of required experinentation is undue. |n re Vaeck,

947 F.2d 488, 495, 20 USPQ2d 1438, 1444 (Fed. Cir. 1991).

To support the enabl ement rejection, the exam ner refers
to two flowhart steps, recited in figures 2 and 3, that read
"CALCULATE PROBABI LI TI ES OF TARGETS BASED ON GEOVETRI C OCR!
and " CALCULATE PROBABI LI TY OF H1 BASED ON COLOR CODED OCR. "
However, Highleyman, which is also directed to a character

recognition system teaches, inter alia, "[p]robability

information . . . is generally obtained froman analysis of a
| arge sanple of representative characters.” Col. 1, |ines 34-36.
Thus, it was known in the art that probabilities for a viewed
character, i.e., attenpting to figure out what the character is,
could be determ ned on the basis of know ng what all the
possi bl e, or large sanple of, representative characters | ook
like. That is, starting with all the possible characters,
any image that is later viewed could be anal yzed by determ ning
the likelihood or probability that it is one of the possible
characters.

The exam ner has the initial burden to set forth a
reasonabl e basis to justify questioning the sufficiency of
di scl osure for enabling one with ordinary skill in the art to
make and use the clainmed invention w thout undue experinentation.

6
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In re Angstadt, 537 F.2d 498, 503-04, 190 USPQ 214, 219 (CCPA

1976); see also In re Anbruster, 512 F. 2d 676, 678, 185 USPQ 152,

154 (CCPA 1975). However, for this rejection, the exam ner

has not expl ai ned why an "undue" anount of experinentation is
necessary given what was known in the art, as denonstrated by

Hi ghl eyman. Accordingly, we will not sustain the exam ner’s
rejection of clainms 1-15 under 35 U.S.C. § 112, first paragraph.

| ndefiniteness rejection

The exam ner rejected clains 1-15, under 35 U.S.C. § 112,
second paragraph, for indefiniteness. |In particular, the
exam ner states:

In all the clains, the use of the terns
“predom nate", "non-predom nate", and "non-di stracting"
is still indefinite. . . . Wat is distracting to one
person may, or may not be distracting to another
person. Simlarly, the terns predom nate and non-
predom nate are subjective terns especially in the
way used by the applicant.

The use of the phrase "small anount" (for
instance, inclaiml, line 5) falls in this sane
category. That is, the use of the term smal
recites an unbased conpari son

Clains 11-15 are unclear. . . . What is neant by
"A nmethod of permtting recognition” is unclear.
The recitation of steps such as "providing a first
means for processing” are [sic] unclear. The steps,
worded in this way, could be directed to a nethod that
takes place in a factory that assenbles the invention,
or they could possibly be directed to a programmer
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sitting at a termnal witing the software for the
i nvention.

Answer at 4-5. Thus, the exam ner views the followng claim

phrases as indefinite: "predom nate"; "non-predom nate";
"non-di stracting”; "small anount"; "permtting recognition”
and "processing."” W disagree, however, with the exam ner that

the foregoing claimphrases are indefinite within the nmeaning
of 35 U.S.C. §8 112, second paragraph, and address each of them
bel ow.

We agree with appellants that, in view of the specification
and cl ai m | anguage, "predom nate" is reasonably viewed, by a
person of ordinary skill in the character recognition art, to

mean that a single color is visually associated wth a character

and that color is readily distinguishable by humans. See
specification at 4, lines 20-25; claim1 ("plural pixels which
are of a first color, said first color pixels being predom nate
so as to allow humans to distinguish said character”). Thus,

this claimphrase is sufficiently defined. See In re Johnson,

558 F.2d 1008, 1016, 194 USPQ 187, 194 (CCPA 1977) (only a

reasonabl e degree of certainty is required); In re Hanmack,

427 F.2d 1378, 1382, 166 USPQ 204, 208 (CCPA 1970) (the purpose
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of the definiteness requirenent is to provide reasonable notice
as to the boundaries of the patent protection involved). O
course, it is inplicit that it is the visual sensitivity of the
human popul ation as a whole that is being referred to, rather
than that of any one individual.

Li kewi se, in view of the specification and clai ml| anguage,
"non- predom nat e" reasonably neans that a color is associated
with a character and that the color is non-distracting to hunans
but di stinguishable by a col or scanner. See specification at 4,
lines 23-29; claiml ("plural pixels which are of . . . a small
amount of a second col or associated with said character, said
second col or being non-predom nate so as to be non-distracting
to humans, but distinguishable by a col or scanner").

"Non-di stracting" reasonably means indistingui shabl e by
humans. Specification at 4, |lines 27-29 ("The non-predom nate
color is non-distracting to humans, but distinguishabl e by
a color scanner"); claiml ("said second col or bei ng non-
predom nate so as to be non-distracting to humans"). In claim1,
"smal | amount” is used in the context of the non-predom nate
col or being distinguishable to a color scanner but non-

distracting to humans. Thus, a person of ordinary skill in
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the art would know to use that anount of color which is
di stingui shabl e by a color scanning but not by hunmans.

The exam ner also views the follow ng | anguage in claim 11
to be indefinite: "A nmethod of permtting recognition.” Answer
at 5. However, adding the term"permtting" to |language that has
al ready been found to be definite (e.g., claiml1 - "A nmethod of
recogni zing a color coded character"), does not make the | anguage
indefinite. These words reasonably appear to nean what they say
and do not, as the exam ner argues, suggest "sone sort of
security measure to prevent access to a recognition system"
Answer at 5. Finally, claim1l' s phrase "providing a first
means for processing” is also reasonably definite because it
merely neans selecting one of the two optical character
recognition nmeans. 1In view of the above, we will not sustain
the examner’s rejection of clains 1-15 under 35 U . S.C. § 112,

second par agr aph.

OQbvi ousness rejections

The exam ner rejected claim1 under 35 U . S.C. 8§ 103 over

Martin in view of Cark and claim3 under 35 U S.C. § 103 over

10
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Martin in view of Cark and H ghl eyman. The exam ner st ates,
inter alia, that:
Clark discloses a character coding and recognition
system which forns characters which have sections
of different colors as shown in figure 1. The
characters are forned as foll ows:
Sone of the color sections are predom nate
(such as the black sections) . . . . Therefore the
sections of predomnate color (as well as those of
non- predom nate color) do allow hunmans to recognize
t he characters.
Answer at 7-8. However, as appellants anply point out, dark
di scl oses plural colors used in various conbi nations throughout
mul ti pl e hei ght bands. This can best be seen by figure 6 of
Clark. Since different colors are used for all of the
characters, there is no predom nate color for any character
i.e., no single color which defines a character to the human eye.
Thus, the claimlimtation "plural pixels which are of a first

color, said first color pixels being predomnate so as to all ow

humans to di stinguish said character and a small anount of a

second color . . ." (enphases added) is not net by dark, which

has been relied on by the examner to neet this limtation. The

appel lants are correct that in Clark the characters do not have a

11
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predom nate col or which provides a basis for distinguishing the
characters, or a second color which is non-distracting to humans.
Mor eover, the exam ner did not find either Martin or Hi ghl eyman
as disclosing the predom nate and non-predom nate col or features
of the appellants' clained invention.

Absent a teaching of the above limtation concerning the
type of characters to be processed, and how they are processed,
we may not sustain the obviousness rejection of claiml.
Simlarly, since the examner relied on Clark to neet this sane
limtation in claim3, we may not sustain the obvi ousness
rejection of claim3, which was made in view of Martin, dark
and Hi ghl eyman.

Concl usi ons

The rejection of clains 1-15 under 35 U.S.C. § 112, first
par agr aph, as corresponding to a specification that |acks an
enabling disclosure is reversed.

The rejection of clains 1-15 under 35 U.S.C. § 112, second
par agraph, for indefiniteness is reversed.

The rejection of clains 1, 2, 6, 7, 11 and 12 under
35 U.S.C. §8 103 as being unpatentable over Martin in view

of dark is reversed.

12
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The rejection of clains 3-5, 8-10 and 13-15 under 35 U. S. C
8 103 as being unpatentable over Martin in view of Cl ark and
Hi ghl eyman is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT

JAMVESON LEE
Adm ni strative Patent Judge

APPEALS AND

| NTERFERENCES

Rl CHARD TORCZON
Adm ni strative Patent Judge
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Edward H Duffield

| BM Corporation, Intellectual Property Law
T81B/ 062

3039 Cornwal | i s Road

P. O Box 12195

Research Triangle Park, N C.  27709-2195
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