THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
Paper No. 16

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ROBERT C. MAHAR

Appeal No. 94-2973
Application No. 07/956, 529!

ON BRI EF

Bef ore DOMNEY, HANLON and OWENS, Adm ni strative Patent Judges.

HANLON, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal under 35 U S.C. §8 134 fromthe final
rejection of clainms 1-5 and 7-22, all of the clains pending in
the application. Cdains 1 and 22 are representative of the

subject matter on appeal and read as foll ows:

! Application for patent filed Cctober 5, 1992.



Appeal No. 94-2973
Application No. 07/956, 529

1. A nethod of preparing a stable aqueous slurry of
magnesi um hydr oxi de conpri si ng:

(a) form ng an aqueous m xture of

(i) fromabout 30 to about 70 percent by wei ght
magnesi um hydr oxi de;

(ii) fromabout 0.2 to about 20 percent by wei ght based
on the wei ght of magnesi um hydroxi de of one or nore pol yneric
ani oni c di spersants and salts thereof; and

(iii1) fromabout 0.2 to about 20 percent by wei ght based
on the wei ght of magnesi um hydroxi de of one or nore water-sol uble
al kali metal salts selected fromthe group consisting of alkal
met al hydroxi des, alkali netal halides, alkali netal carbonates,
al kali nmetal sulfates, alkali nmetal nitrates, alkali neta
silicates and alkali netal salts of GC,-C, polycarboxylic acids;

and
(b) agitating the m xture to suspend the magnesi um
hydr oxi de.

22. A nethod of preparing a stable aqueous slurry of
magnesi um hydr oxi de conpri si ng:

(a) form ng an aqueous m xture of

(i) fromabout 30 to about 70 percent by wei ght
magnesi um hydr oxi de;

(ii1) fromabout 0.2 to about 20 percent by wei ght based
on the wei ght of magnesi um hydroxi de of one or nore polyneric
ani oni c di spersants and salts thereof wherein the dispersant is
selected fromthe group consisting of polymers formed from one or
nmore nononers selected fromthe group consisting of acrylic acid,
met hacrylic acid, crotonic acid, maleic acid, naleic anhydride,
itaconi c acid, mesaconic acid, fumaric acid, citraconic acid,
vi nyl acetic acid, acryloxypropionic acid, vinylsulfonic acid,
styrenesul fonic acid, 2-acrylam do-2-nethyl propanesul fonic acid,
allylsul fonic acid, allylphosphonic acid, vinylphosphonic acid,
vinyl sul fonic acid and salts thereof; and fromO to about 50
percent by weight of one or nore nononers selected fromthe group
consisting of nethylacrylate, ethylacrylate, butyl acryl ate,
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met hyl net hylacrylate, butyl nethylacrylate, isobutyl

met hacryl ate, acrylam de, nethacrylam de, N-tertiarybutyl-
acrylam de, N nethylacrylam de, N, N-di net hyl acryl am de,

di met hyl am noet hyl acryl ate, di methyl am noet hyl nethacryl ate,
N-vi nyl pyrrolidone, N vinylformam de, phosphoet hyl nethacryl ate,
allyl alcohol, nethallyl alcohol, acrylonitrile, vinyl acetate,
and styrene; and

(iii1) fromabout 0.2 to about 20 percent by wei ght based
on the wei ght of magnesi um hydroxi de of one or nore water-sol uble
al kali nmetal salts; and

(b) agitating the m xture to suspend the magnesi um
hydr oxi de.

The references relied upon by the exam ner are:

Hirsch et al. (Hi rsch) 4,450, 013 May 22, 1984
Kriz et al. (Kriz) 4, 588, 649 May 13, 1986
Shioji et al. (Shioji) 4,818, 783 Apr. 4, 1989

The followng rejections are at issue in this appeal:

(1) dains 1-5, 7-15 and 19-22 are rejected under 35 U S. C
8§ 102(b) as anticipated by or, in the alternative, under
35 U.S.C. 8 103 as obvious over Shioji.

(2) dains 16 and 20 are rejected under 35 U.S.C. 8 103 as
bei ng unpat ent abl e over the conbination of Shioji and Hirsch.

(2) dains 17 and 18 are rejected under 35 U.S.C. 8 103 as
bei ng unpat ent abl e over the conbination of Shioji, H rsch and

Kriz.
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G ouping of clainms

According to appellant, the clains are grouped as foll ows
(Brief, p. 5):

(1) dainms 1-5, 7-15 and 19-21 stand or fall together;

(2) daim?22 stands separately;

(3) dains 16 and 20 stand or fall together; and

(4) dains 17 and 18 stand or fall together.

Gaim1l

Claiml is rejected under 35 U . S.C. §8 102(b) as antici pated
by or, in the alternative, under 35 U S.C. 8§ 103 as obvi ous over
Shioji. W reverse this rejection

Claiml recites a nethod of preparing an aqueous slurry of
magnesi um hydr oxi de conprising form ng an aqueous m xture of
speci fic anmobunts of (i) magnesi um hydroxide, (ii) one or nore
pol yneric anionic dispersants and salts thereof, and (iii) one or
nmore specific water-soluble alkali nmetal salts. The mxture is
agitated to suspend the magnesi um hydr oxi de.

Shioji discloses a nethod for produci ng an aqueous
di spersion of inorganic pignment, such as nmagnesi um hydroxi de, by
conbining as a dispersant (1) at |east one nenber selected from
the group consisting of (a) a carboxyl group-containing water-

sol ubl e polyner and (b) a water-sol uble condensed phosphate and
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(I'l) a water-soluble anionic nodified pol yvinyl alcohol (col. 3,
l[ines 3-18 and lines 34-46). There is no dispute that the
pol yneri c di spersants and phosphate di spersants di sclosed in
Shioji may be used alone or in conbination with each other (Reply
Brief, p. 3). Shioji further discloses that typical exanples of
t he wat er - sol ubl e condensed phosphate (b) include “sodi um
potassium Ilithium and other alkali metal salts” (col. 6, lines
6- 8) .

We agree with appellant that claim1l “requires the
conbi nation of one or nore polyneric anionic dispersants and one

or nore selected alkali netal salts which do not include

phosphate salts” (Brief, p. 6; enphasis in original). According

to the exam ner (Answer, p. 10):

The disclosure of Shioji at col. 7, line 62 to col. 8,
line 5 clearly shows inorganic netal salts that fal

wi thin the scope of the presently clainmed inorganic
metal salts or alkali netal salts.

We agree with appellant that Shioji does not disclose water-
soluble alkali netals salts falling within the scope of claiml.
As correctly pointed out by appellant (Reply Brief, p. 4):

“The disclosure of Shioji at col. 7, line 62 to col. 8,
line 5" does not disclose any al kali netal salts. As
st ated above, Shioji discloses only “hydroxides,
carbonat es, halides, and phosphates of cal cium
magnesiunf.] alum num and other simlar polyval ent
netals” (col. 7, line 68-col. 8, line 2, enphasis
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added). Appellant’s clains clearly state that the
salts of conponent (iii) are alkali netal salts.
ALKALI METALS ARE, BY DEFI N TI ON, NOT POLYVALENT.

[ Enphasis in original.]

The exam ner further asserts that “[e]ven if the salts shown
at col. 8 of Shioji are in fact not alkali netal salts, the fact
is that Shioji has disclosed nonoval ent alkali netal salts at
col. 5" (Answer, p. 11). Shioji discloses that (col. 5,
lines 30-41):

The acid type nononers [used for obtaining the

car boxyl group-containing water-soluble polyner (a)]
can be used as acid formnononers or as salt form

nmononer s obt ai ned by neutralizing the acid form
mononers with an al kali substance. Wen an acid form
mononer is to be used, at |least 30 nol % of the
carboxyl group in the produced carboxyl group-
cont ai ni ng wat er-sol uble polyner (a) is desired to be
neutralized with an al kali substance before the pol yner
is put to use, in due consideration of the effect of
di spersion to be obtained [enphasis added].

Claiml recites a nethod of preparing a nagnesi um hydroxi de
slurry conprising “formng an aqueous m xture of” magnesi um
hydr oxi de, pol yneric anionic dispersants and al kali netal salts.
Shioji discloses that an al kali substance neutralizes the
carboxyl group in the produced carboxyl group-containing water-
sol ubl e polyner (a) “before the polyner is put to use.”

Therefore, the alkali nmetal salts disclosed in Shioji are not in
m xture with the carboxyl group-containing polyners but rather
are chemcally conbined wwth themto forma polyner salt (conpare
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(a)(ii) of claim1 (“polyneric anionic dispersants and salts
thereof”). Thus, Shioji fails to disclose a nethod of preparing
a magnesi um hydroxi de slurry conprising “formng an aqueous

m xture of” magnesi um hydr oxi de, pol yneric anionic dispersants
and al kali netal salts.

Rej ection of claim?22

Claim22 is rejected under 35 U. S.C. § 102(b) as anticipated
by or, in the alternative, under 35 U S.C. 8§ 103 as obvi ous over
Shioji. W affirmthis rejection.

Claim?22 relates to a nethod of preparing an aqueous slurry
of magnesi um hydr oxi de conprising form ng an aqueous m xture of
speci fic anmobunts of (i) magnesi um hydroxide, (ii) one or nore
pol ynmeric anionic dispersants and salts thereof, and (iii) “one
or nore water-soluble alkali nmetal salts.” 1In contrast to claim
1, claim22 does not exclude phosphate salts. Therefore, the
wat er - sol ubl e condensed phosphates (b) disclosed in Shioji are
“wat er-sol uble alkali nmetal salts” wthin the scope of claim22.
See col. 6, lines 6-8 (typical exanples of the water-sol uble
condensed phosphate (b) include sodium potassium lithium and
other alkali nmetal salts). The fact that the nmethod of claim 22
“requires the use of the conbination of one or nore alkali netal

salts and one or nore polyneric anionic dispersants which do not
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i nclude polyvinyl alcohols” is of no nonent (Brief, p. 6;

enphasis in original). 1n re Baxter, 656 F.2d 679, 686, 210 USPQ

795, 802 (CCPA 1981) (“the term ‘conprises’ permts the inclusion
of other steps, elenents, or materials”).
Appel l ant further argues that (Brief, p. 8):

Shi oji does not teach or suggest a nethod of preparing
a stable slurry of magnesi um hydroxi de using a

conbi nation of 0.2 to about 20 percent by wei ght based
on the wei ght of magnesi um hydroxi de of one or nore of
the polyneric anionic dispersants recited in
Applicant’s Caim22 together with 0.2 to about 20
percent by wei ght based on the wei ght of magnesi um
hydr oxi de of one or nore water-soluble al kali netal
salts.

Shioji discloses that the conbination of both (a) the

car boxyl group-contai ni ng water-sol uble polynmer and (b) the
wat er - sol ubl e condensed phosphate are present in an anmount of
from0.1 to 2 parts by weight, based on 100 parts by wei ght of
the inorganic pignent (col. 7, lines 18-26). The anounts
disclosed in Shioji fall within the range recited in claim22.

See In re Wodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936

(Fed. Cir. 1990) (where the difference between the clained
invention and the prior art is a range the applicant nust show
that the particular range is critical, generally by show ng that
the cl ai ned range achi eves unexpected results relative to the

prior art range).



Appeal No. 94-2973
Application No. 07/956, 529

Cains 2-5 and 7-21

Since clains 2-5 and 7-21 are dependent on claim1l, and the
rejection of claim1 has been reversed, the rejections of clains
2-5 and 7-21 are also reversed. See 37 CFR 8 1.75(c)(“Clains in
dependent form shall be construed to include the |imtations of
the claimincorporated by reference into the dependent claim?”)

The decision of the examner is affirned-in-part.

No time period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART

TERRY J. OWNENS
Adm ni strative Patent Judge

MARY F. DOWNEY )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
ADRI ENE LEPI ANE HANLON ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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David T. Banchik

Rohm and Haas Conpany

Pat ent Depart nent

100 I ndependence Mal |l West
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ALH jrg
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