THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Pat ent Judges.

GRON, Adninistrative Patent Judge.

DECI SI ON ON APPEAL UNDER 35 U.S.C. § 134

1. | nt r oducti on

This is an appeal froman examner’'s rejections of O ains
7-11, all clains pending in this application. Cdains 7-11

stand rejected under 35 U.S.C. 8 103 over the conbined

! Application for patent filed May 26, 1992. According to applicants,
this application is a divisional of Application 07/587,071, filed Septenber
24, 1990, now U.S. Patent 5,187,262, patented February 16, 1993
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teachi ngs of Walujono et al. (Walujono), “Am no Acid Sequence

of Hevein,” Proceedings of the International Rubber
Conference, Vol. 2, Rubber Research Institute Ml aysia, KualLa
Lunpur, pp. 518-531 (1975), Broekaert, “Chitinases and Chiti n-
Binding Lectins in Plants: A Biochem cal and Physi ol ogi cal
Study of Their Role in the Natural Protection of Plants

Agai nst Fungi,” Dissertationes de Agricultura,

Doct oraat sproefschrift Nr. 167 aan de Faculteit der
Landbouwwet enschappen van de K. U Leuven, pp. II-1V (Abs.)
and 73-84 (Ch. 7)(Septenber 1988), Weissman et al. (Wi ssman),
U S 4,394,443, patented July 19, 1983, and Wiite et al.

(Wite), US. 4,677,054, patented June 30, 1987.2 Clains 7-11

2 As evidence in support of this rejection, the exam ner cites the

followi ng references (Exam ner’s Answer (Ans.), pp. 3-4):

Al berts, B., et al., Mdlecular Biology of the Cell, Garland Publishing, Inc.
N. Y., pp. 185-196 (1983);

Safford et al., “Plastid-Localized Seed Acyl-Carrier Protein of Brassica napus is
Encoded by a Distinct, Nuclear Miultigene Family,” Eur. J. Biochem, Vol. 174, pp
287-295 (1988);

Back et al., “lsolation of cDNA C ones Coding for Spinach Nitrite Reductase
Conpl ete Sequence and Nitrate Induction,” Mdl. Gen. CGenet., Vol. 212, pp. 20-26
(1988);

Van der Plas et al., “The Gene for the Precursor of Plastocyanin fromthe
Cyanobact eri um Anabaena sp. PCC 7937: Isolation, Sequence and Regul ation,”
M. Mcrobiol., Vol. 3, No. 3, pp. 275-284 (1989).
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al so stand rejected under 35 U S.C. §8 102(f) over and 35
US. C 8 103 in view of subject matter appellants clai mwhich
is prior art under 35 U S.C. §8 102(f) as evidenced by the co-
aut horship of | ater-published Broekaert et al. (Lee I),
“Wbund- I nduced Accunul ati on of nMRNA Contai ning a Hevein
Sequence in Laticifers of Rubber

Tree (Hevea brasiliensis),” Proc. Natl. Acad. Sci. USA, Vol.
87, pp. 7633-7637 (Cctober 1990), and Lee et al. (Lee Il),
“Co- and Post-Transl ati onal Processing of the Hevein

Preproprotein of Latex of the Rubber Tree (Hevea
brasiliensis), J. Biol. Chem, Vol. 266, No. 24, pp. 15944-
15948 (August 25, 1991). dainms 7 and 8 read:

7. A net hod for detecting the presence of hevein
pepti de in a plant material which conprises:

(a) providing a selected part of the plant materi al
for detection;

(b) isolating RNA fromthe plant material; and

Wi | e appel | ants have not objected to the examiner’'s citation of “other”
references in support of the rejection under section 103, we are mndful of the
following statement in |n re Hoch, 428 F.2d 1341, 1342 n.3, 166 USPQ 406, 407 n.3
(CCPA 1970):

Where a reference is relied on to support a rejection,
whet her or not in a “nminor capacity,” there woul d appear
to be no excuse for not positively including the reference
in the statenent of the rejection.
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(c) providing the RNA with a | abel ed cDNA so that

t he RNA binds to the cDNA when there is honol ogy and the
bound | abel ed DNA is detected, wherein the cDNA is derived
from

E. coli ATCC 68363, and has an open reading frame of 204

am no aci ds which detects the presence of the hevein
pepti de

sequence encoded by the RNA.

8. A net hod for detecting the presence of hevein
pepti de sequences in a plant material which conprises:
(a) providing a selected part of the plant materi al
for detection;
(b) isolating RNA fromthe plant material; and

(c) probing the RNA with a | abeled cDNA so that the
RNA binds to the cDNA where there is honol ogy and the

bound | abel ed DNA is then detected, wherein the cDNA is

derived fromthe cDNA shown in Figure 2 which detects the

presence of the hevein peptide sequence encoded by the
RNA.

2. Claiminterpretation

We have considered this appeal with Appeal No. 94-2156
(Application 07/888, 366, filed May 26, 1992, as a divisional
of Application 07/587,071, now U.S. 5,187,262, also the parent
of this application). Appeal No. 94-2156 is an appeal of this
sane examner’'s rejections of clains drawn to a cDNA nol ecul e,
HEV1, which (1) corresponds to the DNA sequence of Figure 2 as
carried in E. coli ATCC 68363 which encodes a protein, or (2)
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encodes a protein corresponding to the 204 am no acid sequence
in Figure 2, under 35 U.S.C. § 103 in view of the comnbi ned
t eachi ngs of Wal uj ono, Broekaert, and Wi ssman and 35 U.S.C. §
102(f)/103 in light of Lee | and Lee II

The exam ner appears to have rejected the clains in this
case based on a presunption® that the presently clai ned
met hods of detecting the presence of a hevein peptide and
hevei n peptide sequences in plant material are peptide
detection nmethods which are distinct fromthe nethods
described by White only in the utilization of the cDNA, HEV1
clainmed in copending Application 07/888, 366, Appeal No. 94-
2156. However, as we read the clains on appeal, the herein
cl ai med net hods of detecting hevein peptide and hevei n peptide
sequences in plant material utilize (1) cDNA which “is derived
fromE «coli ATCC 68363, and has a open readi ng frame of 204
am no acids which detects the presence of the hevein peptide
sequence encoded by the RNA" (Caim7) or (2) cDNA which “is

derived fromthe cDNA shown in Figure 2 which detects the

3 The exam ner’ s Response to argunent on pages 8-13 of the
Exam ner’s Answer (Ans.) entered in this appeal is essentially the
sanme as the Response to argunent on pages 8-13 of the Exam ner’s
Answer entered in Application 07/888, 366, Appeal No. 94-2156.

5
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presence of the hevein peptide sequence encoded by the RNA’
(Caim8). 1In our view, the cDNA utilized in the nmethods of
the presently appealed clains differs in scope fromHEV1L. The
guestions to be answered for both sets of clains are (1)

whet her the scope of the cDNA enployed in the nethods of (a)
Claims 7 and 9(7) and (b) Cainms 8, 10(8) and 11(8) are so
indefinite as to prevent this panel from conparing the clained
subject matter to the prior art teaching and fromrendering a
decision as to their patentability under 35 U S.C. 8§ 103, and
(2) whether the ratio-nale which supports our holding with
regard to the patentability of Clains 3 and 4 in Appeal No.
94-2156 is equally applicable to resolve the patentability of
the subject matter here clai ned.

It is evident to this panel that the cDNA utilized in the
met hod of Clains 7 and 9(7) here on appeal is sufficiently
defined to allow this panel to conpare cDNA which is “derived
fromE._coli ATCC 68363, and has an open reading franme of 204
am no acids which detects the presence of the hevein peptide
sequence encoded by the RNA” to cDNA whi ch persons having

ordinary skill in the art, considering the conbi ned teachings
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of Wal uj ono, Broekaert and Wi ssman, reasonably could have
expected to isolate and successfully use to detect hevein
pepti de sequences. However, based on the record before us, we
are unable to determ ne the scope of cDNA utilized in the

met hods of Clains 8, 10(8), and 11(8). The phrase which is
not definite is the phrase “derived fromthe cDNA shown in
Figure 2" in Claim8. The specification proffers no help or
guidance in interpreting the size and/ or sequence of a cDNA
segnent derived fromthe cDNA shown in Figure 2 which could
detect the presence of the hevein peptide sequence encoded by
the RNA. In fact, neither the exam ner nor appellants appear
to have considered the question

in the slightest.

An interpretation of the size and sequence of the
“derived” cDNA segnent is particularly inportant in this case
because Wl ujono di scloses a 43 am no acid sequence for mature
hevein, and the record is not clear whether cDNA whi ch encodes
mat ure hevein reads on a cDNA “derived fromthe cDNA shown in
Figure 2 which detects the presence of the hevein peptide
sequence encoded by the RNA ” cDNA capable of being utilized

in the nethod of C aim 8.
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In re Moore, 439 F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA

1971) teaches:

[ T] he claims nmust be anal yzed first in order to determ ne
exactly what subject matter they enconpass.

This first inquiry therefore is nerely to determ ne
whet her the clainms do, in fact, set out and circunscribe
a particular area with a reasonabl e degree of precision
and particularity. It is here where the definiteness of
t he | anguage enpl oyed nust be anal yzed--not in a vacuum
but always in light of the teachings of the prior art and
of the particular application disclosure as it would be
interpreted by one possessing the ordinary |evel of skil
in the pertinent art.
Only after ascertaining exactly what subject matter is being
clainmed can one (1) inquire as to the novelty of the clained
subject matter, (2) determ ne whether the description of the
invention in the specification would have enabl ed persons
skilled in the art to nake and use the full scope of the
subject matter clainmed, and (3) assess the obviousness of the
clai med subject matter at the tine the invention was nade. 1n
re Wlder,
429 F.2d 447, 166 USPQ 545 (CCPA 1970) states at 450, 166 USPQ
at 548, “Once having ascertai ned exactly what subject matter

is being clainmed, the next inquiry must be into whether such

subject matter is novel.” |In re Geerdes, 491 F.2d 1260, 180
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USPQ 789, (CCPA 1974) clarifies at 491 F.2d at 1262, 180 USPQ
at 791, “Before considering the rejections under 35 U S.C. 103
and 112, we nust first deci de whether the clainms include
within their scope the presence of recognized . . . agents.”
So instructed, we should not and accordingly will not
review the appealed rejection of Clainms 8, 10(8), and 11(8)
under
35 US.C. 8 103 in view of the teachings of Wl ujono,
Broekaert, Weissman and Wiite until the exam ner first
ascertains exactly what is being clainmed, i.e., the full scope
of cDNA “derived fromthe cDNA shown in Figure 2 which detects
the presence of the hevein peptide sequence encoded by the
RNA" (Caim8). Caiminterpretation is a matter of |aw, and
the Board certainly has authority to interpret the meaning of
the ternms in appellants’ clainms in the first instance.
However, we hesitate to do so in this case. Were, as here,
the technol ogy to which the subject matter relates is conpl ex
and the level of skill in the art is high, it is nost
desirable for the Board to review an examner’s rejections of
claims in light of a record with prelimnary claim
interpretation, conprehensive findings, consideration of al

9
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the i ssues and applicable precedent, and at |east mnim
prosecution overall. Qur review of the nerits of the
rejections of Clains 8, 10(8) and 11(8) on appeal based on the
present record would be premature and resenbl e an acadenic
rather than a judicial endeavor. Mreover, the scope of cDNA
enconpassed by the phrase “derived fromthe cDNA shown in
Figure 2" (Claim38) may render the hol ding and opinion

expressed in In re Bell, 991 F.2d 781, 782, 26 USPQ2d 1529,

1531 (Fed. Cir. 1993) far nore relevant to this appeal than
they were to co-pendi ng Appeal No. 94-2156. |If material to
the issues of this appeal, the views expressed in Bell should

of necessity be considered in light of newwy decided In re

Deuel, 51 F.3d 1552, 34 USP@@2d 1210 (Fed. G r. 1995) and

Ex parte Gol dgaber, 41 USPQ2d 1172 (Bd. Pat. App. & Int.

1995) .

Accordingly, we vacate the exam ner’s rejection of Cains
8, 10(8), and 11(8) under 35 U.S.C. § 103 in view of the
t eachi ngs of Wal uj ono, Broekaert, Wissman and Wite and
remand the case to the exam ner to ascertain exactly what the
phrase “wherein the cDNA is derived fromthe cDNA shown in
Figure 2 which detects the presence of the hevein peptide

10
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sequence encoded by the RNA” in Claim8 neans. Thereafter,
t he exam ner shoul d again determ ne, consistent with our
deci sions in Appeal No. 94-2156, this appeal,

In re Bell, supra, In re Deuel, supra, and Ex parte Gol dgaber,

supra, whether the patentability of Clains 8 10(8), and 11(8)

under 35 U.S.C. § 103 is an i ssue.

3. Di scussi on
A. Qobvi ousness in view of Wal ujono, Broekaert &
Wi ssman

The issues on appeal with regard to Clains 7 and 9(7) are
whet her cDNA which is “derived fromE. _coli ATCC 68363, and
has an open reading frame of 204 am no acids which detects the
presence of the hevein peptide sequence encoded by the RNA’
woul d have been obvious to a person having ordinary skill in
the art in viewof (1) prior art teaching of the 43 amno acid
sequence for mature hevein, including an internal Trp-Qdy-Trp-
Cys sequence (Wal ujono, p. 519), (2) recognition in the art
that hevein has antifungal properties and may be useful for
treating human bei ngs infected by fungus (Broekaert), (3)

Wei ssman’ s description of the information and neans required

to enabl e persons skilled in the art to successfully probe a

11
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DNA [ibrary for and isolate cDNA which encodes a target
protein w thout undue experinentation, and (4) Wite's
di scl osure of a nethod of detecting the presence of peptides
whi ch, but for the use of cDNA which encodes the peptide
hevein, is generally the sane as the nmethod appellants claim
Wiite' s teaching and its relevance to peptide detection
met hods of the type appellants claim does not appear to be
di sputed. Rather, as in Appeal No. 94-2156, appellants stress
the significant differences between cDNA whi ch encodes mature
hevein with a 43 am no acid sequence which was known in the
art and the clained cDNA with an open reading frane of 204
am no acids. Appellants here again argue that the conbi ned
t eachi ngs of Wal uj ono, Broekaert, and Wi ssman woul d not have
notivated a person having ordinary skill in the art to probe
for and isolate cDNA which encodes a peptide with 204 am no
acids. Appellants enphasize that they are using cDNA which
encodes a peptide having 204 am no acids, not cDNA which
encodes the 43 anmi no acid sequence of mature hevein. W find
that the differences between the structures of cDNA which
encodes mature hevein and cDNA whi ch encodes a 204 am no acid
hevei n precursor strongly support the patentability of the

12
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subject matter clainmed in this case. Accordingly, we reverse
the examner’s rejection of Clains 7 and 9(7) under 35 U S. C
8 103 in view of the conbi ned teachings of Wl uj ono,
Broekaert, Wissman, and Wite.

In re Dow Chenmical Co., 837 F.2d 469, 473, 5 USPQ2d 1529,

1531 (Fed. Cir. 1988) instructs:

The consistent criterion for determ nation

of obviousness is whether the prior art would have
suggested to one of ordinary skill in the art that
this process should be carried out and woul d have
a reasonabl e likelihood of success, viewed in |ight
of the prior art. . . . Both the suggestion and the
expectation of success nust be founded in the prior
art, not in the applicant’s disclosure.

At 837 F.2d at 473, 5 USPQRd at 1532, the court explains:

There nust be a reason or suggestion in the art for

sel ecting the procedure used, other than the know edge

| earned fromthe applicant’s disclosure.
Here, as in Dow Chemcal Co., 837 F.2d at 473, 5 USPQ2d at
1532, “[o]f the many scientific publications cited . . . none
suggests that any process could be used successfully . . . to
produce this product having the desired properties.”

The prior art cited in this case reasonably brings the

cl ai med subject nmatter to no higher than the "“obvious-to-try”

13
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level. See Inre Ei Lilly & Co., 902 F.2d 943, 945, 14

USPQ2d 1741, 1743 (Fed. Cr. 1990):

An “obvious-to-try” situation exists when a
general disclosure may pique the scientist’s curiosity,
such that further investigation m ght be done as a result
of the disclosure, but the disclosure itself does not
contain a sufficient teaching of howto obtain the

desired
result, or that the claimed result would be obtained if
certain directions were pursued. See generally Inre
O Farrell, 853 F.2d 894, 903, 7 USP@d 1673, 1681 (Fed.
Cir. 1988)(defining obvious-to-try as when prior art

gi ves
“only general guidance as to the particular formof the
cl ai med invention or how to achieve it”).

Here, the prior art provides no information whatsoever as to
the “particular formof the clained invention or howto

achieve it.” 1d. Moreover, In re O Farrell confirnse at 853

F.2d at 903,
7 USPQ2d at 1681, that the evidence the exam ner relies upon
in this case presents a classic “obvious-to-try” situation
which is not the standard for unpatentability under 35 U S. C
§ 103:
[ What woul d have been ‘obvious to try’ would have been
to. . . try each of nunerous possible choices until
one possibly arrived at a successful result, where the

prior art gave . . . no direction as to which of nmany
possi bl e choices is likely to be successful.

14
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Conpare the exam ner’s responses (Exam ner’s Answer
(Ans.),
pp. 8-13) to appellants’ argunent that the prior art presents
persons having ordinary skill in the art with no nore than an
invitation to experinment, an argunent that refers to In re
Bel |,
991 F.2d 781, 26 USPQ2d 1529 (Fed. G r. 1993), especially the
court’s discussion of Wissman’s nmethod of probing for and
i sol ati ng cDNA encodi ng proteins with known am no acid
sequences and the rel evance of methods of isolating cDNA using
probes based on the am no acid structure of the protein it
encodes to the patentability of clains drawn to the cDNA

itself.* For exanple, the exam ner enphasizes that the

4 Nei t her the exam ner nor appellants have addressed or
consi dered the holdings and opinions in In re Deuel, 51 F.3d 1552,
34 USP@@2d 1210 (Fed. CGir. 1995) and Ex parte ol dgaber, 41 USPQd
1172 (Bd. Pat. App. & Int. 1995). Mreover, resolution of the
issues in this case with regard to the patentability of Cains 7
and 9(7) does not necessitate our consideration of the hol dings

and opinions in those cases relative to In re Bell, supra, with in
dept h conparison of the underlying facts in this case to the facts
therein. It should suffice to say that the decision in this case

is dictated by the fact unique to this case that the clained

met hod uses cDNA whi ch encodes a sequence of 204 am no aci ds, not
the 43 am no acid sequence the prior art discloses. See In re
Cchiai, 71 F.3d 1565,

1572, 37 USPR2d 1127, 1133 (Fed. Cir. 1995) (Obvi ousness deter-

15
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pepti de having 204 am no acids encoded by the cDNA utilized in
the nethod of Claim?7 has the sane -Trp-Ady-Trp-Cys- interna
sequence (Trp has a uni que codon) as the known 43 am no acid
sequence of mature hevein (Ans.,
pp. 9-11), yet the fact that appellants’ clainmed nethod
utilizes cDNA which encodes a 204 am no acid precursor i s not
considered to be a material distinction. W disagree.

The exam ner states (Ans., pp. 11-13, bridging para.
(3)):

Wil e applicants urge that the actual gene

expressi on product and encodi ng cDNA sequence are

| arger than the known hevein protein having only

43 am no acids, one of ordinary skill in the art

in carrying out the nethod of Weissman . . . would

have inherently or inevitably obtained the full-Ilength

cDNA sequence corresponding to the gene encodi ng the

protein which included these 43 am no acids .
In our view, the exam ner erroneously equates the requisite
“l'i keli hood of success” to inevitability. Rather, for

obvi ousness under 35 U.S.C. § 103, persons having ordinary

skill in the art would have had to have a reasonabl e

m nations require a fact-specific analysis of the clainms and prior
art. Per se rules of obviousness are legally incorrect.)

16
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expectation of success in view of the cited prior art. See |

re OFarrell,

853 F.2d at 903, 7 USP@d at 1681 (“For obvi ousness under 8§

103, all that is required is a reasonabl e expectation of

success.”)
The exam ner predicts (Ans., p. 12, |. 12-17):
Thus, one of ordinary skill in the art would have kept

probing until encountering the intact termnator (i.e.,

i ncl udi ng pol yadenyl ati on signal) and such a sequence

woul d have inherently encoded the rest of the naturally

encoded previously unknown pol ypeptide portion C-term nal

to the NNtermnal 43 am no acid sequence whi ch was known.
The position taken by the examner falls fromits own weight.
Since the examner admts that the Ctermnal position of the
protein in question was “unknown” at the tinme of the present
invention, it is not clear why one of ordinary skill in the
art woul d have had reason to look for it, let alone a
reasonabl e expectation of finding it. This is not obviousness
within the nmeaning of 35 U.S.C. 8 103. This is surprise which

is nore indicative of patentability.

B. Rej ections under 35 U.S.C. § 102(f) and § 103

But for the fact that the clainmed subject matter in In re

Katz, 687 F.2d 450, 215 USPQ 14 (CCPA 1982), was rejected

17
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under 35 U.S.C. 8§ 102(g) over prior publications whose
aut horshi p i ncluded a student not naned as a coi nventor of the
subject matter clained in the patent application and the
clainms in this application stand rejected under 35 U. S.C. §
102(f) over subsequent publications whose authorship includes
a student, Lee, not named as a coinventor of the subject
matter claimed in this patent application, the evidence in the
two cases is virtually identical. This case simlarly
contai ns a Decl aration Under
37 CFR 8§ 1.132 (attachnent to appellants’ Supplenental Brief
Under 37 CFR 8§ 1.193(b)) by a coinventor, Natasha V. Raikhel
whi ch states in paragraph (1) thereof that “Dr. Lee’s contri-
bution was as a student at Mchigan State University and he
performed routine experinmentation under her supervision.”

That the holding in Katz applies to rejections under

35 U S.C. 8 102(f) is evident fromEx parte Kroger, 218 USPQ

370 (Bd. App. 1982). 1In the case then before the Board
“various declarations were submtted by Kroger and Rod to the
effect that Kroger and Rod are inventors and that Knaster

nmerely carried out assignnents and worked under the

18
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supervision and direction of Kroger.” 1d. at 371. The Board
stated at 371-372:
If this were all the evidence in this case, then
we woul d be constrained to agree that Kroger et al are
the inventors and that Knaster is not a coi nventor.
The difference in Kroger was that the record included

addi ti onal evidence which showed that (1) Knaster refused to

sign a

decl aration that he was not a coinventor, and (2) Knaster
wr ot e
a letter to the PTO declaring hinself to be a coinventor of
t he invention cl ai ned.
In this case, we have only an exam ner’s specul ation
that Lee nust be a coinventor of the subject matter clainmed in

this application because of the repeated use of the pronoun

we” in the | ater published papers which Lee co-authored and
coi nventor Rai khel’'s reference to “Dr. Lee” in her declaration
(Suppl enental Exami ner’s Answer, pp.2-4). However, the

exam ner may recall that the PTO was expressly cautioned

against just this type of speculation in |In re Katz, 687 F.2d

at 455-56, 215 USPQ at 18 (enphasi s added):

19
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[We hold that authorship of an article by itself does
not

raise a presunption of inventorship with respect to the

subject matter disclosed in the article. Thus, co-
aut hors

may not be presuned to be coinventors nerely fromthe
fact

of co-aut horshi p.

: [ When there was] anbiguity created by the
printed publication . . . [i]t was incunbent, therefore,
on appellant to provide a satisfactory show ng whi ch woul d
| ead
to a reasonable conclusion that he is the sole inventor.

In the declaration, appellant provides the
expl anati on

that the co-authors of the publication . . . “were
students
wor ki ng under the direction and supervision of the
i nvent or .. . ." This statenent . . . provides a clear
alternative
conclusion . . . . On the record here, the board should
not have engaged in further speculation as to whether
appellant’s view was shared by . . . [the] co-authors but
rat her shoul d have accepted that . . . [the co-authors]

wer e

acting in the capacity indicated, that is, students
wor ki ng

under the direction and supervision of appellant. From
such

a relationship, joint inventorship cannot be inferred in
t he

face of sworn statenents to the contrary.

In Iight of Raikhel’'s declaration, the examner erred as a

matter of law in presum ng that the co-authorship of the Lee

20
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| and Lee Il publications raises the presunption that Lee is
a coinventor of the subject matter appellants cl ai ned.
Accordingly, we reverse the examner’'s rejections of Cains
7-11 under 35 U.S.C. 8§ 102(f) and under 35 U.S.C. 8 103 in
vi ew of subject matter the exam ner deened to be prior art
under

35 U S.C § 102(f).

4. Concl usi on

We vacate the examner’s rejection of Clains 8, 10(8),
and 11(8) under 35 U.S.C. 8 103 in view of the conbi ned
t eachi ngs of Wl uj ono, Broekaert, Wissman and Wite.

We reverse the examner’s rejection of Clains 7 and 9(7)
under 35 U.S.C. 8 103 in view of the conbi ned teachings of
Wal uj ono, Broekaert, Wissman and Wite.

We reverse the examner’'s rejection of Clains 7-11 under

35 U.S.C. § 102(f).

We reverse the examiner’s rejection of Clains 7-11 under

21
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35 US.C. 8 103 in viewof prior art avail able under 35 U S. C

§ 102(f).

We remand this application to the exam ner to ascertain
the scope of the phrase “wherein the cDNA is derived fromthe
cDNA shown in Figure 2 which detects the presence of the
hevei n peptide sequence encoded by the RNA” in Caim8 and
determ ne whether the patentability of Clains 8, 10(8), and
11(8) under
35 US.C. 8 103 in view of the conbi ned teachi ngs of Wal ujono,
Broekaert, Weissman and Wiite remains an issue in |ight of
this decision, the decision in Appeal No. 94-2156 (attached),

In re Bell, supra, In re Deuel, supra, and Ex parte Gol dgaber,

supr a.
This application, by virtue of its “special” status,

requires an imedi ate action. Mnual of Patent Exam ning

Procedure 8§ 708.01(d)(6th ed., Jan. 1995). It is inportant
that the Board be infornmed pronptly of any action affecting

the appeal in this case.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

VACATED- | N- PART; REVERSED- | N- PART; and REMANDED

WLLIAMF. SM TH
Adm ni strative Patent Judge

N N N N N

TEDDY S. GRON BOARD OF
PATENT
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

THOVAS A. WALTZ
Adm ni strative Patent Judge

N N N N N
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lan C. McLeod
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