THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Bef ore WElI FFENBACH, ELLIS and OAENS, Adm ni strative Patent
Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe examner’s final rejection of

! Application for patent filed April 20, 1992. According
to appellants, the application is a continuation of
Application 07/094, 220, filed Septenber 8, 1987, now
abandoned, which is a continuation-in-part of Application
06/ 905, 827, filed Septenber 10, 1986, now abandoned.
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clainms 19-27, which are all of the clainms remaining in the
appl i cation.
THE | NVENTI ON

Appel lants claima nethod for the selective am dination
of a diam no conpound having a particular generic fornmula to
an
"-am no- T- guani di no conpound by reacting the diam no conpound
with a formam di nesul fonic acid of a specified generic
formula. daim19 is illustrative and is appended to this
deci si on.

THE REFERENCES

Patchett et al. (Patchett) 0 012 401 Jun. 25, 1980
(Eur opean patent application)

Al hede et al. (Al hede) 1 587 258 Apr. 1, 1981
(British patent)

THE REJECTI ON
Clainms 19-27 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Al hede al one or in conbination with
Pat chett .

OPI NI ON

We have carefully considered all of the argunents
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advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejection is not well
founded. Accordingly, this rejection will be reversed.

Al hede di scl oses a nethod for produci ng guani di nes by

reacting formam di nesul fonic acids with primary nonoani nes

(page

1, line 39 - page 2, line 20). The formam di nesul fonic acids
differ fromthose recited in appellants’ claim19, but
appel l ants state that they do not assert that this difference
is a patentable distinction (brief, page 4). Appellants argue
that the patentable distinction lies in the difference between
the am ne reactants and the products of appellants and those

of Al hede. See id.

The exam ner argues (answer, page 6):

A chem cal process with a predictable outcone
and ot herw se obvious is not rendered unobvi ous
sinply because either or both the starting nateri al
and the product are novel. In re Durden, 763 F.2d
1406, 226 USPQ 359 (Fed. Gir. 1985). As such,
appel l ants’ use of an anal ogous di am ne reactant in
the otherwi se old am dination process is not, in and
of itself, sufficient to render the herein-clained
process unobvi ous.
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The exam ner reached his concl usi on of obvi ousness of

appel l ants’ cl ained invention based on a per se rule that use
of a new starting material in a prior art process or nmaeking a
new product by such a process woul d have been obvious to one
of ordinary skill in the art. As stated by the Federa

Circuit inln re Cchiai, 71 F.3d 1565, 1572, 37 USPQd 1127,

1133 (Fed. Cir.

1995), “reliance on per se rules of obviousness is legally

i ncorrect and nust cease.” The court further stated:

Mere citation of Durden, Al bertson, or any other
case as a basis for rejecting process clains
that differ fromthe prior art by their use of
different starting materials is inproper, as it
sidesteps the fact-intensive inquiry mandated by
section 103. In other words, there are not
“Durden obvi ousness rejections” or “Al bertson
obvi ousness rejections,” but rather only section
103 obvi ousness rejections.

In re Cchiai, 71 F.3d at 1570, 37 USP@@d at 1132.
When an exami ner is determ ning whether a claimshould be

rejected under 35 U.S.C. 8§ 103, the clained subject matter as
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a whol e nust be considered. See Cchiai, 71 F.3d at 1569, 37
USP@d at 1131; In re Brouwer, 77 F.3d 422, 425, 37 USPQd
1663, 1666 (Fed. Cir. 1996). The subject natter as a whol e of
process clainms includes the starting materials and product
made. Wen the starting and/or product materials of the prior
art differ fromthose of the clained invention, the exam ner
has the burden of explaining why the prior art would have
notivated one of ordinary skill in the art to nodify the
materials of the prior art process so as to arrive at the
claimed invention. See Cchiai, 71 F.3d at 1570, 37 USPQd at
1131. The exam ner asserts that “[i]t is clear fromthe

di scl osure in Al hede that am nes generally may be reacted with
the sulfonic acid derivatives to form guani di nes”, but does
not explain why the disclosure of the use of prinmary

nonoam nes woul d have suggested, to one of ordinary skill in
the art, the use of conpounds having two primary am ne groups,
particul arly conpounds which have the structure recited in
appel l ants’ claim 19 and which undergo a sel ective reaction as
recited in that claim

The exam ner further argues (answer, page 7):
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It is reasonable to expect that compound (I1)

[sic, compound (Ill) in appellants’ claim19] would

preferentially react wwth a primary am no group

particularly in situations where Ais a bul ky

peptidyl residue, for exanple. The Patchett

ref erence appears to support the exam ner’s hol di ng

that one of ordinary skill in the art would have

expected a primary amno group to be nore reactive

with a sul fonyl oxy group containing conpound than a

secondary am no group

This argunent is not relevant to appellants’ clained
nmet hod. The “A” group referred to by the exam ner does not
appear in appellants’ clains, and appellants’ diam no
conmpound has no secondary ami no group

For the above reasons, we conclude that the exam ner has
not carried his burden of establishing a prina facie case of

obvi ousness of appellants’ clained invention over Al hede.

The exam ner relies upon Patchett as evidence that
reaction of a formam di nesulfonic acid with a conpound’s
primary am no groups is preferred over reaction with secondary
am no groups (answer, pages 5 and 7). This argunent is not

wel | taken because the diam no conpound in appellants’ clains
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does not include a secondary am no group. Thus, we concl ude
that the exam ner has not carried his burden of establishing a
prima facie case of obviousness of appellants’ clained
i nvention over the conbined teachings of Al hede and Patchett.
We note that the clains in the parent application,
07/ 094, 220, were finally rejected, as in the present case,
under 35 U.S.C. § 103 over Al hede alone or in view of
Patchett, and that the rejection was affirned by the Board
(Appeal No. 90-1038). Unlike the present case, the clains in
the parent case permt the diam no conpound to include a
secondary amne, and do not require selectivity to one primary
am no group over a second prinmary amno group. Also, in the
parent case the Board relied upon U S. 4,656,291 to Maryanoff
et al., which is not applied in the present case. Moreover,
in the parent case, the Board relied upon In re Durden, 763
F.2d 1406, 226 USPQ 359 (Fed. Cir. 1985), but did not have the

benefit of the court’s discussion of Durden in Cchiai and
Brouwer, supra. For these reasons, the Board' s decision in

the parent case is not controlling as to the present case.

DECI SI ON



Appeal No. 94-2062
Application 07/870, 841

The rejection of clains 19-27 under 35 U S.C. 8§ 103 as

bei ng unpat ent abl e over Al hede al one or in conbination with

Pat chett is reversed.

REVERSED

CAMERON WEI FFENBACH
Adm ni strative Patent Judge

JOAN ELLI'S
Adm ni strative Patent Judge

TERRY J. OVENS
Adm ni strative Patent Judge

N N N N N N N N N

p—

BOARD OF PATENT
APPEALS AND
| NTERFERENCES



Appeal No. 94-2062
Application 07/870, 841

Tom M Moran
Pat ent Law Departnent, A2-200

Syntex (U . S.A) Inc., 3401 Hillview Ave.
P. O. Box 10850

Pal o Alto, CA 94303
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APPENDI X
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