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A.  Background

The subject matter of this interference is an
angi opl asty device including rel easabl e | ocki ng nmeans which in
the | ocked position prevents relative axial novenent between
the catheter body and the guidewire while permtting relative
rotati onal novenent therebetween, providing "fixed wire"
operation. \Wen the |ocking neans is in the unl ocked
position, the device provides "over-the-wire" operation,
wherein the catheter body is both axially and rotationally
novable with respect to the guidewre.

Seifert provoked the interference by filing a
rei ssue application including new clains 31-35 based on

Dance's clainms 1-4 and 8, respectively. The interference was

- 3 -
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initially declared with these clains designated as
corresponding to Counts 1-3 as foll ows:

Count 1: Dance's claim1l and Seifert's claim 31;

Count 2: Dance's clainms 2-4 and Seifert's clainms 32-
34; and

Count 3: Dance's claim8 and Seifert's claim 35.
I n Paper No. 55, the Administrative Patent Judge (APJ)
redeclared the interference to additionally designate
Seifert's reissue application claim1® to correspond to Count
1. Furthernore, because the parties's briefs for final
heari ng do not separately argue the three counts, the APJ
again redeclared the interference in Paper No. 105 to

designate all of the involved clains (i.e., Dance's clains 1-4

3 Al though reissue application claim1l is identical to
original patent claim1, the patent was not added to the
interference. The APJ's "Decision on Dance request for
reconsi deration" (Paper No. 53) (hereinafter "Decision on
Reconsi deration") includes, at 8, the followng instruction to the
exam ner regarding Seifert's remai ning uni nvol ved rei ssue
application clains: "In the event a final judgnment is entered
against clains 1 and 31 in this interference, the exam ner should
consi der whether any of Seifert's other noninvol ved rei ssue clains
shoul d be rejected on the ground that they are patentably
indistinct fromthose clainms. 1n re Deckler, 977 F.2d 1449, 1452-
53, 24 USPQR2d 1448, 1449-51 (Fed. Cr. 1992)." As w |l appear,
none of Seifert's involved clains have been determ ned to be
unpat ent abl e.
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and 8 and Seifert's reissue application clains 1 and 31-35)
as corresponding to Count 1, which is identical to Dance's
claim1l and reads as foll ows:
Count 1
An apparatus conpri sing:

a. a catheter body having a proxinal
end and a distal end;

b. a guidewire having a proximl end
and a distal end noveably | ocated wthin
sai d cat heter body;

c. releasably engagi ng neans attached
to said guidewire proxi mal end for
rel easably engagi ng sai d gui dewi re agai nst
| ongi tudi nal nmovenent with respect to said
cat heter body, said rel easably engagi ng
means conprising conpressible fixation
means for fixing the position of said
guidewire in said catheter body upon
conpression thereof, and conpression neans
associated with said conpressible fixation
means for conpressing said conpressible
fixation nmeans; and

[d.] rotating neans attached to said
guidewire for rotating said guidewire with
respect to said catheter body.
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B. The issues

The parties' briefs* for final hearing raise the
foll ow ng issues:

(1) Priority;

(2) Whether Dance is entitled to a Certificate of
Correction of patent claiml1; and

(3) Whether Seifert's reissue clains 31-35 are
unpat ent abl e under 35 U.S.C. 8§ 251, including whether the APJ
erred in allowing Seifert to rely on the Nanto® and Hoorntj e®
articles in connection with this issue.

I n addition, subsequent to the final hearing, Dance

filed a notion under 8 1.635 to strike the initial reissue

4 Dance's opening brief and reply brief are referred to
hereinafter as "D.Br." and DR Br." and senior party Seifert's
brief is referred to as "S.Br." Seifert's record and exhibits
are identified hereinafter as "SR' and "SX, " respectively.
Consi stent with the parties' briefs, Dance's record, which
contains his exhibits, is identified as "JR' ("J" neaning
junior party).

5 S, Nanto et al., A Techni que for Changing a PTCA Bal | oon
Cat heter Over a Requl ar-lLength Guidewire, 32 Catheterization and
Car di ovascul ar Di agnosis 274-77 (1994) (JR 35-38).

6 Jan C.A Hoorntje, How To Change an Over-the-Wre PTCA
Bal | oon Over a Normal Short Guidewire, 18 Catheterization and
Car di ovascul ar Di agnosis 284 (1989) (JR 29-34).

-6 -
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decl arations of Seifert, Downey, and Shank on the ground that
t hey contain inadm ssi bl e hearsay.

Finally, there is an unbriefed issue to be
considered: Seifert's Mdtion under 8§ 1.634 to add Robert
Scri bner as a coinventor. The APJ’ deferred consideration of
this notion to final hearing together with consideration of
Dance's notion® under § 1.633 (sic, 8 1.635) to strike or hold
non-responsi ve the supplenental Scribner affidavit (SR 10)
filed in support of the 8 1.634 notion. The failure of the
parties' briefs to discuss the nerits of these notions
presumably results fromthe m staken i npression that deferred
notions need not be discussed in the briefs. Sections
1.656(b)(6) and (c) require each party's opening brief to
contain an argunent portion containing its contentions with
respect to the issues it is raising for consideration at final
hearing. The commentary to the adoption of 8 1.656(b)(6) in
its current form in discussing the junior party's opening

brief (Seifert is the senior party), explains that the issues

" See Paper No. 40, "DECI SIONS ON MOTI ONS, ORDER TO SHOW
CAUSE, ETC. " (hereinafter "Decisions on Mdtions") at 11-15 and
Deci sion on Reconsideration at 8.

8 Paper No. 51.
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the party is raising at final hearing include the issues
raised in its deferred notions and its denied notions:

In order to clarify that the opening
brief of a junior party need not
address the evidence of the other
parties, 8 1.656(b)(6), as adopted, is
revised to require only that the
junior party's opening brief contain
the contentions of the party "with
respect to the issues it is raising
for consideration at final hearing."
These i ssues woul d include the junior
party's case-in-chief for priority

W th respect to an opponent or
derivation by an opponent as well as
matters raised in any denied or
deferred notions of the junior party
that are to be reviewed or considered
at final hearing.

Pat ent Appeal and Interference Practice -- Notice of Final

Rule, 60 Fed. Reg. 14,488, 14,516 (March 17, 1995), reprinted
in 1173 Of. Gaz. Pat. & Trademark O fice 36, 60 (April 11
1995) .

Al though the senior party's brief is not specifically
addressed in the comrentary, it should be clear that the

i ssues the senior party is raising for final hearing |ikew se
i nclude any deferred notions the senior party w shes to have
considered at final hearing. Despite this apparent oversight,

Seifert's 8 1.634 notion and Dance's notion to strike will be
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consi dered because they concern the inventorship of an
i nvol ved application and Seifert presumably is in possession

of all of the relevant facts. Conpare Schul ze v. G een,

136 F.3d 786, 791, 45 USPQ2d 1769, 1774 (Fed. Cir. 1998):

Appel l ants rai sed the issue of proper
i nventorship, and Appellants had all of the
facts necessary to present the issue.
Theref ore, because Appel |l ants’
patentability question of inventorship was
fairly raised, could have been and stil
can be fully presented during the
interference, it nust be resolved inter
partes. As the legislative history of the
1984 Amendnents reflects, by conbining the
two boards, "all issues of patentability
and priority which arise in an interference
can be decided in a single proceeding
rather than in a series of conplicated
inter partes and ex parte[] proceedi ngs. "
See 130 Cong. Rec. 28,065, 28,072 (1984),
reprinted in 1984 U S.C.C. A N 5827,
5836- 37.

C. Standard of review with respect to matters
addressed in APJ's deci sions on notions

We note that although several of the substantive
i ssues before us were raised in notions which were decided in
the APJ's Decisions on Mdtions and Decision on
Reconsi deration, those decisions are not entitled to deference
by this panel. See 8§ 1.655(a) as anended effective March 16,

1999, which provides
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that "[t] he abuse of discretion standard shall apply only to

procedural matters."” Consideration of Interlocutory Rulings

at Final Hearing in Interference Proceedings, 64 Fed. Reg.
12,900, 12,901 (March 16, 1999). Nevertheless, the party
requesting nodification of an interlocutory order® bears the
burden of showi ng that the order should be nodified. 37 CFR §
1.655(a) (1999).
D. Dance's case for priority

Dance's burden of proof on the question of priority
is by a preponderance of the evidence. 37 CFR 8 1.657(b).
Only if Dance succeeds in proving a date of invention prior to
the February 2, 1990, effective filing date of Seifert's
rei ssue application will it be necessary to consider Seifert's
priority evidence.

Dance's prelimnary statenment!® all eges conception on

or before Septenber 5, 1989, an actual reduction to practice

® 37 CFR 8§ 1.601(qg) provides: "A final decisionis a
deci sion awardi ng judgnment as to all counts. An interlocutory
order is any other action taken by an adm nistrative patent judge
or the Board in an interference, including the notice declaring an
interference."

10 pPaper No. 30.
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on or before March 15, 1990 (which is one nonth after

Seifert's

benefit date), and diligence beginning on or before Septenber
12, 1989. O the facts alleged in the "Statenent of Facts”
portion of Dance's opening brief, only the foll ow ng concern
Dance's case for priority (D.Br. 7-8):

12. The invention of the Dance patent
was concei ved solely by Creg W Dance and
di sclosed in detail to Randy Dennis on
Cctober 9, 1991 (See declarations of Randy
Dennis and Creg W Dance and attachnents
thereto).

13. The structure that was discl osed
to Randy Dennis was attached to the Dance
Prelimnary Statenment and becane the
subj ect of the Dance U.S. Patent 5,117, 839.
(Dance decl aration. Para. 6)
14. That the [sic] disclosure of Creg
W Dance is sufficiently detailed that a
skill ed machinist could build the catheter
depi cted w t hout exercise of inventive
skill (Dance declaration para. 8).
The argunent portion of Dance's opening brief contains no
di scussi on what soever of Dance's case for priority and
therefore clearly fails to satisfy the requirenents of
88 1.656(b)(5) and (6) concerning the statenent of facts and

the argunent portions of a junior party's opening brief.

- 11 -
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Conpare Ganguly v. Sunagawa, 5 USPQ2d 1970, 1972 (Bd. Pat.

App. & Int. 1987), which involved a junior party brief filed
under predecessor rule 1.254:

[We agree with Sunagawa that Ganguly's
brief does not neet the requirenments of 37
CFR 1. 254, which specifies that the junior

party

shall present in his brief "a clear
statenent of the points of |aw or fact upon
which he relies". As noted by Sunagawa,
Ganguly nerely sets forth broad | ega
conclusions with no nmention of the facts.
We agree with Sunagawa that the Ganguly
brief is sinply an invitation to read the
Ganguly record and does not fairly conply
with the requirenments of the rule for
briefs at final hearing.

Al so conpare In re Borkowski, 505 F.2d 713, 718, 184 USPQ 29,

33 (CCPA 1974) (vague and general statenents in the broadest
terms as to what the exhibits show along with the assertion
that the exhibits describe a reduction to practice anounts
essentially to pleading, unsupported by proof or a show ng of
facts). While we could enter judgnment agai nst Dance on the
priority issue for failing to conply with these requirenents,
we decline to do so, as Seifert has not requested the entry of

j udgnent on that ground.
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Dance's priority evidence consists of declarations
by noni nventor Randy Dennis (JR 7-8) and by inventor Creg
Dance (JR 16-18). Attached to each declaration is a copy of
Dance's prelimnary statenment! (JR 9-15; JR 19-25), including
four sheets of draw ngs.!* Dance's affidavit testinony and

t hese

drawings are entitled to weight only to the extent they have

i ndependent corroboration. Hahn v. Wng, 892 F.2d 1028, 1032-

33, 13 USP2d 1313, 1317 (Fed. Cr. 1989) ("The inventor
nmust provi de i ndependent corroborating evidence in addition to

his own statenents and docunents. See Lacotte v. Thomms, 758

F.2d 611, 613, 225 USPQ 633, 634 (Fed. Cir. 1985).").
Denni s's declaration (JR 7-8, 1Y 1-5), quoted bel ow,
presumably is being offered to corroborate inventor Dance's

testi nony®® about conception:

1 Filed as Paper No. 30.

12 Al't hough the schedule in Paper No. 54 included dates for
each party to request and perform cross-exam nation of the
opponent's affiants, no cross-exam nation was conduct ed.

13 Dance, JR 16-17, 11 1-9.

- 138 -
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1. | am Vice President of Marketing and Sal es
of Lake Regi on Manufacturing, Inc. | have
seni or managenent responsibility for
product marketing for Lake Region.

2. In 1989 | was enployed by Lake Regi on as
its director of marketing and sales. As
such | had responsibility for interacting
with research and product devel opnent
personnel to help define potential new
product s.

3. | have reviewed the Prelimnary Statenent
filed by party Dance in the subject
interference attached hereto, and
especially the four drawi ng pages attached
thereto. | note that ny signature appears
bel ow that of Creg W Dance and is dated
Oct ober 9, 1989.

4. The draw ngs were created by Creg Dance and
were disclosed to ne on the date indicated
in a neeting. At the time |I understood the
features of the invention and al so
under st and

them now. They are quite clearly described
and | had no input to the preparation of
the drawi ngs or the features of the device
shown.

5. | do not believe, therefor [sic], that | am
a co-inventor with respect to the device
shown in the four pages of draw ngs
attached to the Dance Prelimnary
St at enent .
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Seifert has noved! to suppress paragraphs 3 and 4 and all four
sheets of draw ngs on two grounds, the first being the absence
of proper authentication:

Even assum ng the accuracy of the

signatures, they appear only on one of the

four drawi ng pages. No nexus is shown,

either fromthe drawi ngs thensel ves or from

t he Denni s declaration, between the four

pages nor is their [sic] any show ng as to

what the draw ng pages purport to disclose.

The draw ngs are inadm ssible under Rule

909, Fed. R Evid. [Mtion at 2.]
The Federal Rules of Evidence contain no Rule 909; however, it
is clear fromthe foregoing argunent that Rule 901 was
intended. We will not suppress the draw ngs as | acking
aut hentication. Dance's unrebutted testinony is sufficient to

make a prima facie show ng that these draw ngs were prepared

by Dance on or before October 9, 1989, which is enough to
satisfy the authentication requirenent. Seifert's second
argunent is that the draw ngs

al so are i nadm ssi bl e because junior party
has not conplied with 37 CF. R 81.671(f)

that requires that "the significance of
docunentary and ot her exhibits identified
by a witness in an affidavit...shall be
di scussed with particularity by a

¥4 Paper No. 77.
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wi tness.” None of the declarations of

M. Fleischhacker, M. Dennis or M. Dance
di scusses the significance of the four
drawi ng pages or provides an expl anation
as to what they show Quite clearly, the
drawi ngs have no explanatory text. The
drawi ngs do not speak for thensel ves.

[ Motion at 2.]

This argunent i s unconvincing because Seifert has not
established that the nature of the drawings is such that their

contents require explanatory testinony. Conpare Price v.

Synsek, 988 F.2d 1187, 1195-96, 26 USPQd 1031, 1037 (Fed.
Cr. 1993), which held that the content of a particular
drawing did not require corroboration by a w tness:

The board erred in its understandi ng
that what a drawi ng discloses invariably
needs to be supported by corroborating
evi dence. Hol mwod [v. Sugavanani, 948
F.2d [1236,] 1238-39, 20 USPQ2d [1712,]
1714 [(Fed. Cir. 1991)]. Exhibit 13 is
before the board for the board to make its
own determ nations as to what this piece
of evidence discloses. Unlike a situation
where an inventor is proffering oral
testinony attenpting to renenber
specifically what was conceived and when it
was conceived, a situation where, over
time, honest w tnesses can convince
t henmsel ves that they conceived the
i nvention of a val uable patent, Eibel
Process [Co. v. Mnnesota & Ontario Paper
Co.], 261 U S. [45,] 60
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[ (1923)], "corroboration” is not necessary
to establish what a physical exhibit before
the board includes. Only the inventor's
testinony requires corroboration before it
can be considered. Hol mwod, 948 F.2d at
1239, 20 USPRd at 1715 (citing Borror v.
Herz, 666 F.2d 569, 572-73, 213 USPQ 19, 22
(CCPA 1981)). Wiile evidence as to what
the drawi ng would nmean to one of skill in
the art nmay assist the board in evaluating
the drawi ng, the content of Exhibit 13 does
not itself require corroboration. See Loom
Co. v. Higgins, 105 U S. (15 Oto) 580,
594, 26 L. Ed. 1177 (1882) ("An invention

: may be exhibited either in a drawi ng or
in a nodel, so as to lay the foundation of
aclaimto priority, if it be sufficiently
plain to enable those skilled in the art to
understand it.").

Accordingly, Seifert's notion to suppress the four pages of
drawi ngs attached to Dennis's declaration and Dennis's
testi nmony about themis denied.

| nasnuch as Seifert does not deny that the count
reads on the apparatus shown in the four draw ngs, Dance is
hereby accorded a conception date of Cctober 9, 1989, which is
prior to the February 2, 1990, filing date of Seifert's '061
pat ent .
However, in order to prove a date of invention prior to
Seifert's February 2, 1990, filing date, Dance al so nust prove

di li gence
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during the critical period running fromjust before Seifert's
filing date (considered to be the date of Seifert's entry in
the field prior to evaluation of Seifert's priority case) up

to Dance's Septenber 18, 1990, filing date. Scharmann v.

Kassel , 179 F.2d 991, 996, 84 USPQ 472, 476 (CCPA 1950):

Were one is first to conceive and |ast to reduce to
practice, he has the burden as first conceiver to
affirmatively establish continuing and reasonabl e

di li gence, or reasonabl e excuse for failure to act,
in reducing to practice froma date i medi ately
prior to the time the subsequent inventor entered
the field until reduction to practice by hinself as
the first conceiver. Hull v. Davenport, 24 C C P. A
(Patents) 1194, 90 F.2d 103, 33 USPQ 506 [1937].

| nventor Dance's affidavit (JR 17-18, f 10) all eges
the followi ng acts, presumably as proof of diligence:

a. A patentability search was
initiated on October 11, 1989;

b. An initial evaluation of the
patentability was recei ved on October 24,
1989;

c. Mre formal engineering draw ng[s]
were prepared by Lake Regi on enpl oyee Don
Hanson on Novenber 10, 1989;

d. Devel opnent of the invention
depicted was included in a Product
Devel opnent Pl an dated January 10, 1990;

e. Aninitial draft of the patent
application relating to this invention was
prepared by about March 15, 1990;

f. Another set of draw ngs depicting
the invention were prepared on or about
March 26, 1990;
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g. Wirk on the invention was
di scussed in a letter dated April 4, 1990
to one of Lake Region's vendors, CAD/ CAM
Engi neeri ng;

h. Work on the draft patent
application continued with redrafts being
generated dated May 9, 1990, July 25, 1990,
and August 15, 1990[; and]

i. The Application was filed on
Sept enber 18, 1990.

None of these docunents have been introduced into evidence,

l et alone with authenticating testinony by soneone other than
Dance. Furthernore, the preparation of these docunents is not
corroborated by Dennis or anyone el se. Dance therefore has
failed to prove diligence, with the result that judgnent is
bei ng

entered infra against Dance's invol ved clains based on his

failure to prove a date of invention prior to Seifert's filing
dat e.
E. Seifert's case for priority

Dance's failure to prove a date of invention prior
to Seifert's filing date makes it unnecessary to consider
Seifert's priority evidence or Dance's contention (D.Br. 20)
that sonme of it, i.e., the declarations by James F. Crittenden
(SR 1), Marianne G Strong (SR 6), and Russell Bowden (SR 8)

and Exhibits SX1-SX5, should be denied entry.

- 19 -
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F. Seifert's 8 1.634 notion to add Scribner as a coi nventor
1. The evidentiary requirenents of a 8 1.634 notion
As the parties' briefs were filed before the
Decenber 1, 1977, effective date of the amendnents which

li beralized sone of the PTO rul es, Changes to Practice and

Procedure; Final Rule, 62 Fed. Reg. 53,132 (Cct. 10, 1997),

reprinted in 1203 Of. Gaz. Pat. & Trademark O fice 63 (Cct.

21, 1997) (hereinafter 1997 Anendnents), we will sua sponte

consider the effects, if any, of those anendnents on Seifert's
8§ 1.634 notion,? which was filed in 1994 to correct the
inventorship in

his reissue application. More particularly, we wll consider
the effect of those amendnents on the type of evidence
required to establish that the error in inventorship in the
application occurred "w thout any deceptive intention." See
35 U.S.C. 8 116 (2000), third paragraph ("Wenever through
error a person is named in an application for patent as the
inventor, or through an error an inventor is not nanmed in an

application, and such error arose w thout any deceptive

5 Paper No. 33.
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intention on his part, the Comm ssioner may permt the
application to be anended accordingly, under such terns as he
prescribes.").

Section 1.634, which was not anmended in Decenber
1997, provides that "[a] party may file a notion to (a) anend
its application involved in an interference to correct
i nventorship as provided by 8 1.48 or (b) correct inventorship
of its patent involved in an interference as provided in
§ 1.324. See § 1.637(a)." Section 1.48 is one of the rules

affected by the 1997 anendnents. 1997 Anendnents, 62 Fed.

Reg. at 53, 137-40,

1203 O f. Gaz. Pat. & Trademark O fice at 68-70. Section
1.175, discussed infra, is another. 1d. at 53, 165-66, 1203
Of. Gaz. Pat. & Trademark O fice at 92-93. It is necessary
to consider the effect of these anmendnments on Seifert's 1994
notion because it is PTO policy to retroactively apply 88 1.48
and 1.175 as anended to applications pending on Decenber 1,

1997. See Changes to Patent Practice and Procedure --
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Training and I nplenentation Guide, Chapter 8, pp. 21-23 (copy

encl osed):

1. CORRECTION OF INVENTORSHI P - 37 C F. R
§8 1.41, 1.48, 1.324

(@B4) WII the changes to the rules with
respect to deceptive intent apply only to
applications filed after the effective date
of the rule?
Answer: No. The changes to the rules
with respect to deceptive intent wll
apply not only to applications filed
after the effective date of the rule,
but also to earlier-filed applications
that are pending on the effective date
of the rule. (See "Reissue Practice”
Section for a question relating to the
sufficiency of a reissue oath or
decl aration.)

See also Chapter 8, pp. 33-36 (copy encl osed):

VIl. REISSUE PRACTICE - 37 C.F.R 8§
1.171, 1.172, and 1.175

(QL31) 1Is an oath or declaration filed
bef ore Decenber 1, 1997, the effective date
of the final rule, evaluated under the
anended 37 CF. R 8 1.175 of the final rule
if the Ofice action is mailed after
Decenber 1, 19977
Answer: Yes. Even though the reissue
oath or declaration was filed prior to
the effective date of the new rul es,
the oath or declaration is revi ewed
under the anended version of 8 1.175.

One of the changes to § 1.48 was to nake it

i napplicable to reissue applications, as evidenced by its new

- 22 -
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title: "Correction of inventorship in a patent application,
other than a reissue application."* The comentary to 1997
Anendnent s explains that an inventorship change in a reissue
application is to be effected by filing new rei ssue oaths or
decl arations satisfying 8 1.175 as anended:

Where a rei ssue application nanes an
incorrect inventive entity in the executed
rei ssue oath or declaration (whether the
rei ssue application is filed for the sole
purpose or in-part to correct the
inventorship, or is filed for purposes

ot her than correction of the inventorship),
a new rei ssue oath or declaration in
conpliance with 8§ 1.175 may be subm tted
with the correct inventorship without a
petition under 8 1.48. This is because it
is the inventorship of the patent being
reissued that is being corrected (via a
rei ssue application). [1997 Anendnents at
53, 137, 1203 Of. Gaz. Pat. & Trademark
Ofice at 68.]

Furthernore, 8 1.175 as anended replaced the verified
statenent of facts previously required by §8 1.48(a)(1)to
establish that the inventorship error arose "w thout any
deceptive intention" with a sinple statenent to that effect:
Section 1.175 relating to the content
of the reissue oath or declaration (MPEP

1414), as well as 88 1.48 and 1.324
relating to correction of inventorship in

1 The previous title was "Correction of inventorship."
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an application and in a patent,
respectively, are anended to renove the
requi renent for a factual showi ng rel ating
to a matter in which a | ack of deceptive

i ntent nust be established. A

statenent as to a | ack of deceptive intent
is sufficient to neet the statutory

requi renent under 35 U. S.C. 251 of a lack
of deceptive intent relating to the
error(s) to be corrected by reissue, and a
factual show ng of how the error(s) to be
corrected by reissue arose or occurred is
not required. [1997 Anendnents at 53, 165,
1203 O f. Gaz. Pat. & Trademark O fice at
92.]

However, it is clear fromthe commentary this policy of
rel axing the evidentiary requirenents is based on ex parte

rather than inter partes considerations:

As the O fice no | onger investigates fraud
and i nequitable conduct issues[] and a

rei ssue applicant's statenent of a |ack of
deceptive intention is normally accepted on
its face (See MPEP 1448), the requirenent
in former 8 1.175(a)(5) that it be shown
how the errors being relied upon arose or
occurred wi thout deceptive intent on the
part of the applicant appears to be unduly
burdensone upon applicants and the Ofice,
and is deleted. [1997 Anendnents at
53,165, 1203 Of. Gaz. Pat. & Trademark
Ofice at 92.]

This description of PTO practice ignores the fact that the

inter partes nature of interference proceedings currently

permts the Board to consider fraud and inequitabl e conduct

- 24 -
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i ssues raised during an interference. Consideration of Fraud

and | nequi tabl e Conduct in Patent |Interferences Cases,

1132 Of. Gaz. Pat. Ofice 33 (Nov. 19, 1991); Interference

Practice: Consideration of Fraud and | nequitabl e Conduct,

1133 Of. Gaz. Pat. Ofice 21 (Dec. 10, 1991).' That this
relaxation of evidentiary requirenments with respect to
deceptive intent stenms fromthe difficulties encountered in
gat hering and eval uating evidence in an ex parte proceeding is
even nore evident fromthe follow ng explanati on of why these
requirenents were relaxed in 8 1.48 with respect to nonreissue
appl i cati ons:
For those situations where there was
deceptive intent, the Ofice is |acking

certain necessary tools for a thorough
inquiry (e.g., subpoena authority) to

17 Conpare Tropix Inc. v. Lumigen Inc., 53 USPQ@2d 2018, 2021
(Bd. Pat. App. & Int. 2000) ("Inequitable conduct is becom ng
altogether too routine in interference cases. The statute
(35 U.S.C. § 135(a)) gives the board jurisdiction over priority
and patentability. A plausible argunent can be made that
i nequitable conduct is neither priority nor patentability;
rat her, inequitable conduct is an equitable issue. See Gardco
Mg. v. Herst Lighting Co., 820 F.2d 1209, 1212, 2 USPQ2d 2015,
2018 (Fed. Cir. 1987) (defense of inequitable conduct is equitable
in nature). W decline at this time to resolve the argunment.
Rat her, at this time we exercise our discretion to determ ne
when i nequitable conduct nay be raised.").
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ascertain the truth thereof (as in other
situations under 88 1.28 and 1.56).
However, the inquiry cannot be waived by
the Ofice due to the statutory requirenment
under 35 U.S.C. 116. There is no other
reasonabl e course of action than to accept
as an explanation for the execution of a §
1.63 oath or declaration setting forth an
erroneous inventive entity that the
inventor did not renmenber the contribution
of the omtted inventor at the tinme the
oath or declaration was executed (absent
subpoena power and inter parties [sic]
hearings), and therefore further inquiries
into the matter other than a statenent of

| ack of deceptive intent are a waste of

O fice resources. [62 Fed. Reg. at 53,138,
1203 Of. Gaz. Pat. & Trademark O fice at
69. ]

The foregoing concerns are clearly inapposite to an inter
partes interference proceeding, which affords a party an

opportunity to, inter alia, (1) cross-exam ne an opponent's 8§

1.634 affiants or declarants pursuant to 8 1.672(d), (2)
request perm ssion under 8 1.639(c)-(f) to obtain direct
testinony fromothers, including the opponent, in order to
oppose a § 1.634 notion, and obtain a subpoena pursuant to 35
US C 8 24 and 37 CFR 8§ 1.671(g). W therefore hold that
despite the 1997 anendnents to 8§ 1.175, an interference party
nmoving under 8 1.634 to correct the inventorship in a reissue

application during an interference proceeding is required to

- 26 -
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support the notion with evidence establishing that the error

in inventorship occurred w thout any

deceptive intention. The appropriate quantum of proof for
such a notion is a preponderance of the evidence. Conpare

Bruning v. H rose, 161 F.3d 681, 48 USPQR2d 1934 (Fed. Cir

1998) (holding that during an interference involving a patent
i ssued froman application that was copending with the
interfering application, the appropriate standard of proof for
validity challenges is the preponderance of the evidence
standard) .
2. The nmerits of Seifert's § 1.634 notion
Seifert's reissue application when filed was not
acconpani ed by a reissue oath or declaration by any of the
three individuals naned as inventors in the patent, i.e.,
Seifert, Downey, and Shank. Instead, their reissue
decl arations'® were filed in response to a "NOTI CE TO FI LE

M SSI NG PARTS OF APPLI CATI ON - FI LI NG DATE GRANTED. "** These

8 Part of Paper No. 4 in the reissue application. These
decl arations are not included in either party's record for final
heari ng.

19 Paper No. 3 in the reissue application.
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initial reissue declarations, which allege that the original
patent is inoperative for claimng | ess than the patentees had
aright toclaimby reciting the extension wire limtations,
are addressed infra in our discussion of the § 251
unpatentability issue.

Seifert's 8 1.634 notion,?° filed for the purpose of
addi ng Robert M Scribner as an inventor, was acconpani ed by
second decl arations by Seifert (SR 29-33%), Downey (SR 25-
28%2) , and Shank (SR 21-242%), a first declaration by Scribner
(SR 13-15%%) with an attached sketch (SR 16),2 and a supporting
decl aration by non-inventor Jon McIntyre (SR 17-20%), all
attesting to the existence of the inventorship error. 1In his
Deci sions on Motions (at 11-15), the APJ (at 11-15) faulted

Scribner's declaration for failing to explain the error in the

20 pPaper No. 33.

22 Exhibit A to the notion.
22 Exhibit B to the notion.
zZ  Exhibit Cto the notion.
24 Exhibit E to the notion.
% Exhibit F to the notion.

%6 Exhibit Dto the notion.
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patent clainms, as required by 88 1.175(a) and (a)(3), and set
a one-nmonth period for the filing of a supplenental Scribner
decl aration, which was filed on March 6, 1996 (SR 10-12).
That suppl enental declaration and Dance's notion to strike it
or hold it non-responsive are addressed infra in our
di scussion of the § 251 unpatentability issue.

Dance argues that the 8§ 1.634 notion shoul d be
di sm ssed as untinely because it was filed twenty-two days
after the Cctober 3, 1994, due date? for prelimnary
statenents (Qpposition? at 3). This argunent is unconvincing,
because a 8 1.634 notion can be filed at any time during an

interference. See Schulze, 136 F.3d at 788, 45 USPQ2d at 1771

("I'n dismissing the notion to correct inventorship, the APJ
stated that '[t]he parties are rem nded that a notion under 37
CFR 8 1.634, since it is not a prelimnary notion, can be
filed or refiled at any appropriate tine in_an

interference'"). In any event, as already noted, it is

necessary to decide the inventorship question during this

i nterference because Seifert appears to be in possession of

21 See Paper No. 22.

28 pPaper No. 35.
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all of the relevant facts. Schulze, 136 F.3d at 791,
45 USPQ2d at 1774.

Dance's objection that the notion was not
acconpani ed by the witten consent of the assignee (Opp. at 1)
is now noot due to the subsequent filing of that consent.?®
Li kewi se, Dance's objection that Scribner's (first)
declaration fails to address the alleged "error” is noot in
view of the filing of Scribner's supplenental declaration (SR
10-12).

Dance next contends that the declarations show
Scribner to be the sole inventor of the subject matter of the
count: "A review of the declarations filed in support of this
notion | eaves one with the inpression that the only inventor
of the subject matter of 'the 061 [sic, the '061] patent is
t he person whose nane is to be added, i.e., Robert M
Scribner” (Opp. at 2). Assumng for the sake of argunent that
Dance is correct on this point, he is incorrect to argue that
this result is contrary to having Seifert, Downey, Shank, and
Scri bner named as joint inventors in the reissue application.

Were, as here, the application in question includes clains

2 Paper No. 8 in the reissue application.

- 30 -



Interference No. 103, 379

(here Seifert's rei ssue application clains 2-30) which are
not designated as corresponding to the count, the inventors
who are not naned as inventors of the subject matter of
the count are presuned to have contributed to the subject

matter of those clains. Conpare Larson v. Johenning,

17 USPQ@d 1610, 1614 (Bd. Pat.  App. & Int. 1991):

[I]n an interference such as this where al
of the clainms of Larson et al have been
desi gnated as corresponding to the count,
all of the joint applicants nust prinma
faci e be deened to be coinventors of the
subj ect matter of the count. . . . Cf.
Vander kooi v. Hoeschele, 7 USPQ2d 1253,
1256 (BPAlI 1987).

Furthernore, this conclusion is supported by the unrebutted
declaration testinony of Seifert (SR 29, § 5; SR 30, § 5%),

Downey (SR 25, § 6), and Shank (SR 21-22, { 6), who assert

t hey each contributed to at |east the feature of making the
guidewire with a reduced dianeter in the region of the

ball oon, as recited in reissue application claim2, which is

not desi gnated as corresponding to the count.?3

3 Numeral 5 is used to identify two different paragraphs at
pages 29 and 30.

3 Claim2 reads: "A dilatation catheter and guidewire as in
claim1 wherein the guidewire shaft, in the region of the balloon,
is of a reduced dianeter."”

- 31 -



Interference No. 103, 379

For the foregoing reasons, Seifert's 8§ 1.634 notion
to add Scribner as a coinventor in the reissue applicationis

gr ant ed.

G \Wether Seifert's reissue clains 31-35 are
unpat ent abl e under 35 U.S.C. § 251

Seifert's claim31, which is the only independent
claimof involved reissue clains 31-35, is broader than
Seifert's original independent patent clains 1, 14, and 23 in
several respects, of which Dance focuses on the om ssion of
the extension wire limtations, i.e., the "neans for attaching

an extension wre to the proximal end of the guidewre,"
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recited in clains 1% and 14, and the "connector elenent at the

proxi mal end of the guidewi re adapted to be connected to an

2 Seifert's patent claim1 and reissue application claiml
read as foll ows:

1. A dilatation catheter and gui dewi re
conpri si ng:

an elongate flexible catheter shaft having
a proximal end, a distal end, a guidewire |unen
and an inflation | unen;

a dilatation balloon nmounted on the distal
end of the shaft with the inflation | unmen being
in communication with the interior of the
bal | oon;

a gui dewire extending through the
guidewire |lunen, the guidewire conprising a
shaft adapted to extend fully through the
guidewire lunmen and a flexible distal segnent
affixed to the distal end of the guidewre
shaft, the flexible distal segnent extending
distally beyond the distal end of the catheter
shaft;

neans for attaching an extension wire to
the proximal end of the guidew re; and

means for rel easably |ocking a proxi nal
portion of the guidewire to the proxinal
portion of the catheter;

the guidewire lunmen being larger in
di aneter than the outer dianmeter of any portion
of the guidewire shaft proximal to the flexible
di stal segnent; and

t he | ocki ng neans, when | ocked, allow ng
the guidewire to be rotated relative to the
catheter while preventing relative axial
nmovenent between the guidewire and the
cat heter, and when unl ocked, allow ng the
guidewire to be rotated and advanced
i ndependently of the catheter. [Enphasis
added. ]

- 33 -



Interference No. 103, 379

extension wire," recited in claim?23. Dance argues that the

onm ssi on of these extension

wre features fromthe rei ssue clains nmakes them unpat ent abl e
under 35 U. S.C. 8§ 251 (a) for containing new matter and (b)
for recapturing subject matter surrendered during prosecution
of the original patent.?33

Each of the initial reissue declarations by Seifert,
Downey, and Shank3** contain the foll ow ng explanati on of the
all eged error in claimscope:

[ T]he clainms of the original patent include
l[imtations that are not necessary to the
patentability thereof. Independent C ains
1 and 14 recite "means for attaching an
extension wire to the proxi mal end of the
guidewire;...", and claim23 recites "a
connector elenent at the proximl end of

t he gui dewi re adapted to be connected to an
extension wire;...". | realized, after

i ssuance of this patent, that neither the
means for attaching an extension wire to
the proximal end of the guidewre, nor a
connector elenent at the proximl end of

t he gui dewi re adapted to be connected to an
extension wire are essential for practising

3% The reissue application was filed within two years of the
i ssue date of the original patent, as is necessary to obtain
broader clains. 35 U S. C. 8§ 251, |ast paragraph.

34 Rei ssue application paper No. 4.
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[sic] the broad teachings of the invention

di sclosed in the specification of the

patent. On information and belief, our

attorney, Arthur Z. Bookstein, was unaware

of the non-essential nature of those

[imtations and, therefore, did not realize

the true scope of the invention.
A simlar assertion appears in the supplenental declaration by
Scribner, at SR 10-11. No supporting declaration was filed by
Bookstein, although Seifert's brief for final hearing states
that "should it becone necessary or desirable to do so, such a
decl aration can and will be furnished" (S.Br. 17).

1. Dance's notion to strike
Scri bner's suppl enmental reissue declaration

Dance has noved* under 8§ 1.633 (sic, 1.635) to
strike Scribner's suppl enental declaration (SR 10-12) or hold
it non-responsive for "insufficiently describing any perceived
"errors'" (Motion at 1). This notion is denied on the ground
that the sufficiency of Scribner's supplenental declaration in
this regard goes to its weight rather than its admssibility.

Conpare Hollins v. De Petris, 201 USPQ 871, 873 (Bd. Pat.

Int. 1977) (assertion that evidence relates to a device that

3%  Paper No. 51.
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does not satisfy all of the limtations of the count goes to
wei ght rather than adm ssibility).

2. Dance's notion to strike the initial reissue
decl arations of Seifert, Downey, and Shank

On March 24, 2000, which is five and one-half nonths
after the oral hearing, Dance filed a notion®*® to strike the
initial reissue declarations of Seifert (SR 29-33), Downey
(SR 25-28), and Shank (SR 21-24) on the ground that the
foll ow ng statenent therein constitutes inadm ssible hearsay:
"On information and belief, our attorney, Arthur Z. Bookstein,
was unaware of the non-essential nature of those limtations
and, therefore, did not realize the true scope of the
invention."3 Because this hearsay objection does not affect
the other statenments in the declarations, the notion is hereby
denied to the extent it seeks to strike the declarations in
their entirety.

Al t hough this notion does not purport to be a notion

to suppress evidence pursuant to 8 1.656(h), it shall be

3  Paper No. 94.

37 Dance has not noved to strike Scribner's suppl enental
decl aration, which contains a simlar statenent at SR 10-11, on
thi s ground.
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treated as such, because a notion under that rule is required
where a party seeks a ruling on the adm ssibility of evidence.
See 8§ 1.656(h) (1999) ("If a party wants the Board in
rendering its final decision to rule on the admssibility of
any evidence, the party shall file with its opening brief an
original and four copies of a notion (8 1.635) to suppress the
evi dence."). Because under this rule Dance should have filed
the notion on Septenber 29, 1997, with his opening brief, the
nmotion will be considered only if Dance has shown "good cause"
under 8 1.645(b) for its bel atedness. Dance argues that the
notion should be considered tinely because "it was only from
and after that Cctober 14, 1999, hearing date that it was
absolutely clear that no further declaration from Attorney
Bookstein woul d ever be submtted" (Mtion at 4). This
argunent i s unpersuasi ve because Dance knew as of the due date
for his opening brief, which was subsequent to the cl ose of
Seifert's testinony period, that no Bookstein declaration had
been filed. Dance also offers a jurisdictional argunent for
timeliness:
There is yet a further reason why this
nmoti on should be considered and granted[, ]

viz., it goes fundanmentally to the Patent
and Trademark O fice jurisdiction with

- 37 -
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respect to this interference. But for the
exi stence of the rei ssue proceedi ng which
party Dance has now denonstrated was
defectively granted, the Patent and
Trademark O fice had no subject nmatter
jurisdiction to adjudicate this
interference. |In accordance wth Federal
Rule of Cvil Procedure 12(h)(3) issues
relating to jurisdiction are never waived.
[ Motion at 5.]

We have jurisdiction over this interference if it was

"properly declared” under 35 U S.C. 8§ 135(a), ln re Gartside,

203 F. 3d 1305, 1316-18, 53 USPQ2d 1769, 1776-78 (Fed. Cr

2000); @uinn v. Kopf, 96 F.3d 1419, 1421-22, 40 USPQd 1157,

1159-60 (Fed. G r. 1996), cert. denied, 520 U S. 1210 (1997).

This interference was properly declared under 8§ 135(a) because
(1) Seifert's reissue application was a "pendi ng application”
under 37 CFR 8 1.601(i)*® at the tinme the declaration notice

was mai led, and (2) the exam ner, prior to declaration of the

% Section 1.601(i) reads in pertinent part: "An interference
may be decl ared between two or nore pendi ng applications nam ng
different inventors when, in the opinion of an exam ner, the
applications contain clains for the sane patentable invention. An
interference may be decl ared between one or nore pending
applications and one or nore unexpired patents nam ng different
i nventors when, in the opinion of an exam ner, any application and
any unexpired patent contain clains for the sane patentable
invention." Conpare Petrie v. Wl sh, 21 USPQd 2012, 2013 (Bd.
Pat. App. & Int. 1991) (board | acks subject matter jurisdiction in
an interference that was decl ared between an application and an
expi red patent).
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interference, determ ned that reissue application clainm 31-35
are allowabl e, as evidenced by his Initial Interference
Menor andum ( PTO- 850), % which identifies these clains as

"all owabl e."” See Perkins v. Kwon, 886 F.2d 325, 327 & n. 2,

12 USPQ2d 1308, 1309-10 & n.2 (Fed. Gr. 1989):

The determ nation that Kwon's
application contained patentabl e subject
matter was nade, in the first instance, ex
parte before the interference was decl ared.
That was the practice before the
consolidation of the two boards and ot her
changes in interference rules, 37 CF.R
88 1.201 et seq. (1984), and continues to
be the practice. 37 CF.R 88 1.601 et
seq. (1985).2 In this case . . . the reason
for unpatentability of the subject matter
to Kwon was not known to the exam ner unti
it

was raised by Perkins' notion after the
interference was decl ar ed.

2 The Comm ssioner states that the prior
practice as well as that here debated was
and is within the Comm ssioner's

di scretion, pointing out that 35 U S.C

§ 135(a) never required a determ nation of
patentability to any potential party before
an interference was declared. W discern
no substantiation for the existence of such
di scretion, for this threshold

determ nati on has been judicially and

adm ni stratively recogni zed for decades.

% Attached to paper No. 1 in interference file.
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The Court in Brenner v. Manson, 383 U. S.
519, 528 n. 12, 148 USPQ 689, 693 n. 12
(1966) noted: "'The question as to
patentability of clainms to an applicant
nmust be determ ned before any question of
interference arises and cl ai ns ot herw se
unpat entabl e to an applicant cannot be
allowed nerely in order to set up an
interference."" (quoting In re Rogoff,

261 F.2d 601, 606, 120 USPQ 185, 188 (CCPA
1958)). No change in this practice was
made in the 1984 enactnent that
consol i dated the boards, and the

i npl enenting regul ati ons and procedure
continue to require the presence of subject
matter patentable to each applicant before
an interference is declared. 37 C.F.R

88 1.603 and 1.606 (1988); Manual of Patent
Exam ni ng Procedure 88 2307.02 and 2308. 02
(5th ed. 1983 & 1988 rev. 9).

Where, as here, an interference has been properly decl ared
under 35 U.S.C. 8§ 135(a), a determnation of unpatentability
made during the interference will result in the entry of
j udgnent against the affected clains pursuant to 37 CFR 8§
1. 658(a).
Consequently, Dance's jurisdictional argunment for tineliness
also fails.

Dance's nmotion to strike is therefore dism ssed for

failing to denonstrate "good cause" for its bel atedness.
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3. The effect, if any, of the absence of a
supporting affidavit or declaration by

Bookst ei n

Dance argues that Bookstein's declaration is
required by the reissue statute because he "is the one person
who nost |ikely had direct, personal know edge of all of the
requisite facts" (D.Br. 14). However, Dance has not
cited, nor are we aware of, any requirenent in that statute,
the inplenmenting rules (88 1.171-1.179), or the case law to
the effect that an allegation of error in claimscope nust be
supported by an affidavit or declaration fromthe attorney who
prepared and filed the original patent application and/or
rei ssue application. Even prior to the |iberalizing Decenber
1997 anmendnents to § 1.175, affidavits or declarations were
required fromonly the rei ssue applicants thenselves. See
1.175(a) (1996) ("Applicants for reissue, in addition to
conplying with the requirenents of 8 1.63, nust also file with
their applications a statenent under oath or declaration as

follows: . . . ."). Corroborating affidavits or declarations

by ot her individuals were necessary
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only when required by an examner. See 8§ 1.175(b) (1996)
("Corroborating affidavits or declarations of others may be
filed

and the exam ner may, in any case, require additional
information or affidavits or declarations concerning the
application for reissue and its object."). Here, the exam ner
determ ned prior to declaration of the interference that the
initial declarations by Seifert, Downey, and Shank were
sufficient to denponstrate error w thout deceptive intention

wi thout the need for an affidavit or declaration by Bookstein.
Consequently, Seifert's failure to file such an affidavit or
declaration did not violate § 1.175.

Because the sufficiency of Seifert's showi ng of
error without deceptive intention nust be determned fromthe
evi dence on which Seifert relies, we need not address Dance's
specul ation (D.Br. 15 n.1) about Seifert's reasons for not
providing an affidavit or declaration by Bookstein.

4. The "lack of appreciation" argunent

Dance contends the initial reissue declarations by
Seifert, Downey, and Shank and the suppl enental declaration

by Scribner fail to establish that the invention recited in
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rei ssue application clainms 31-35, which omt the extension
wre limtations recited in the original patent clainms, was
recogni zed by the inventors prior to issuance of Dance's
patent (which issued after Seifert's '061 patent):

| f M. Bookstein and none of the inventors
appreci ated the true scope of the invention
where can there possibly be the basis for

t he proposed reissue which will not

i ntroduce new matter, contrary to 35 U S.C
§ 251. Further, it is submtted that the
true scope of an invention [i.e., the
invention recited in clains 31-35] (as
contrasted with the Seifert invention) was
not apparent until the Dance patent issued.
This is not and cannot be the purpose or
intent of either the reissue or the
interference procedures. The absence of
Attorney Bookstein's declaration is nerely
addi tional support for Dance's position
that Seifert et al. did not invent that

whi ch they hope to obtain through the
reissue/interference. [D.Br. 15.]

Thi s argunent is unpersuasi ve because the failure of the
inventors and their attorney to appreciate the true scope of
an invention prior to issuance of the original patent is a

type of "error" correctable by reissue. See C.R Bard Inc.

v. M3 Sys. Inc., 157 F.3d 1340, 1354, 48 USPQR2d 1225, 1234

(Fed. Cir. 1998), cert. denied, 526 U S. 1130 (1999):

An inventor's failure to appreciate the
scope of an invention at the time of the
original patent grant, and thus an initial
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intent not to claimthe omtted subject
matter, is a renediable error. See In re
Anps, 953 F.2d 613, 619, 21 USPQd 1271,
1276 (Fed. Cir. 1991) (reissue application
not subject to rejection for failure to
denonstrate initial intent to claim when
subj ect matter of

rei ssue clains satisfies § 112
requirenents); In re Weiler, 790 F.2d 1576,
1581, 229 USPQ 673, 676-77 (Fed. Cir. 1986)
("intent to claint is shorthand for a neans
of neasuring whether required error is
present); In re Hounsfield, 699 F.2d 1320,
1322, 216 USPQ 1045, 1048 (Fed. Cir. 1983)
(lack of "intent to clainm is only one
factor to be considered).

See also Hester Indus. Inc. v. Stein Inc., 142 F.3d 1472,

1479-80, 46 USPQR2d 1641, 1647 (Fed. Cr.), cert. denied,

525 U. S. 947 (1998), which specifically addresses broadeni ng
rei ssue cl ai ns:

One of the nost commonly asserted
"errors" in support of a broadening reissue
is the failure of the patentee's attorney
to appreciate the full scope of the
i nvention during the prosecution of the
original patent application. See [ln re]
Anpbs, 953 F.2d [613,] 616, 21 USPQd
[1271,] 1273 [(Fed. Cir. 1991)]; In re
Wlder, 736 F.2d 1516, 1519, 222 USPQ 369,
371 (Fed. Gr. 1984). This formof error
has generally been accepted as sufficient
to satisfy the "error"” requirenent of §
251. See [ln re] denent, 131 F.3d [1464,]
1468, 45 USPQ2d [1161,] 1163 [(Fed. Gir.
1997)]; Wlder, 736 F.2d at 1519, 222 USPQ
at 371.
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Nevert hel ess, Hester held that an allegation of this type of
error can be negated by a prosecution history which reveals a
heavy reliance on the omtted features to obtain issuance of
the original patent clainms, 142 F.3d at 1480-84, 46 USPQRd at
1647-51, a concern the court indicated "is addressed nost
squarely by the 'recapture rule,' recently discussed at |ength

in[lnre] Cdenent, 131 F.3d 1464, 45 USPQRd 1161 [(Fed. Cr

1997)]." Hester at 1480, 46 USPQRd at 1647. Consequently,
the question of whether Seifert's reliance on the extension
wre limtations to obtain all owance of the original patent
clainms undercuts his claimof "error"” is addressed below in
t he di scussi on of Dance's "recapture" argunment, which follows
t he di scussion of his "new matter" argunent.

5. The "new matter" argunent

Dance's "new matter" argunment is being treated as
based on the requirenment of § 251 that the reissue clains be
directed to "the invention disclosed in the original patent.”
This inquiry is analogous to the witten description
requirenent of 35 U . S.C. 8§ 112, first paragraph:

"[ T] he essential inquiry under the

‘original patent' clause of 8 251 . . . is

whet her one skilled in the art, reading

the specification, would identify the
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subj ect matter of the new clains as

i nvented and di scl osed by the patentees.”

[ Anns] at 618, 21 USPQRd at 1275. The
court noted that this inquiry is anal ogous
to the "written description” requirenent of
35 US.C 8§ 112 § 1 (1994)."

Hester, 142 F.3d at 1484, 46 USPQRd at 1651. Anpbs expl ains
that this is an objective inquiry nmade fromthe standpoint of
one skilled in the art:

[ T]he inquiry that nmust be undertaken to
determ ne whether the new clains are "for
the invention" originally disclosed, to
paraphrase [In re] Rowand, [526 F.2d 558,
187 USPQ 487 (CCPA 1975)] is to exam ne the
entirety of the original disclosure and
deci de whet her, through the 'objective'
eyes of the hypothetical person having
ordinary skill in the art, an inventor
could fairly have clainmed the newy
submtted subject matter in the original
application, given that the requisite error
has been averred. [953 F.2d at 618, 21
UsP@d at 1275.]

However, it is not enough to show that the broadened reissue

claimreads on the disclosed structure. See Gentry Gllery,

Inc. v. Berkline Corp., 134 F.3d 1473, 1479, 45 USPQRd 1498,

1503 (Fed. Cir. 1998)("It is a truismthat a clai mneed not be
limted to a preferred enbodi nent. However, in a given case,
the scope of the right to exclude may be |imted by a narrow

di sclosure."). Centry Gallery held there was no witten
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description support for a claimwhich recited "a pair of
control neans, one for each seat[,] nounted on the double
reclining seat sofa section"* w thout al so specifying that the
control neans are nounted on the clained "console." As

expl ai ned in Johnson Whrl dwi de Associates Inc. v. Zebco Corp.

175 F. 3d 985, 993, 50 USP2d 1607, 1613 (Fed. Cr. 1999),

Gentry Gallery's "determ nation that the patent disclosure did

not support a broad neaning for the disputed claimterns was
prem sed on clear statenents in the witten description that
descri bed the | ocation of a claimelenent--the 'control

means' --as 'the only possible |location' and that variations

were 'outside the stated purpose of the invention.'"

Specifically, Gentry Gallery held that

the original disclosure clearly identifies
the console as the only possible |ocation
for the controls. It provides for only the
nost mnor variation in the |location of the
controls, noting that the control "may be
mounted on top or side surfaces of the
consol e rather than on the front wall

wi t hout departing fromthis invention."

' 244 patent, col. 2, line 68 to col. 3,
line 3. No simlar variation beyond the
consol e is even suggested. Additionally,
the only discernible purpose for the

40 This claimlanguage appears in 134 F.3d at 1475, 45 USPQd
at 1499.
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(Brackets

Seifert's

does not

console is to house the controls. As the
di scl osure states, identifying the only

pur pose relevant to the consol e, "[a]nother
obj ect of the present invention is to
provide . . . a console positioned between
[the reclining seats] that accomdates the
controls for both of the reclining seats."
Id. at col. 1, |IIl. 33-37. Thus, locating
the controls anywhere but on the console is
outside the stated purpose of the
invention. Mreover, consistent with this
di scl osure, Sproule's broadest original
claimwas directed to a sofa conpri sing,
inter alia, "control nmeans |ocated upon the
center console to enable each of the pair
of reclining seats to nove separately

bet ween the reclined and upri ght
positions.” Finally, although not

di spositive, because one can add clainms to
a pending application directed to
adequat el y descri bed subject matter,
Sproule admtted at trial that he did not
consider placing the controls outside the
consol e until he becane aware that some of
Gentry's conpetitors were so locating the
recliner controls. Accordingly, when
viewed in its entirety, the disclosure is
limted to sofas in which the recliner
control is |ocated on the console.

inoriginal.) 134 F.3d at 1479, 45 USPQ2d at 1503.
For the follow ng reasons, we are of the viewthat

original patent disclosure considered as a whole

require the use of an extension wire or neans for

attaching an extension wire, even though the principal

di scl osed

object of Seifert's inventionis to allowthe
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exchange of |ow profile catheters w thout the need to renove

the guidewwre fromthe patient, as evidenced by the foll ow ng

passages in the '061 patent:

This invention relates to percutaneous
transl um nal angi oplasty and to a | ow
profile balloon catheter and guidew re
system whi ch al |l ows exchange of the
catheter while the guidewire renmains at a
selected location. [FIELD OF THE | NVENTI ON,
at col. 1, lines 6-9.]

There is a need . . . for a catheter
that has the low profile advantages of a
fixed guidewi re catheter, but which enables
cat het er exchanges to be performed w t hout
| osing guidewire position. It is an object
of the present invention to provide such a
cat het er arrangenent. [BACKGROUND OF THE
| NVENTI ON, at col. 2, lines 47-52.]

The present invention provides a
cat heter system enpl oyi ng the conbi nati on
of a lowprofile, multi-lunmen dilatation
catheter having the Iow profile and
handl i ng characteristics of fixed guidewre
catheters, yet which enabl es catheter
exchanges to be perfornmed over an
extendably [sic] guidewre. [SUWWARY OF
THE I NVENTIQN, at col. 2, |lines 55-60.]

It is anmong the general objects of the
invention to provide a balloon dilatation
catheter systemthat has the low profile
advant ages of a fixed wire systemyet which
al so permts a catheter exchange to be
performed w thout |osing guidewre
position.

[ SUMVARY OF THE | NVENTION, at col. 3, lines
57-61. ]
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"Fixed wire" operation is achieved with the use of a

rel easabl e | ocki ng nechani sm (| ockabl e el enment 26, i ncl uding

t hreaded end cap 58 and conpressi bl e bushing 27), which in

| ocked condition prevents axial novenent of the guidewre
relative to the | ocking mechanismand the catheter, while
allowng rotation (via rotating joint 50) of the |ocking
mechani sm and gui dewire together relative to the catheter for
steering purposes (col. 4, line 39 to col. 5, line 17). \Wen
t he | ocki ng nmechanismis in the unlocked position, the

gui dewire can be noved both axially and rotationally with
respect to the | ocking nmechani smand the catheter (col. 5,
lines 1-3), providing "over the wire" operation. The catheter
is able to be withdrawn fromthe patient while | eaving the
guidewire in place because the dianeter of the guidewire |unen
14 (Fig. 2) is larger than the outer dianeter of any portion
of the guidewire shaft proximal to the flexible distal tip

portion 28 of the guidewire (col. 6, lines 35-38).%

4 As is apparent fromFigure 2 of the patent, the dianeter
of tip portion 28 of the guidewire is too great to permt the
guidewire to be withdrawn fromthe patient while | eaving the
catheter in place; instead, the tip portion dianeter is preferably
selected to be approximately equal to the outside dianeter of the
catheter in order to avoid a discontinuity that could inhibit
cat heter nmovenent (col. 6, lines 43-54).
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The parties are at odds over whether Seifert's
di scl osed cat heter exchange operation woul d have been
understood as requiring attachnment of an extension wire to the
guide wre,
as shown in Seifert's Figure 3. As evidence that an extension
wreis not required, Seifert cites Nanto (JR 35-38) and
Hoorntje (JR 29-34).4 To show that Seifert's reliance on
these articles is msplaced, Dance® cites a declaration by
Fl ei schhacker (JR 3-6), which Seifert has noved to
suppress.* W need not decide these natters, because we agree
with Seifert's other argunent that the artisan woul d have
understood that the rel easabl e | ocking neans has a di scl osed
utility which is independent of permtting a catheter
exchange. More particularly, the specification explains that
“"[w hen unl ocked, the guidewire 20 can be rotated and advanced

i ndependently of the catheter” (col. 5, lines 17-18), which

42 Dance correctly notes that only Hoorntje has a publication
date (1989) earlier enough to make it available as prior art with
respect to Seifert's reissue clainms. Nanto was published in 1994.

 D.Br. 18.

4 Paper No. 77.
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clearly refers to the initial insertion of the guidew re and
catheter into the patient wthout regard to whether a catheter
exchange is to be perfornmed. This feature is also described
in the follow ng passage, which follows a discussion of

cat heter exchange: "The present system al so al |l ows i ndependent
wi re novenent and excellent steerability

whil e providing the option of sealingly |ocking the guidewre
and catheter together to allow operation as a single unit"
(col. 7, lines 34-38). The separate utility of this
steerability feature is also apparent fromits description as
a separate object of the invention: "Another object of the
invention is to provide a catheter systemincluding a ball oon
dilatation catheter and a steerable guidewire in which the

gui dewi re may be mani pul at ed i ndependently of the catheter or
may be manipulated, as a unit, together with the catheter™
(col. 3, lines 62-66). W therefore agree with Seifert that
the arti san woul d have understood the foll ow ng paragraph in
the patent to nean that the catheter exchangeability feature
is an optional aspect of the "second" (i.e., unlocked) nobde of
operation of the disclosed device:

I n one node of operation, the catheter
and guidewire are | ocked together at their
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proxi mal ends so that both can be
mani pul ated and steered together. Then
[sic] operated in this manner, the system
operates as a fixed wire dilatation
catheter. 1In a second node of operation,
the catheter and guidewire are not | ocked
t oget her, and the guidewire can be
mani pul ated i ndependently of the catheter.
In this second node of operation, the
guidewire can be extended at its proximnal
end and the catheter exchanged for another
catheter while maintaining the position of
the distal end of the guidewire in the
stenosis. [Enphasis added.] [Col. 3,

i nes 38-49.]

For the foregoing reasons, Dance has failed to prove
that Seifert's reissue claim31 is unpatentable under 35
U S.C 8§ 251 for containing new matter, i.e., for failing to
recite "the invention disclosed in the original patent." The
sanme result applies to dependent clainms 32-35, which are not
separately argued by Dance.

6. The "recapture" argumnent

The rul e agai nst recapture is described as foll ows
in denent, 131 F.3d at 1468, 45 USPQ2d at 1164:

The recapture rule . . . prevents a

pat entee from regaining through reissue the
subject matter that he surrendered in an
effort to obtain allowance of the original
clainms. See Mentor [Corp. v. Coloplast,
Inc.,] 998 F.2d [992,] 995, 27 USPQd

[ 1521,] 1524 [(Fed. Cir. 1993)]. Under
this rule, clains that are "broader than
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the original patent clains in a nmanner

directly pertinent to the subject matter

surrendered during prosecution' are

inpermssible.” 1d. at 996, 998 F. 2d 992,

27 USPQ2d at 1525.
It is undisputed that Seifert's reissue claim31, by omtting
the extension wire limtations, is broader than the original
patent clainms. It is therefore necessary to determ ne whether
this broader aspect of the disclosed invention was surrendered
during prosecution. Because Seifert, during the prosecution
of the original patent clains, never presented a claimwhich
failed to include the extension wire limtations at issue, it

i S necessary

to determ ne whether Seifert surrendered the broad subject

matter through argunent al one. See Hester at 1482, 46 USPQRd
at 1649 ("in a proper case, a surrender can occur through
argunents alone"). Hester held that repeated argunents by
rei ssue applicant Wllianms to overcone a prior art rejection
amounted to such a surrender:

WIllians repeatedly argued that the "solely
with steami and "two sources of steant
limtations distinguished the original
claims fromthe prior art. These were
WIllianms' primary bases for distinguishing
t he broadest claim independent claiml1,
fromthe prior art. At no |less than 27

pl aces in six papers submtted to the
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Patent Ofice, WIlians asserted that the
"solely with steamt limtation

di stingui shed the clained invention from
the prior art, and Wllians did the sanme
with respect to the "two sources of steant
[imtation at no less than 15 places in at
| east five papers.

Wl lians argued that each of these
l[imtations was "critical” with regard to
patentability, and WIllians further stated
that the "solely with steant Iimtation was
"very material" in this regard. In
essence, these repeated argunents
constitute an adm ssion by WIlians that
these limtations were necessary to
overcone the prior art. |Indeed, when the
Board reversed the Examiner's rejection of
the original clains, these were the prinmary
bases indicated for patentability.

Wl lianms, through his adm ssion effected by
way of his repeated prosecution argunents,
surrendered cl aimscope that does not

i nclude these limtations.

142 F.3d at 1482, 46 USPQ2d at 1649.

In our view, Seifert did not nake any argunents
during prosecution which "evidence an adm ssion sufficient to
give rise to a finding of surrender." Hester at 1481, 46
USPQ2d at 1648. The only rejection made during prosecution of
the original patent was a rejection* of original patent clains

1-11, 14-17, and 20 as unpatentabl e over Sanmson et al.

4%  Paper No. 5 in the '061 patent file, at 2-4.
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(Sanson)“® in view of Taylor et al. (Taylor),* Wllard et al.
(Wllard),* and Levy.* The exam ner cited Sanson as

di sclosing all of the clainmed el enents except (a) the "neans
for attaching an extension wire," for which he cited Tayl or
and (b) the "nmeans for releasably |ocking,” for which he cited
Wllard. In our view, Seifert's response® to the rejection of
claim11 does not evidence an adm ssion sufficient to give rise
to a finding that Seifert surrendered the invention recited in
the reissue clainms. Seifert's principal argunent in response
to the rejection is that Sanmson does not, as apparently
bel i eved by the exam ner, disclose a catheter which is
removable fromthe guidewire, as required by claim1l's
recitation of a "guidewire lunen . . . larger in dianmeter than
the outer dianmeter of any portion of the guidew re shaft
proximal to the flexible distal segnent” (28 in Fig. 2) and

that the other references, including Taylor (which discloses

% U S. Patent No. 4,616, 653.
4 U S Patent No. 4,827, 941.
% U S. Patent No. 4,846, 174.
% U S. Patent No. 4,490, 421.

0 Amendnent received February 19, 1991 (Paper No. 7 in the
'061 patent file).
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an extension wire), fail to suggest nodifying Sanmson to have a
renovabl e catheter, as such a nodification would have the
effect of rendering Sanson inoperable for its intended purpose
(Amendnent at 6-7). Seifert's next argunent in response to
the rejection is that Wllard' s | ocking means does not operate
in the manner required by claim1 (Amendnent at 7-8). Seifert
al so argues that because it would have been unobvi ous to make
Sanson's catheter renovable fromthe guidewire, it would have
been unobvious to enploy Taylor's extension wire in either the
Sanson device or the proposed Sanson/WI | ard devi ce (Arendnent
at 8-9). In contrast to WIllianms' argunents in Hester
Seifert does not characterize (let alone repeatedly
characterize) the extension wire limtation as either critical
or essential to the disclosed invention.

Consequently, we are not persuaded that Seifert's
reissue claim31l or any of its dependent clains 32-35 is
unpat entabl e under 35 U.S.C. 8§ 251 for violating the recapture

rul e.



Interference No. 103, 379

H. Dance's Certificate of Correction of claim1l

By way of background, during the prelimnary notion
period, Seifert filed a § 1.633(a) notion® alleging that
Dance's involved patent clains 1-4 and 8 are unpatentabl e
under 35 U.S.C. 8 112, 1 1 (witten description and enabl enent
requi renents) because claim 1l specifies that the "rel easably
engagi ng neans" and the "rotating neans" are "attached to" the
gui dewi re, whereas Dance's draw ngs and specification show and
descri be these neans nounted on the catheter body. Dance's
opposition® (at 2), which characterized this discrepancy as a
"clerical error"” in the claim was acconpani ed by a request
for issuance of a Certificate of Correction to anend the claim
to specify that the "rel easably engagi ng neans” and the

"rotating neans" are attached to the catheter body. Because

8 Seifert Mtion | (Paper No. 11).

52 Paper No. 18.
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t he request was not acconpanied by a 8 1.635 notion, as
required by 37 CFR § 1. 323, the APJ*

authorized the filing of such a notion, which was filed,%®
foll owed by an opposition by Dance.®* The APJ addressed the
nmerits of Seifert's 8 1.633(a) notion and Dance's § 1.635
nmotion in his Decisions on Mdtions, wherein he (a) denied
Seifert's notion to the extent it is based on the witten
description requirenment of § 112, § 1, (b) granted it to the
extent it is based on the enabl enent requirenment of that
paragraph, and (c) granted it to the extent it was inplicitly
based on § 112, § 2.5 In his Decision on Reconsideration (at
3-4), however, he denied the nmotion in all respects, which

deci sion Seifert does not challenge at final hearing.

% Section 1.323 reads in pertinent part: "A request for a
certificate of correction of a patent involved in an interference
shall conply wwth the requirenents of this section and shall be
acconpani ed by a notion under 8 1.635."

>4 Paper No. 21.

% Motion under § 1.635 (Dance Mdtion 1V), Paper No. 25.
¢ Paper No. 29.

" Deci sions on Mdtions at 3-5.
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Regardi ng Dance's 8 1.635 notion for a certificate
of correction, the APJ*® noted that the Dance patent file
i nadvertently had been released to Certificates of Correction
Branch, which, after obtaining the approval of the exam ner, %°
i ssued the requested certificate of correction of claim1 on
Cctober 3, 1995.°% The APJ: (a) held that w thout his approval
t he exam ner and Certificates of Correction Branch | acked the
jurisdiction to approve or issue the certificate;® (b) denied
Dance's 8 1.635 notion for the certificate on the ground that
t he proposed correction affects the scope of claim1 and thus
is inappropriate for correction by a certificate of
correction;®% (c) indicated that he would arrange to have the
certificate withdrawn "following a final decision that does

not reverse [his] decision on this matter";® and (d) held that

58 Deci sions on Mtions at 8.

% "NOTI CE RE: CERTI FI CATES OF CORRECTION," Paper No. 16 in
Dance patent file.

60 See Certificate of Correction in Dance patent file.
62 Deci sions on Mtions at 7.
62 1d. at 10.
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Dance's involved patent clains are the patent clains as they
stood prior to issuance of the certificate of correction.®

Dance's only argunment in support of the issuance of
the certificate is as foll ows:

The certificate of corrections branch

applies the Patent and Trademark O fice

Rul es and policies to i ssue many hundred[ s]

of certificates of correction annually.

Yet, in this instance, the adm nistrative

pat ent judge has seen fit to interpose his

interpretation of those rules and policies

even though an actual decision was

previ ously nmade. Reversal of that decision

as an abuse of discretion is earnestly

solicited. [D.Br. 19.]
This argunent i s unconvincing because it (1) overl ooks the
fact that § 1.323, by requiring an acconpanying 8 1.635 notion
for a request for a certificate of correction of a patent
involved in an interference, authorizes only an APJ or a panel
of the Board to grant such a request and (2) fails to explain
why the error to be corrected is appropriate for correction by
a certificate of correction. Consequently, Certificates of

Correction Branch will be requested to issue a new Certificate

of Correction reinstating patent claiml to its original form
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Judgnent

Judgnent on the issue of priority is hereby entered
agai nst Dance's patent clains that correspond to the count,
i.e., Dance's original patent clainms 1-4 and 8, which neans
Dance is not entitled to a patent containing those clains.®
Accordi ngly, judgnent on the issue of priority is hereby
entered in favor of Seifert et al.'s reissue application
clainms that correspond to the count, i.e., clains 1 and 31- 35,
whi ch neans that based on the record and argunents before us,

Seifert et al. are entitled to a patent containing those

cl ai ns.
)
)
WLLIAM F. PATE, |11 )
Adm ni strative Patent Judge)
)
) BOARD
OF
) PATENT
APPEALS
JOHN C. MARTI N ) AND
Adm ni strative Patent Judge) | NTERFERENCES
)

% Had we been persuaded of the propriety of entry of the
Certificate of Correction of claiml1, we would be entering
judgment on priority grounds against claim1 thus corrected and
its dependent clains 2-4 and 8. Dance has not argued, |et alone
denonstrated, that the clains thus corrected should be designated
as not corresponding to the count.
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MURRI EL E. CRAWORD
Adm ni strative Patent Judge

)
)
)
)

JCM psb
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