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FI NAL DECI SI ON

Bef ore CALVERT, METZ AND HANLON, Adninistrative Patent Judges.

METZ, Adnministrative Patent Judge.

In our decision mailed on April 19, 2000 (Paper Nunber
179), we afforded the senior party an opportunity to brief
certain issues we found to be unresol ved bel ow and which
i ssues the parties had not addressed in their briefs. The
senior party was afforded twenty days fromthe date of the
decision in which to file a brief responding to the issues we
raised. The junior party was afforded ten days fromthe date
of service of the senior party's brief to respond to the
senior party's brief. The senior party requested (Paper
Nunmber 180), and was granted ten additional days in which to
file his brief (Paper Nunmber 181). Brown's brief was received
on May 22, 2000 (Paper Nunber 182 - c.o.m My 19, 2000).
Accordingly, the junior party's reply brief was due on May 30,
2000 (May 29, 2000, was Menorial Day, a federal holiday).
Chandross et al.'s reply brief was received on May 31, 2000
(Paper Nunmber 183 - c.o.m My 30, 2000).

We al so acknowl edge that the parties have recently filed
two additional papers captioned, respectively, as: "SEN OR
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PARTY' S REBUTTAL TO JUNI OR PARTY' S REPLY" and "OBJECTION TO

THE SENI OR PARTY' S REBUTTAL TO JUNI OR PARTY'S REPLY". We did
not authorize the parties to file either of these papers in
our briefing order fromour prior decision. Accordingly, each
of these unauthorized papers is returned with this opinion.

37 CF.R 8 1.618. Neither paper has been considered in

reachi ng our final decision.

OUR PRI OR DECI S| ON

We incorporate herein the entirety of our prior decision
(Paper Nunber 179) by reference thereto. Qur decision on the
i ssues which we required the parties to brief is set forth
fully bel ow

In our prior decision, we explained why we consi dered the
APJ's indication that certain reissue clains were allowable to
be anomal ous. Specifically, we found because Brown did not
chal l enge the APJ's finding of unpatentability with respect to
the original patent clains 1 through 14 nor with respect to
reissue clainms 1 through 13, 16 through 43, 46, 47 and 55, we
hel d that:

because neither party has chosen to favor the record

wi th any argunents concerning this issue they have

conceded the correctness of the position taken by
the APJ with respect to the original clains and the
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rei ssue clainms held to be unpatentable.

Thus, the APJ's determination that certain reissue clainms were
al l owabl e was at |east inconsistent with his determ nation
with respect to the patentability of the original clains and
nost of the reissue clains.

At pages 40 and 41 of our decision, we gave the senior
party Brown explicit directions for briefing the issues to be
addressed in his brief. Specifically, we explained that
Brown's brief:

nmust address each affected rei ssue claimand nake a

claimby-claimanalysis of the "all owabl e" reissue

clainms vis-a-vis the McColgin et al. patent

di scl osure, the unpatentable original patent clains,

Andrew V. Brown's decl aration wherein he stated that

"[a]romati c epoxy resins were well known in the art

in 1984", the unpatentable reissue clains and the

senior party's concession in his reissue
decl aration. (enphasis added)

This Brown has not done. Rather than brief the issues as we
requi red, Brown has elected to argue that he never conceded
that original patent claim 14 was unpatentable. Specifically,
Brown has now argued that:

the Board's analysis is incorrect as it is based

upon m sconceptions about the APJ's findings and the

prosecution history of the reissue application.
Additionally, Brown respectfully submts that:

t he Board has m sconstrued the record, as original

4
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claim 14 was i ndeed hel d patentable and Brown has
never acquiesced to its unpatentability.

Based on Brown's failure to brief the issues in the
manner which we required in our decision we could, on that
basi s al one, render our decision on those issues here.

However, in an abundance of caution and for the sake of the
conpl eteness of the record, we shall address Brown's argunents
as they are raised in his brief.

THE PROSECUTI ON OF BROWN S REI SSUE APPLI CATI ON

Brown's reissue application (Serial Number 08/090, 447)
was filed on July 8, 1993, with an acconpanying "Prelimnary
Amendnent” filed on even date with the reissue application.
The amendnent included, inter alia, an amendnent to original
patent claim 1l and added new clains 16 through 56. On August
12, 1993, Brown filed a subsequent prelimnary anendment
(Paper Nunber 4) wherein reissue clains 14 and 18 were anended
to "conformnore accurately to the scope of the original
patent clains.” On Cctober 12, 1993, Brown filed a paper
captioned "Second Prelimnary Anmendnent"” (Paper Nunber 5),
anmendi ng the specification by adding text to the disclosure,
anmending clainms 1, 14, 17, 18, 32, 47 and 56, canceling clains

21 and 46 and adding new claim57. On March 7, 1996, Brown
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filed a paper captioned "Third Prelimnary Arendnent” (Paper
Nunber 10), deleting fromthe specification the disclosure
added to the specification in the anmendnent filed on October
12, 1993.

Brown's rei ssue application included an ori ginal
decl aration under 37 CF.R 8§ 1.175 but there are now three
(3) reissue declarations in Brown's reissue application: (1)
the original declaration filed on July 8, 1993; (2) a second
declaration filed on January 19, 1994, |isted as Paper Nunber
6 and captioned as a "Suppl enental Declaration"; and, (3)
Paper Number 9 filed on March 1, 1996, listed as the "Second
Suppl enent al Decl arati on".

Chandross et al. raised the sufficiency of Brown's
original reissue declaration in their opposition to Brown's
notion to add his reissue application to this interference
(see pages 10 and 11 of Paper Nunber 67, filed on July 29,
1993). According to Chandross et al.'s opposition, the
original reissue declaration failed to set forth every
departure fromthe original patent clainms in every reissue

claimand failed to adequately set forth

how the reissue clains corrected the error in the original
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patent. Because Chandross et al. believed Brown's reissue
decl aration was defective, they urged that the defective

decl aration rendered the reissue application "defective". In
his decision mailed on Septenber 21, 1993 (Paper Nunber 76),
the APJ, while recognizing certain problens existed with
respect to Brown's reissue declaration, granted Brown's
not i on:

to the extent that the reissue wll be added to this

interference and that reissue clains 1 to 14 and 16

to 55 will be designated as corresponding to the

El C s® proposed count, infra.

The APJ al so noted that he had:

reviewed the reissue clains in light of the parties

argunents and considers that clains 1 to 13, 16 to

43, 46, 47 and 56 are unpatentabl e.

In light of the APJ's perceived shortcom ngs in Brown's
rei ssue declaration, the APJ provided Brown with an
opportunity to file a new declaration. The APJ al so noted
that he considered reissue clainms 1 and 18 and those cl ai ns
dependent thereon to be unpatentable for failing to conply

with 35 U S.C. § 112, first paragraph (witten description).

The APJ al so found that the reissue clains directed to "about

SAPJ' s were previously known as "exam ners-in-chief". See
35 U S.C. 88 3 and 7 (1999).
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12% sol vent" did not "patentably distinguish over the 12.8%

sol vent taught by McColgin.” (page 5 of Paper Nunber 76).

At the tinme Paper Nunber 76 was mail ed, Brown had al ready
filed his second prelimnary anendnent in which claiml4 was
anmended to recite that application of the "epoxy material" was
applied in the presence of "less than about 12%
nonpol yneri zabl e sol vents". Thus, although not expressly
included in the APJ's finding, the APJ's unchal |l enged finding
concerning lack of a witten description in the original
di scl osure for subject matter now clained by Brown in reissue
clains 1 and 18 equally applied to reissue claim 14, as
amended. The APJ's determination that certain reissue clains
wer e unpat ent abl e was not chal |l enged bel ow or briefed for
final hearing. Accordingly, we considered those clains to
have been conceded as unpatentabl e.

I n Paper Nunber 89 (mailed on Decenber 21, 1993), the
APJ, inter alia, denied Brown's belated notion (Paper Nunber
80) to anend certain reissue clains and add text to the
specification of Brown's reissue application. Accordingly,

t he amendnent filed on October 12, 1993 (Paper Nunmber 5), with
Brown's bel ated notion to amend has not been entered.

8
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Brown filed a new reissue declaration in the tine
provi ded by the APJ in Paper Nunber 76 and Chandross et al.
made new objections to the new decl aration (Paper Nunmber 93,
filed on February 16, 1994). |In Paper Nunber 94, nmailed on
May 17, 1994, the APJ deferred consideration of the new
declaration to final hearing. Subsequently, Brown filed
concurrently with their brief yet another anendnent (Paper
Nunmber 10 filed on March 7, 1996)* and a third reissue
decl aration (Paper Nunber 9, filed on March 7, 1996) which is
said to overcone all Chandross et al.'s objections to the
ori ginal and second declarations and which is said to conply
with the requisite rules and the MPEP.°®

I n Paper Nunber 97, mailed on Septenber 7, 1994, the APJ
redeclared the interference by: adding Brown' s reissue
application to the interference; substituting Count 2 for
original Count 1; and, designating clainms 1 through 14 and 16

t hrough 55 of Brown's reissue application as corresponding to

“The anmendnent was unaut hori zed and, therefore, will not be
ent er ed.

W& addressed the adequacy of Brown's reissue declarations
in our prior decision at pages 33 through 38.

9
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Count 2%  Reissue clains 1 and 14 designated as correspondi ng
to the count differ fromoriginal patent clainms 1 and 14 by
t he amendnents made thereto on July 8, 1993 and August 12,
1993, respectively. Specifically, original claim1l was
anended by replacing the | anguage "w t hout the use of
substantially any solvents" with the phrase --- with |ess than
12% sol vent, by volune ---. In reissue claim14, the original
cl ai m | anguage "a substantial absence of nonpol ynerizable
sol vents" was changed to read --- |ess than about 12%
nonpol yneri zabl e sol vents ---.
OPI NI ON

Fromall the above, it is apparent that when Brown's
rei ssue application was added to this interference (Septenber
7, 1994), reissue clains 1 and 14 had been anended fromtheir
original formas issued. According to the rules, as of the
redecl arati on date when Brown's rei ssue application was added
to the interference, prosecution of the reissue application
was suspended and no anendnents or other papers related to the

rei ssue application could be entered or considered w thout the

® The APJ al so desi gnated Chandross et al.'s newy added
clains 80 and 81, suggested by the APJ, as clains
correspondi ng to Count 2.

10
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consent of the APJ. See 37 CF.R 8 1.615. Accordingly, the
amendnent filed on March 7, 1996 has neither been entered nor
considered in this proceeding.

Because we considered the APJ's finding in Paper Nunber
76 that certain Brown reissue clainms were considered to be
allowable to be at odds with the APJ's uncontested finding
that original patent clains 1 through 14 were unpatentable, we
exerci sed our discretionary authority and afforded Brown the
extraordi nary opportunity to brief an issue, the issue of the
patentability of his reissue clains, which neither he nor
Chandross et al. elected to discuss or to argue in their
briefs. W did not give nor did we intend to give Brown a
second opportunity to argue now the patentability of his
original patent clains which Brown elected not to argue in his
brief.”’

The record clearly establishes that the APJ found Brown's
patent clains 1 through 14 corresponding to the count to be
unpat ent abl e because the clains "did not distinguish over the

prior art relied upon by Brown" (pages 7 and 8 of Paper Nunber

""This is not an opportunity for the senior party to raise
or brief any other issue not raised or briefed by himin his
original brief." See page nunber 41 of Paper Nunber 179.

11
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55). Brown did not: request reconsideration of the APJ's sua
sponte determnation under 37 CF. R § 1.641; set forth his
views on the APJ's sua sponte determ nation or; request final

hearing to challenge the APJ's determ nation that Brown's
original patent clainms were unpatentable. Rather, Brown's
conpl ete response to the APJ's sua sponte finding that Brown's
original patent clainms 1 through 14 corresponding to the count
were unpatentable "over the prior art relied on by Brown" was
the filing of a notion under 37 CF.R 8§ 1.633(h) (Paper
Number 63, filed on July 9, 1993) to add Brown's reissue
application to this proceeding. 1In his brief for final
hearing, Brown did not even raise |let alone argue that the
APJ's determ nation that original patent clains 1 through 14
wer e unpat ent abl e was erroneous.

I n Paper Nunber 76, the APJ granted Brown's notion under
37 CF.R 8 1.633(h) and indicated that "the reissue wll be
added to this interference and that reissue clains 1 to 14 and
16 to 55 wll be designated as corresponding to the EIC s
proposed count, infra."™ Thereafter, the APJ found all the
rei ssue clains, except for reissue clains 14, 44, 45 and 48

t hrough 55, were unpatentable under 35 U.S.C. § 103 and 35

12
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US C 8§ 112, first paragraph. Brown did not address these
findings by the APJ in his brief for final hearing. On page 5
of Paper Number 76, the APJ al so concluded that reissue clains
14, 44, 45 and 48 through 55 were patentable over McCol gi n et
al ., apparently because McCol gin did not describe the use of
epoxy materials for planarizing integrated circuit structures.
Rat her than conply with our briefing order, Brown has
chosen instead to pursue the issues we required to be briefed
by collaterally attacking what Brown perceives as the
underlying basis of our determnation. W shall not relieve
Brown of his burden of persuasion or his duty to conply with
the requirenments of our previous briefing order and attenpt to
find support in the argunments now nade by Brown in his brief
as they would apply to the requirenents of our briefing order.

THE PATENTABILITY OF ORIA NAL CLAIM 14

Contrary to Brown's argunment in his brief in support of
his reissue clains, the APJ expressly held Brown's original
patent clains 1 through 14 were unpatentable fromthe prior
art relied upon by Brown in his notion for judgnent because
Brown's clains did not distinguish over said prior art (Paper
Nunber 55). We required that Brown address the patentability
of his reissue application clains vis-a-vis his patent clains

13
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held to be unpatentable. W are now told by Brown that we
m sconstrued the record and that the APJ specifically held
original patent claim14 to be patentable. W disagree.

In the first instance, the APJ's finding in Paper Nunber
55 that original clains 1 through 14 were unpatentable is
cl ear and unequi vocal. Brown's reliance on the APJ's
statenent, taken out of context from page 5 of Paper Nunber
76, as evidence that the APJ considered original claim14 to
be patentable is not persuasive. The conplete text of the
APJ's statenent on page 5 of Paper Nunber 76 is:

Upon review of the reissue application and the

McCol gin patent, the EIC is of the view that patent

claim 14 and reissue clains 44, 45 and 48 to 55 are

pat ent abl e over the McCol gin patent. The MCol gin

pat ent di scloses the use of 12.6% solvent in certain

mononer systens but does not disclose the use of

12. 6% sol vent in an epoxy nononmer as clainmed in the

af oresaid clains. Thus, MCol gin does not anticipate

or render obvious these clainms. (enphasis added)
It was the APJ's interpretation of the original claimlanguage
that led to his conclusion that Brown's original patent clains
1 through 14 did not distinguish fromthe prior art relied on
by Brown in his notion under 37 CF.R 8 1.633(a). The
specifically referenced limtation for the use of 12.6%
solvent in the quote above is not found in original claim1l14

and, thus, could not have served as a basis for finding

14
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original claim14 patentable. Original claiml14 recited a
substanti al absence of solvent and was anended to recite | ess
t han about 12% sol vent. Thus, the limtation concerning the
use of "12.6% solvent" is relevant only to reissue claim 14,
as anmended, not original claim14.

| ndeed, because the very limtation on which the APJ
relied to distinguish fromMColgin et al. in Paper Nunber 76
was not an original claimlimtation but a reissue claim
[imtation, we consider the APJ's statenment that "patent claim
14" was patentabl e was obvi ous, inadvertent error. Moreover,
the APJ's prefatory remark that he nmade his determ nation
after he had reviewed the "reissue application” also further
makes it clear to this Board that the use of the phrase
"patent claim 14" was an obvi ous, inadvertent error.

Brown al so asserts that he did not concede that claim 14
was unpatentable by the filing of the reissue declaration but
now ar gues that:

Brown uniformy indicated only that claim1, and

thus its dependents, may have clainmed nore than

war r ant ed.

See page 4 of paper Nunber 182. However, nere reference to
the record evidences the error in Brown's argunent. Since the

sol e purpose of a reissue application is to correct errors and

15
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because Brown amended original claim14, it is presuned
original patent claim 14 contained an error which rendered it
unpatentable. Brown was required to explain in his reissue
decl aration every difference between the original and reissue
clai ms and how t he amended rei ssue cl ai s overcanme the error
in the original patent claim Brown's first two reissue
decl arati ons do not even nention the anendnment to claim 14 |et
alone how it corrected error! The first and only nention of
reissue claim214 may be found in the third rei ssue declaration
at page 5 thereof wherein declarant acknow edges that:
Claim 14 has been anended to add the additional
[imtation of using up to about 20% of solvent. This
[imtation was added to address the m st ake
contained in issued claim 14 which, by including "a
substanti al absence of solvent” may claimnore than
patentee had a right to claim This m stake was
di scovered on or about June 18, 1993, when the
Adm ni strative Patent Judge ruled that the MCol gin
exanpl e teaches use of an anount of solvent which
falls within the definition of "substantially
wi t hout solvent."?
Clearly, and contrary to Brown's argunent that he never

conceded original claim14 may have clainmed nore than he had a

right to claim the declarant does in the quote above concede

8Conditional statements of "error" in a reissue application
("may claimnore than patentee had a right to claim') are
i nappropriate because reissue is only available to renedy
actual errors.

16
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that original claim14 claimed nore than patentee had a right
to claim because the original claimlanguage erroneously
enbraced anounts of solvent used by McColgin et al.

ORI G NAL _AND REI SSUE CLAI M 10

I n our decision, we observed that the APJ found both
original patent claim 10 and reissue claim1l0 to be
unpat ent abl e. W al so observed that because Brown did not
chal l enge either finding by the APJ in his brief, the APJ's
determ nation that original claim1l0 and reissue claim10 were
unpat ent abl e was conceded by Brown. Both original claiml10
and rei ssue claim 10 are dependent clains which, when read to
include the limtations fromall other clainms incorporated
therein, require that the "pol ynerizabl e nononmer” is an "epoxy
material"”. Accordingly, we did not understand how t he APJ
coul d have found reissue clains 14, 44, 45 and 48 through 55
were patentable based on the limtation in those clains to
"pol yneri zabl e epoxy material s" or "polynerizabl e epoxy
conmpounds™.

Brown now argues that while the APJ did find original
claim10 to be unpatentable, it "is inconsistent with the rest
of the APJ's decision and should be discounted" and "viewed as
erroneous."” (page 5 of Paper Number 182). Brown urges that

17
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his failure to challenge the APJ's finding that claim10 was
unpat ent abl e "shoul d not be viewed as acquiescing to the
unpatentability of clainms directed to pol ynerizabl e epoxy
materials." Brown concludes by arguing that:
Since the subject matter of claim 10 was al ways
represented in pending clains found patentable and
corresponding to a count awarded to the Seni or
Party, there was no need for Brown to contest the
patentability of claim10. Under 37 CF.R 8§
1.658(c), there is no estoppel for failure to nake a
motion if the claimcorresponds to an awarded count.
Accordingly, Senior Party Brown respectfully submts
that the failure to prosecute claim 10 should not be
viewed as a concession that the subject matter was
unpat ent abl e.

We do not find any of Brown's argunents to be persuasive.

In the first instance, as we have stated above, we do not
find the APJ's unchal | enged finding that both original claim
10 and rei ssue claim 10 were unpatentable to be inconsistent
with the rest of the APJ's decision. Rather, it was the APJ's
determ nation that reissue clainms 14, 44, 45 and 48 through 55
wer e patentable which we found to be inconsistent wwth the
af orenenti oned unchal | enged fi ndi ng.

Wil e Brown has requested that we not view his admtted
failure to challenge the aforenentioned finding as an
acqui escence in that finding, Brown has not provided this

18



I nterference No. 102, 814

Board with any legal rationale or theory under which we coul d
reach such a conclusion. Wen an issue raised belowis

deci ded contrary to a party's interest, that party has an
opportunity to chall enge that decision by raising that issue
in his brief for final hearing. See 37 CF.R 8 1.655(a).
When a party chooses not to raise an issue in his brief, which
i ssue was deci ded below contrary to his interest, the party is
consi dered to have conceded or acqui esced in the decision

bel ow. See, for exanple, G slak v. Wagner, 215 F.2d 275, 277,

103 USPQ 39, 41 (CCPA 1954) (where appellant fails to rebut
facts denonstrated by appellee in his brief, the facts are
accepted as havi ng been denonstrated).

It appears to be Brown's position that because he
bel i eved that although the subject matter of claim1l0 was
found to be unpatentable and al though he did not challenge
that finding, it was unnecessary for himto do so because

ot her clains, allegedly

directed to the subject matter of claim 10 corresponding to
the count, were found to be patentable "and were awarded to
the Senior Party.” This argunment is not reflected by the

record and ignores the uncontested fact that Brown did not

19
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chal l enge the finding that either original claim10 or reissue
claim 10 were unpatentable. 1ndeed, Brown acknow edges in his
brief in support of his reissue application that he failed to
chal  enge the APJ's hol ding of unpatentability with respect to
original claim10 and reissue claim 10 (see the paragraph
bridging pages 5 and 6 of Brown's brief in support of his

rei ssue application).

Further, in our prior decision, we specifically declined
to award judgnment in this proceeding in |light of the
out standi ng patentability issues which we provided the parties
an opportunity to brief. Because we did not render judgnent
agai nst either party in our prior decision, we do not
understand the relevance of 37 CF.R 8 1.658(c) to the issue
of the patentability of reissue claim 10 or reissue clains 14,
44, 45 and 48 through 55.

While the patentability of Brown's clains was raised by
the APJ, sua sponte, during the prelimnary notions period,
the APJ provided the parties with anple procedural safeguards
under which patentability could be contested under the
interference rules. W acted within and exercised our
di scretion to decide the patentability of Brown's clains as
devel oped on the record bel ow. Qur decision, necessarily, had

20
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to consider all the facts below, including the admttedly
unchal I enged findings of the APJ with respect to those clains.
Not hing in Brown's argunent provides any basis for us to
ignore what Brown failed to contest below, especially in |ight
of Brown's decision not to brief this issue in his brief for
final hearing.

ANDREW V. BROM' S DECIL ARATI ON

We are now told by Brown that Andrew V. Brown's
declaration filed in support of Brown's notion for judgnent
agai nst Chandross et al. under 37 CF.R 8§ 1.633(a) was
offered sinply to establish that "aromatic epoxy resins were
well known in the art in 1984." Brown suggests that this
statenent in the declaration was made i ndependently of and
wi t hout any relevance to the issue of the patentability of
Chandross et al.'s clainms corresponding to the count under 35
U S C 8 103. Brown also argues that declarant's statenent
does not establish "there was any suggestion to use themfor
pl anarizing integrated circuits with substantially no
solvent." (page 6 of Brown's brief).

Brown's newy articul ated position concerning Andrew V.
Brown's declaration is sinply not credible. W agree with
Chandross et al. that Andrew V. Brown's declaration nust be

21
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considered in the context his declaration was offered. W nust
al so consider why the declaration was proffered and what
wei ght the APJ gave the declaration, if any.

In his notion (Paper Nunmber 22), Brown suggested
Chandross et al.'s clainms were unpatentable under both 35
US C 8§ 102 and 103 fromthe disclosure in McColgin et al.
ei ther alone or considered with "other references known to one
skilled in the art"” and "other art known to one of average
skill in the art |long before the Junior Party's parent
application was filed." See the sentence bridgi ng pages 1 and
2 on page 5 and the second full paragraph on page 5 of Paper
Nunber 22. Only claim 12 of Chandross et al.'s involved

application requires that the planarizing material is "an
aromati c epoxy resin".

Recogni zing that McColgin et al. did not expressly
describe aromati c epoxy materials as useful in their
i nvention, Brown proffered Andrew V. Brown's declaration to
support his notion for judgnent. See 37 CF.R 8§ 1.639(a) and
(b). As evidence that this feature would have been obvi ous at
the tinme Chandross et al.'s invention was made, Brown, in
Appendi x A-2 to his notion, concl uded:

Aromatic epoxy resins were well known in the art.

22
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Brown Decl. § 11. (enphasis added)

Additionally, in light of declarant's statenments in paragraphs
2 and 5, concerning declarant's know edge of the state of the
art, we agree with Chandross et al. that Andrew V. Brown's
decl aration was intended to convey the fact that aromatic
epoxy materials were known in the art as planarization
materials in 1984 and was intended to persuade the APJ to
grant his notion for judgnent. |In fact, the APJ specifically
relied on Andrew V. Brown's declaration in explaining why he
granted Brown's notion for judgnent.

Further, in his reply to Chandross et al.'s opposition to
the notion (Paper Nunber 42), Brown urged at page 4 that:

m nor process variations required to handle slightly
di fferent nononer materials can be addressed readily

by one of average skill in the art. Browmn P.M Decl
1M 3, 4, 6.
Still further, at page 5 of the reply, Brown urged that:

coating materials and paraneters were well studied
before the time of Senior Party Brown's invention
and a high degree of control of these paraneters and
corresponding results was well understood by persons
skilled in the art.

Conti nuing on page 6 of the reply, Brown urged that Chandross
et al.'s application suggest ed:

sinple experinmentation with a basic test wafer nakes
it "possible to determne to a good approxi mati on
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whet her a particular planarizing material wll
pl anari ze the nost difficult critical feature.™

In Iight of these unequivocal representations made by Brown on
the record in an effort to obtain the relief sought by himin
his notion, we find we cannot now give a contrary or different
meani ng to declarant's representations.

We have not overl ooked Brown's argunent that "[t]he APJ
specifically found that claim 14 was patentable over MCol gin
and McCol gi n does not teach the use of pol ynerizabl e epoxy
materials." (page 7 of Brown's brief). Indeed, our prior
deci sion specifically recognized that the APJ, in the
performance of his interlocutory duties, found reissue claim
14 to be patentable. It was precisely because that finding
conflicted wwth the APJ's unchal |l enged findings that original
patent clains 1 through 14 and reissue clainms 1 through 13, 16
t hrough 43, 46, 47 and 56 were unpatentable that we afforded
Brown the extraordinary opportunity to brief an issue he chose
not toraise in his brief even though the issue had been
deci ded bel ow. W have exhaustively addressed this issue in
our deci sion, supra.

W have al so considered the context in which Brown set

forth the nature of his contribution to the art when his
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application for patent was filed in considering the
patentability of Brown's reissue clains. Specifically, Brown
describes his process as an inprovenent over the prior art

met hods for preparing planarization |ayers using | arge anmounts
of solvent. There exist nunerous references in Brown's
specification to the conventionality of planarizing integrated
circuits by spin coating a polynerizable material in a solvent
on the surface of a wafer and subsequently pol ynerizing the
material on the wafer to forma planarized | ayer.

There is also prior art cited in the Brown patent such as
the Econony et al. reference noted by Chandross et al. in
their reply to Brown's brief in support of his reissue
appl i cation which describes "epoxy material s" as useful for
pl anari zation materials. W find this prior art to be
representative of the prior art Brown alluded to in his notion
when he di scussed "other available prior art" or "other art
known to one of average skill in the art" or the prior art
whi ch, when taken with McColgin et al. (page 8 of Paper Nunber
42), rendered Chandross et al.'s clainms unpatentable. Brown's
representations of the prior art may not now be disclai nmed
because the sane prior art is now being applied against his

clains rather than Chandross et al.'s.

25



I nterference No. 102, 814

THE PATENTABILITY OF REISSUE CLAIMS 14, 44, 45 AND 48 THROUGH

55

Brown descri bes the application of a "polynerizable
material" over the topography of an integrated circuit
"W thout the use of substantially any solvents"” (colum 3,
l[ines 3 through 19). The term "polynerizable material"” is
described at colum 3, lines 20 through 27; lines 44 through
56 and at columm 4, lines 19 through 50 of Brown's patent.
The term nol ogy "wi thout the use of substantially any
sol vents" is described by Brown as "20% by vol unme or |ess of
solvents present” (colum 3, lines 34 through 36). Brown's
patent includes a sole exanple "[t]o illustrate the invention"
whi ch may be found at columm 4, lines 30 through 50 and which
utilizes what appear to be comrercially avail able, proprietary
products, said to be available from Union Carbide, and
denom nat ed under the trademarks "UVR 6200" and "ERL 4221"°,
Bot h products are generically described as "cyclo aliphatic
epoxi des".

Rei ssue claim 14, as anended, is directed to an inproved

°® Brown has not favored the record with the product sheets
whi ch describe the proprietary materials used in his exanple
or the uses the manufacturer of the products used in Brown's
exanpl e intended for said material s.
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process of form ng a planarization |ayer over an integrated
circuit. The process conprises applying to the integrated
circuit having stepped topography, a "polynerizabl e epoxy
material” having a particular viscosity and "l ess than about
12% of nonpol yneri zabl e sol vents” and thereafter spin coating
the material at a particular rpm® and after spin coating,

pol ymeri zing the material to forma |ayer suitable for
application of a photoresist |ayer thereto.

Newl y added reissue claim44 is remarkably |ike reissue
claim14. It differs by the step of applying a "polynerizable
epoxy conpound” to the substrate rather than a "polynerizable
epoxy material" and coats "w thout the use of substantially
any solvent"” rather than "less than 12% of nonpol yneri zabl e
solvents". Like reissue claim14, the coating is thereafter
pol ynmerized to forma planar surface on the substrate but
unli ke reissue claim14, claim44 requires that, during
pol ynmeri zation, the volume change of the "polynerizabl e epoxy
conpound” is materially reduced to "permt naintenance .... of
the substantially planar surface".

Dependent claim45 further nodifies claim44 by requiring

Y“Revol utions per mnute.
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that the anopunt of "polynerizable epoxy conpound” is
sufficient to permt spin coating the entire surface of the
substrate. Caim48 limts the "polynerizing" step of claim
44 to exposing the "polynerizabl e epoxy conmpound” to four
types of external energy sources. Claim49 further requires
that the "polynerizabl e epoxy conpound” includes a
pol ymeri zation catalyst. Cains 50 and 51 define the
"pol yneri zabl e epoxy conpound” of claim44 as a "thernoplastic
material” or one "capable of cross-linking to forma
thernosetting material"”, respectively. Caimb52 further
descri bes the "pol yneri zabl e epoxy conmpound” in terns of
properties possessed by the planarization | ayer prepared
therefromafter polynerization. Caimb53 nodifies claimb52 by
requiring the polynerization to be achieved by exposure to
ultraviolet light. Caimb54 nodifies claim53 to require
ultraviolet light of a particular wavelength and limts the
pol ymeri zation for fromO0.1 to 60 seconds. C aim55 nodifies
claim54 by requiring the polynerization is conducted at a
tenperature of from 30E to 100EC

The McCol gin et al. patent, on which Brown relied in part
in his notion for judgnent, and on which the APJ also relied
in part in concluding Brown's clains were unpatentable,
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recogni zes that planarization |layers coated out of solvent

sol utions have provided insufficient planarization due in part
to hardening of the |layer by the evaporation of the sol vent.
As the sol vent evaporated, sone shrinkage in the pol yner was
observed and the coating |ost sone of its planarization
properties. MColgin et al. describes a large variety of

sui tabl e nmononmers for use in planarizing the surface of

sem conduct or devices including those which require a catal yst
and those which are polynerized in the presence of as
photoinitiator by exposure to "activating radiation” (colum
5, lines 1 through 62). Wen applied by spin coating, a
solvent may be used "if the selected liquid nmononmer is fairly
vi scous"” (colum 6, lines 9 through 16). The parties do not
di spute that exanple 1 of McColgin et al. describes spin
coating one of the nononers clained by Chandross et al. in the
substanti al absence of solvent as that term nol ogy is defined
by Brown. !

Thus, Brown's independent reissue clains 14 and 44 differ

"W have not overl ooked Brown's argunent that he believes
Exanple 1 of McColgin et al. to either be an error or
anomal ous. There is sinply no evidence of record which
supports either theory, which we consider to be nere attorney
ar gument .
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fromthe disclosure in McColgin et al. by requiring as the
"pol yneri zable material" a "pol yneri zabl e epoxy conpound” not
specifically described by McColgin et al. and by coating the
substrate in the presence of "less than about 12%
nonpol yneri zabl e solvent” or "w thout the use of substantially
any solvent", respectively. The question, therefore, is
whet her, agai nst the scope and content of the prior art as
di scussed herein by us and in this proceeding by the parties,
considering the level of skill in this art as shown by the
prior art and as represented by the parties in this
proceedi ng, both in the notions period and in their briefs,
the differences between what Brown clains and the prior art
woul d have been obvious to a person of ordinary skill in the
art at the tinme Brown's invention was made.

W are satisfied fromthe disclosure in MColgin et al.
concerning the recogni zed problens wth spin coating
pl anari zation | ayers out of solution that a person of ordinary
skill in the art would have been notivated to reduce the
anount of solvent to a degree where hardening of the
pl anari zation | ayer by evaporation of solvent was no | onger
observed. W reach that conclusion, in part, based on
McColgin et al.'s disclosure recognizing that the sel ection of
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useful nononers and the anount of solvent to be used in spin
coating planarization |ayers with any particul ar nononmer is
wel | known and within the skill of the routineer in this art.

Brown supports that conclusion by his argunents and
representations in his notion for judgnent and in his reply to
Chandross et al.'s opposition to the notion for judgnent
concerning the level of skill in the art. Coupled with the
di sclosure in McColgin et al. of an exanple which actually
descri bes a process as clained by Brown in original claiml
but which exanple differs fromreissue claim14 in the use of
a particular, different "polynerizable nononer” than required
in reissue claim14 and slightly nore solvent, we consider the
subj ect matter of reissue clains 14 and 44, and those clains
dependent thereon, would have been obvious to a person of
ordinary skill in the art at the tinme Brown's invention was
made. I ndeed, McColgin et al.'s exanple 1 describes spin
coating "w thout substantially any solvent” as that termis
defined by Brown and differs fromclaim44 essentially by not
using a "polymerizabl e epoxy conpound” as required in claim
44,

Brown' s dependent reissue clains are directed to certain
process paraneters (energy source, exposure time, exposure
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tenperature, particular reactants, spin coating speed) which
are either disclosed in MColgin et al. (the exanples disclose
spin coating at various rpms as clainmed, using U/ light to
pol ynmerize as clained for tinme periods as clainmed, at
tenperatures as clainmed, etc.) or would have been consi dered
to be within the skill of the routineer to determ ne through
routi ne (not undue) experinentation because the paraneters are
recogni zed as so-called "result effective variabl es"?*2

Brown has vigorously asserted throughout this proceeding
that selection of the coating material and ot her process
vari abl es coul d have been easily determ ned by persons of
ordinary skill in the art. W agree with Brown's assertions
and we shall not permt Brown to retreat fromhis
representations concerning the selection of materials and
optim zation of process variables which he nade in seeking the
grant of his notion for judgnent. Al Brown's prior
representations strongly support our finding concerning the
| evel of skill of the routineer in this art. Additionally,

except for requiring a particular planarizing materi al

21t has been consistently held that optim zation of such

paranmeters, known as result effective variables, is entirely
within the skill of the ordinary routineer in the art. In re
Boesch, 617 F.2d 272, 276, 205 USPQ 215, 219 (CCPA 1980).
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("pol yneri zabl e epoxy conmpound”) we find little difference, if
any, between original claim14, conceded to be unpatentable by
Brown, and newly presented rei ssue claim44.

Accordingly, fromall the above, we find that Brown's
reissue clainms 14, 44, 45 and 48 through 55 are unpatentabl e
under 35 U.S.C. 8 103 for the reasons expressed above.

SUMVARY

Clainms 1 through 14 of Brown's original patent involved
inthis interference are unpatentabl e under both 35 U S.C. 8§
102 and 103 for the reasons given in the APJ's unchal | enged
findings in Paper Nunber 55.

Clainms 1 through 13, 16 through 43, 46, 47 and 56 of
Brown's reissue application are unpatentabl e under both 35
U S.C 88 103 and 112, first paragraph, for the reasons given
in the APJ's unchal |l enged findings in Paper Nunber 76.

RECONSI DERATI ON

The tinme for requesting reconsideration of this final

decision is now set to expire 1 (one) nonth fromthe date of

this decision. 37 CF.R 8§ 1.658(b).

OTHER | SSUES

On pages 7 and 8 of his brief, Brown has raised an issue,
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the patentability of his reissue clainms under 35 U S.C. § 112,
first paragraph (witten description), which we did not
authorize Brown to address. Brown has al so attached to his
brief a proposed "draft"” fourth prelimnary anmendnent to his
rei ssue application. W did not authorize Brown to file nor
did Brown seek our authorization to file the further amendnent
of the reissue application. Accordingly, we will not consider
Brown's argunents as set forth in his brief on this issue or
t he proposed anmendnent to Brown's reissue clains filed
t herew t h.
JUDGMVENT

Judgnent as to the subject matter of Count 2 in this
interference is awarded agai nst Edwin A Chandross, Ray L
Hartl ess, Warren Yiu-Cho Lai, Ronald G Larson, George W
Reutlinger, Ronald J. Schutz, Larry Stillwagon and Gary N.
Taylor, the junior party. Edwin A Chandross, Ray L. Hartless,
Warren Yiu-Cho Lai, Ronald G Larson, CGeorge W Reutlinger
Ronald J. Schutz, Larry Stillwagon and Gary N. Taylor, the
junior party, are not entitled to a patent containing clains
1 through 12, 21, 80 and 81 of their involved application
correspondi ng to Count 2.

Judgnent as to the subject matter of Count 2 in this
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interference is awarded agai nst Andrew V. Brown, the senior
party. Andrew V. Brown, the senior party, is not entitled to
his involved patent containing clains 1 through 14
correspondi ng to Count 2.

Judgnent as to the subject matter of Count 2 in this
interference is awarded agai nst Andrew V. Brown, the senior
party. Andrew V. Brown, the senior party, is not entitled to
a patent containing clainms 1 through 14 and 16 through 55 of

his involved rei ssue application corresponding to Count 2.

| AN A. CALVERT )
Admi ni strative Patent Judge )
)
)
|
ANDREW H. METZ ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
ADRI ENE LEPI ANE HANLON )
Adm ni strative Patent Judge )

AHM gj h
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