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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 to 10, which are all of the clains

pending in this application.

W REVERSE



Appeal No. 2001-2193 Page 2

Application No. 09/152,515

BACKGROUND

The appellants' invention relates to a |liquid fuel
pressure atom zi ng nozzle. A copy of the clains under appeal

is set forth in the appendi x to the appellants' brief.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Squire et al. 478, 295 July 5,
1892

(Squi re)

For ney 1, 887, 407 Nov. 8,
1932

CGebhardt et al. 3,401, 883 Sep. 17,
1968

( Gebhar dt)

Akinoto et al. 5, 603, 456 Feb.
18, 1997

( Aki not 0)

Clains 1, 2, 4 and 10 stand rejected under 35 U S. C

§ 102(b) as being anticipated by Forney.

Claim 3 stands rejected under 35 U.S.C. § 103 as being

unpat ent abl e over Forney and Squire.
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Clains 4 to 8 stand rejected under 35 U S.C. §8 103 as

bei ng unpat ent abl e over Forney and Gebhardt.

Claim9 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Forney and Gebhardt as applied to claim4

above, and further in view of Squire.

Claim 10 stands rejected under 35 U . S.C. §8 103 as being

unpat ent abl e over Forney and Aki not o.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the final rejection (Paper
No. 14, mailed May 9, 2000) and the answer (Paper No. 21,
mai | ed February 1, 2001) for the exam ner's conplete reasoning
in support of the rejections, and to the brief (Paper No. 20,
filed Decenber 21, 2000) and reply brief (Paper No. 23, filed

April 2, 2001) for the appellants' argunents thereagainst.

CPI NI ON
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In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

The anticipation rejection

W will not sustain the rejection of clains 1, 2, 4 and

10 under 35 U.S.C. § 102(b).

To support a rejection of a claimunder 35 U S.C 8§
102(b), it nust be shown that each elenment of the claimis
found, either expressly described or under principles of

i nherency, in a single prior art reference. See Kalman v.

Kimberly-dark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789

(Fed. Cir. 1983), cert. denied, 465 U S. 1026 (1984).

Claim 1, the sole independent claimon appeal, reads as

foll ows:
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A liquid fuel pressure atom zing nozzle for gas-
turbi ne burners, conprising a nozzle body having at | east
two separate feed passages for one liquid to be atom zed,
the first feed passage being at |east partly encl osed by
the second feed passage and al so bei ng connected
downstreamto an outer space via a discharge orifice, and
t he second feed passage |ikew se being connected to the
outer space, wherein the second feed passage has at | east
two discharge orifices to the outer space wherein an axis
of each of said at |east two discharge orifices are
oriented outwardly froma central axis of said first feed
passage.
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Forney di scl oses a burner constructed to burn either gas
or oil atom zed by steamprior to discharge. Figure 1 of
Forney shows a furnace equi pped wiwth a burner and Figure 3 of
Forney shows a sectional view of the burner. Forney teaches
that gas flows frompipe 37 into chanber 34, then into the
space between tubes 28 and 29, then to the space between tip
31 and sleeve 59, and then to outlet ports 58 angled relative
to the longitudinal axis of the tubes 28 and 29. Forney al so
teaches that steamflows from pipe 47 into tube 30, then into
nozzl e 65, then to sleeve 59 where it atom zes oil injected
t hrough ports 64 in the sleeve 59, and then to outlet ports
57. Forney provides that oil is supplied frompipe 42 to the
space between pipes 29 and 30 for flowto the ports 64.

Forney does not teach the size of the ports 57 and 58.

We agree with the appellants that claim1 is not
anticipated by Forney. Specifically, we agree with the
appellants that the preanble of claiml (i.e., aliquid fuel
pressure atom zing nozzle) is a structural limtation that is
not met by Forney. In our view, this structural limtation

requires that at |east one of the clained discharge orifices
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is sized so that a pressurized liquid fuel injected therefrom
will atom ze. Forney does not teach that any of his ports 57
and 58 are sized so that a pressurized liquid fuel injected
therefromw || atom ze. Additionally, it is well-settled that
under principles of inherency, when a reference is silent
about an asserted inherent characteristic, it nust be clear
that the m ssing descriptive matter is necessarily present in
the thing described in the reference, and that it would be so

recogni zed by persons of ordinary skill. Continental Can Co.

v. Mnsanto Co., 948 F.2d 1264, 1268, 20 USPRd 1746, 1749

(Fed. Cir. 1991). As the court stated in In re Celrich, 666

F.2d 578, 581, 212 USPQ 323, 326 (CCPA 1981)(quoting Hansgirg
v. Kemmer, 102 F.2d 212, 214, 40 USPQ 665, 667 (CCPA 1939)):

| nher ency, however, may not be established by
probabilities or possibilities. The mere fact that
a certain thing may result froma given set of
circunstances is not sufficient. [Citations
omtted.] If, however, the disclosure is sufficient
to show that the natural result flowng fromthe
operation as taught would result in the perfornmance
of the questioned function, it seens to be well
settled that the disclosure should be regarded as
sufficient.

In this case, it is not clear that the m ssing descriptive

matter (i.e., that ports 57 and 58 are sized so that a
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pressurized liquid fuel injected therefromw |l atom ze) is
necessarily present in the description of Forney, and that it

woul d be so recogni zed by persons of ordinary skill

For the reasons set forth above, claim11 is not
antici pated by Forney. Accordingly, the decision of the
examner to reject claiml1, and clains 2, 4 and 10 dependent
t hereon, under

35 U S.C 8 102(b) is reversed.

The obvi ousness rejections

We have al so reviewed the references (i.e., Squire,
CGebhardt and Akinoto) additionally applied in the rejection of
claims 3 to 10 under 35 U.S.C. 8 103 but find nothing therein
whi ch nmakes up for the deficiency of Forney discussed above.
Accordi ngly, we cannot sustain the exam ner's rejection of

appealed clains 3 to 10 under 35 U.S.C. § 103.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clains 1 to 10 is reversed.

REVERSED

NEAL E. ABRAMS
Adm ni strative Patent Judge

BOARD OF PATENT

LAWRENCE J. STAAB APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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