The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL

Jean-Louis H Gueret originally took this appeal fromthe
deci sion of the exam ner (Paper No. 20) to reject clains 1
through 3, 5 through 17, 25, 26, 33 and 37 through 43. The
exam ner has since withdrawn the rejections of clainms 42 and
43, which now stand all owed. Hence, the appeal as to these
two clains is hereby dismssed, |eaving for reviewthe

standing rejections of clains 1 through 3, 5 through 17, 25,
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26, 33 and 37 through 41. dainms 4, 18 through 24, 27 through

32 and 34

t hrough 36, the only other clainms pending in the application,
stand wi thdrawn from consi deration pursuant to 37 CFR §
1.142(b).

THE | NVENTI ON

The invention relates to a unit for packagi ng and
applying liquid products such as nail varnish, |ipstick, glue,
witing corrector, stain renover and the |ike. Representative
claim1l reads as foll ows:

1. A unit for packaging and applying a liquid product,
conpri si ng:

a reservoir containing the product and havi ng an openi ng;

a renovabl e closure for closing off said opening in a
| eakti ght manner;

an applicator fitted inside the reservoir and including a
first end in liquid communication with the product inside the
reservoir and a second end opposite said first end, said
second end form ng an application surface which is novabl e
axially between a first position in which the application
surface energes outside the reservoir through said opening,
and a second position in which said application surface is
contained in a |l eaktight manner inside the reservoir,

wherein said applicator conprises at |east one bl ock of
an absorbent material which is capable of being at |east
partially conpressed, and wherein said applicator is nounted
to the reservoir such that said applicator is saturated with
t he product when said second end noves from said second
position to said first position.
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THE PRI OR ART

The references relied on by the exam ner as evidence of

obvi ousness are:

Schul t z 2,975, 464 Mar. 21,
1961 Capezzuto 3,132, 370 May
12, 1964

Guer et 5,002, 415 Mar. 26,
1991

THE REJECTI ONS

Claim9 stands rejected under 35 U S.C. 8§ 112, first
par agr aph, as being based on a specification which is non-
enabling with respect to the subject matter cl ai ned.

Clainms 12 through 17 stand rejected under 35 U . S.C. 8§
112, second paragraph, as failing to particularly point out
and distinctly claimthe subject matter the appellant regards
as the invention.

Claims 1 through 3, 5 through 11, 25, 26, 33 and 37
t hrough 41 stand rejected under 35 U.S.C. 8§ 103(a) as being

unpat ent abl e over Schultz in view of Capezzuto and Gueret.
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Attention is directed to the appellant’s main and reply
briefs (Paper Nos. 22 and 24) and to the office actions dated
May 25, 2000 and Septenber 13, 2000 and the exam ner’s answer
(Paper Nos. 18, 20 and 23) for the respective positions of the
appel lant and the exam ner with regard to the nerits of these

rejections.?

Dl SCUSSI ON

|. The 35 U.S.C. 8 112, first paragraph. rejection of claim9

Earlier in the prosecution of the application (see Paper
No. 12), the appellant elected the species shown in Figure 3
in response to a restriction requirenent (Paper No. 7). In
this species, the product reservoir includes a bell ows-type
menber 20 which permits the reservoir to be conpressed so as
to at least partially conpress the applicator and nove the

product into contact therewth.

! The references in the exam ner’s answer (see page 4) to
mul tiple prior office actions for an explanation of the
appeal ed rejections is inproper. MPEP 8§ 1208 limts
i ncorporation by reference in an answer to a single prior
of fice action.
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Claim9 depends indirectly fromclaim1l and further
defines the applicator recited therein as including a w ck
soaking in the product. The rejection at hand rests on the
exam ner’s determnation that the appellant’s specification is
non-enabling with respect to a liquid product packagi ng and
applying unit having both the wick recited in claim9 and the
conpressi ble reservoir of the el ected species, which features
t he exam ner considers to be inconpatible. But even if it is
assunmed for the sake of argunent that the w ck and
conpressi ble reservoir, as disclosed, are inconpatible, and
notw t hstandi ng the appellant’s election of the Figure 3
species, the fact remains that claim9 does not expressly
recite, or otherwise require the clained unit to include, the
conpressi ble reservoir. Thus, the exam ner’s position that
the claimis directed to a conbination of features not enabl ed

by the appellant’s disclosure is unsound. 2

2 Areview of the instant application reveals a bit of
anbiguity as to the relationship between the wick and the
applicator. For exanple, pages 4 and 7 in the specification
indicate that the wick is a separate elenent which is
connected to the first (inner) end of the applicator; claim9,
on the other hand, recites that the applicator includes the
wick. In the same vein, the recitation in claim9 that the
applicator includes a wck soaking in the product seem ngly
conflicts with the recitation in parent claim6 that the first

5
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Hence, we shall not sustain the standing 35 U S.C. § 112,
first paragraph, rejection of claim9.

II. The 35 U S.C. § 112, second paragraph, rejection of clainms

12 through 17

Claim 12 depends indirectly fromclaim1l and further
defines the applicator recited therein as being fitted so as
to slide inside the neck of the clainmed Iiquid product
packagi ng and applying unit. The exam ner considers this
claim and clainms 13 through 17 which depend therefrom to be
i ndefinite because the Figure 3 species elected by the
appel | ant does not include such a slidable applicator. The
exam ner characterizes the issue as being one of disagreenent
with the appellant as to whether clains 12 through 17 read on
the elected Figure 3 species, and relies on MPEP § 821 for
justification of the subject rejection under these

ci rcunst ances.

(inner) end of the applicator is |ocated above the |evel of
the product. It is also noted that the references in claim3
to the “body” | ack a proper antecedent basis. These matters
shoul d be addressed in any further prosecution before the
exam ner.
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MPEP § 821 recently was anended (MPEP Ei ghth Edition
August 2001) to elimnate the directive instructing exam ners
to enter a
35 U.S.C. 8 112, second paragraph, rejection in the event of a
di sagreenent with an applicant as to whether clains read on
el ected subject natter. Mreover, even if it is assumed for
t he sake of argument that clains 12 through 17 do not read on
the el ected Figure 3 species, the exam ner has not expl ai ned,
nor is it apparent, why this circunstance al one woul d render
the metes and bounds of these clains unclear.

Since the exam ner has not advanced any other reason why
claims 12 through 17 m ght be indefinite, we shall not sustain
the standing 35 U . S.C. § 112, second paragraph, rejection
t her eof .

[Il. The 35 U.S.C. 8 103(a) rejection of clains 1 through 3, 5
through 11, 25, 26, 33 and 37 through 41

Schultz, the examner’s prinmary reference, discloses a
container for dispensing |iquid products such as shoe poli sh,
househol d cl eaners, coatings, solvents and the |like. The
cont ai ner includes a sponge-like applicator which is

specifically designed not to beconme fully saturated during use
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in order to prevent the | oss of the product due to spilling
and splashing. As described by Schultz,

A designates a container, such as a glass bottle,
conprising a generally cylindrical bottom nenber 42,
a cup-like section 43, a constricted neck portion
44, an aperture 45, and a sponge-like insert 46.

The sponge-like insert 46 is provided inits
| oner portion with a relatively thin dowwardly
dependi ng wi ck 47 which extends into the liquid
within the bottom nenber 42. . . . The container A
is provided with a cap nenber 34 including a cork
stopper 35 which fits snugly into the cup-1like
section 43 and conpresses the sponge-like insert 46.
When the cap 34 is inserted, the cork stopper 35
conpresses the sponge-like insert 46 and, in effect,
evacuates the interstitial spaces therein.
Consequently, when the cap 34 is renoved and the
cork stopper 35 withdrawn, the conpressive force on
the sponge-like insert 46 is released and liquid is
drawn up there into for dissemnation into the
at nosphere through the exposed top portion.

In use, the container Ais filled with a
suitable liquid L, such as polish, cleaning solvent,
and the |like, and, thereafter, the oversized sponge-
like insert or applicator 46 is placed within the
cup-like section 43; whereupon, the cap 34 is
t hreaded on the cup-like section 43, conpressing the
sponge-li ke applicator 46 tightly within the cup-

i ke section 43. The bottle or container Ais then
up-ended for a few nonents, causing the liquid L to
fl ow through the aperture or port 45 and saturate
the conpressed applicator 46. Since the applicator
46 is conpressed, it will absorb nmuch less liquid
than its normal capacity.

After the bottle A has been up-ended for a few
moments to allow the applicator 46 to absorb as much
liquid as possible in its conpressed condition, the
bottle Ais then turned back to the upright
posi tion, whereupon, any excess liquid L not
absorbed by the applicator 46 will drain down al ong

8
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the arcuate wall into the bottom nenber 42. The cap
34 is then renoved, permtting the applicator 46 to
expand so as to assunme the position shown in Fig. 1
at which tinme the applicator 46 becones about half-
saturated due to the fact that the expanded
applicator 46 now has a nuch greater volunetric
capacity than it had when it was conpressed. :
By properly selecting the porosity and nornmal size
of the applicator 46 in relation to the volunetric
size of the cup-like section 42 and the viscosity of
the liquid with which it is to be used, it is easily
possible to have the applicator 46 retain just the
right anmount of liquid for covering the object to
which the liquid is to be applied [page 1, columm 1,
line 72, through page 1, columm 2, line 56].

As conceded by the exam ner, Schultz does not neet the
[imtation in independent claim1 requiring the applicator to
be “saturated with the product when second end [which forns
the application surface] noves fromsaid second position
[inside the reservoir] to said first position [outside the
reservoir].” The exam ner nonethel ess concl udes t hat

[ b] ecause the Schultz applicator is intended to
function in a manner identical to that clained with

t he exception of the “saturation” limtation, the
burden is on appellant to establish that the
“saturation * limtation is critical to

patentability. See In re Aller, 220, F.2d 454, 457
(C.C.P.A 1955). Appellant has not done so [answer,
page 9].

The examner's reliance here on In re Aller, 220 F.2d

454, 456, 105 USPQ 233, 235 (CCPA 1955) is not well taken

Al ler stands for the principle that in situations where a

9
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difference between a claimand the prior art normally would

i nvol ve an unpat entabl e nodi fication, under sonme circunstances
the difference may inpart patentability if the applicant neets
t he burden of showing that it is critical in the sense that it
produces a new and unexpected result different in kind and not
nmerely in degree fromthe results of the prior art (see Aler
at 220 F. 2d 456, 105 USPQ 235). In the present case, Schultz
expressly and very forcefully teaches away fromthe
“saturation” limtation in claim1. Thus, Schultz clearly
fails to establish

a prima facie case that this limtation involves an

unpat ent abl e or obvi ous nodification. Consequently, the
appellant is under no burden to show criticality in order to
denonstrate patentability. This deficiency in Schultz finds
no cure in Capezzuto and/or QGueret which were applied by the
exam ner for their disclosures of conpressible reservoirs.
Accordingly, we shall not sustain the standing 35 U.S. C
§ 103(a) rejection of claiml1, or clainms 2, 3, 5 through 11
25, 26, 33 and 37 through 41 which depend therefrom as being
unpat ent abl e over Schultz in view of Capezzuto and Cueret.

SUMVARY
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The deci sion of the exam ner:
a) toreject claim9 under 35 U S.C. 8§ 112, first
par agraph, is reversed;
b) to reject clainms 12 through 17 under 35 U S.C. § 112,

second paragraph, is reversed; and

c) toreject clainms 1 through 3, 5 through 11, 25, 26, 33

and 37 through 41 under 35 U S.C. 8 103(a) is reversed.

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

APPEALS AND

N N N N N N N

LAWRENCE J. STAAB
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Adm ni strative Patent Judge

JOHN P. MCQUADE
Adm ni strative Patent Judge

JPM ki s

OGBLON, SPI VAK, MCCLELLAN,

MAI ER & NEUSTADT

FOURTH FLOOR

1755 JEFFERSON DAVI S H GHWAY
ARLI NGTON, VA 22202
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