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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 15, 17, 18, 21, 23, 24, 29 to 33 and 35 to
37.* Caim38 has been allowed. dains 19, 22, 27 and 28
have been wi thdrawn from consi deration under 37 CFR 8§ 1.142(b)
as being drawn to a nonelected invention. Cains 1 to 14, 16,

20, 25, 26 and 34 have been cancel ed.

! Cdaim15 was anended subsequent to the final rejection.
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W REVERSE.
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BACKGROUND

The appellant's invention relates to the manufacture of
resilient workpieces (specification, p. 1). A copy of the
cl ai ms under appeal is set forth in the appendix to the
appel lant's original brief (Paper No. 20, filed July 20,

2000) .

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Trotter 2,219, 604 Cct. 29,
1940

Lane 3,532,016 Cct .
6, 1970

Cains 15, 17, 18, 21, 23, 24, 29 to 33 and 35 to 37
stand rejected under 35 U S.C. §8 102(b) as being antici pated

by Trotter.

Cains 15, 17, 18, 21, 23, 24, 29 to 33 and 35 to 37
stand rejected under 35 U S.C. § 103 as being unpatentable

over Trotter in view of Lane.
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rej ections, we nake reference to the answer (Paper No. 24,
mai | ed Cctober 12, 2000) for the exam ner's conpl ete reasoning
in support of the rejections, and to the substitute brief
(Paper No. 23, filed Septenber 8, 2000) for the appellant's

argument s t her eagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we neke the

determ nati ons which foll ow.

The anticipation rejection
W will not sustain the rejection of clains 15, 17, 18,

21, 23, 24, 29 to 33 and 35 to 37 under 35 U.S.C. 8§ 102(b).
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To support a rejection of a claimunder 35 U. S.C. §
102(b), it nust be shown that each elenent of the claimis
found, either expressly described or under principles of

I nherency, in a single prior art reference. See Kalnman v.

Kinberly-dark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789

(Fed. Cir. 1983), cert. denied, 465 U S. 1026 (1984).

In this case, we agree with the appellant's argunent
(substitute brief, pp. 10-22) that the clainms under appeal are
not anticipated by Trotter. Wile Trotter does teach (page 2,
| eft columm, lines 63-68) formng a very fine slit in menber 5
whil e the nenber is stretched over a mandrel, Trotter does not
teach applying both stretching and clanping forces. |In that
regard, there is no teaching in Trotter of applying clanping
forces at an interior area of the fluid flow control valve
nmenber i medi ately surroundi ng where the cut is nade in the
interior area during the cutting step as recited in the clains

under appeal.? In the appellant's nethod, as shown for

2 For exanple, claim15 recites

i ncl udi ng appl yi ng opposed cl anping forces to said fluid

fl ow control valve nenber in said interior area of said
(continued. . .)
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exanple in Figures 2A-2C, the stretching forces are applied by
t he engagenent of the housing 24 with the flange 16 while the
clanping forces are applied by the resilient pad 38 and the

flat end 22 of the mandrel 20.

Since all the limtations of the clains under appeal are
disclosed in Trotter for the reasons set forth above, the
deci sion of the examner to reject clains 15, 17, 18, 21, 23,
24, 29 to 33 and 35 to 37 under 35 U.S.C. § 102(b) is

rever sed.

The obvi ousness rejection

2(...continued)

fluid flow control valve nenber, one of said clanping
forces being applied to the first fluid fl ow control

val ve nenber side while said first fluid flow contro

val ve nenber side is stretched and anot her of said

cl amping forces being applied to the second fluid flow
control nenber side while said second fluid flow control
menber side is stretched, and said clanping forces being
appl i ed substantially in the direction of said
predeterm ned path of relative novenent to the first and
second fluid flow control nenber sides in said interior
area of said fluid flow control valve nenber i medi ately
surroundi ng where said at |east one cut is nade in said
interior area during said cutting step
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We have reviewed the reference to Lane applied in this
rejection of the clainms under appeal but find nothing therein
whi ch nakes up for the deficiency of Trotter discussed above.
In that regard, Lane's clanps 9, which hold the tissue 16 in
the stretched position, do not surround the position where the
cut is forned as required by the clains under appeal. Thus,
the clained subject matter is not suggested by what the
conbi ned teachings of the applied prior art woul d have
suggested to one of ordinary skill in the art. Accordingly,
the decision of the examner to reject clains 15, 17, 18, 21,
23, 24, 29 to 33 and 35 to 37 under

35 US.C. 8 103 is reversed.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 15, 17, 18, 21, 23, 24, 29 to 33 and 35 to 37 under 35
U S C
8 102(b) is reversed and the decision of the examner to
reject clains 15, 17, 18, 21, 23, 24, 29 to 33 and 35 to 37

under
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35 US.C. § 103 is reversed.

REVERSED

JENNI FER D. BAHR
Adm ni strative Patent Judge

NEAL E. ABRANMS )
Adm ni strative Patent Judge )
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