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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 21 to 32, which are all of the clains

pending in this application.?

We AFFI RM | N- PART.

L' Cains 23, 25, 26 and 28 to 32 were anended subsequent
to the final rejection
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BACKGROUND

The appellant's invention relates to a nodul ari zed
structure framng system and nodul e erection tools
(specification, p. 1). A copy of the clains under appeal is

set forth in the appendix to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

W son 1, 448, 244 Mar. 13,
1923

Kof ahl et al. 2,803, 856 Aug. 27,
1957

( Kof ahl )

Pennecot 3,921, 355 Nov. 25,
1975

Coul t hard 4,118, 903 Cct .
10, 1978

Schonert 4,281, 491 Aug. 4,
1981

The rejections set forth in the exam ner's answer (Paper
No. 15, mail ed Cctober 24, 2000) are as foll ows:

(1) Clainms 21 to 24 stand rejected under 35 U.S.C. §
102(b) as being anticipated by Pennecot.
(2) Cdains 21 to 23 stand rejected under 35 U.S.C. 8§ 103 as

bei ng unpat ent abl e over Schonert in view of Kofahl.
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(3) dainms 26 to 32 stand rejected under 35 U. S.C. § 103 as
bei ng unpat ent abl e over Schonert in view of Kofahl and WI son.
(4) dains 24 and 25 stand rejected under 35 U.S.C. § 103 as
bei ng unpatent abl e over Schonert in view of Kofahl and
Coul t har d.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we make reference to the answer for the exam ner's
conpl ete reasoning in support of the rejections, and to the
brief (Paper No. 14, filed August 9, 2000) and reply brief
(Paper No. 16, filed Decenber 26, 2000) for the appellant's

argunent s thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow



Appeal No. 2001-0528 Page 4
Application No. 08/892, 348

Rej ection (1)
We sustain the rejection of clains 21 to 24 under 35

U S.C. 8 102(b) as being anticipated by Pennecot.

A claimis anticipated only if each and every el enent as
set forth in the claimis found, either expressly or
i nherently described, in a single prior art reference.

Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 631, 2

UsP2d 1051, 1053 (Fed. Cir.), cert. denied, 484 U S. 827

(1987). The inquiry as to whether a reference anticipates a
cl ai m must focus on what subject matter is enconpassed by the
cl ai m and what subject matter is described by the reference.

As set forth by the court in Kalman v. Kinberly-d ark Corp.

713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. G r. 1983), cert.
deni ed, 465 U. S. 1026 (1984), it is only necessary for the
clains to "'read on' sonething disclosed in the reference,
i.e., all limtations of the claimare found in the reference,

or 'fully nmet' by it."

We agree with the examner's rationale (answer, pp. 5 and

10-11), which we incorporate as our own, that clainms 21 to 24
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are anticipated by Pennecot. The appellant's argunent (brief,
p. 5) that Pennecot uses a | adder frame construction and
permanently installs the square collars 36 in the assenbl ed
buil ding, while true, is not persuasive since clains 21 to 24
do not distinguish over those teachings. Additionally, while
t he appel l ant further argues (brief, p. 5) that Pennecot's
square collars 36 are not "alignnent tools,” we point out that
no evidence on this point has been submtted by the
appellant.? 1n any event, it is our view that Pennecot's
square collars 36, as shown in Figures 16 to 19, clearly
function to align various nodules and therefore are "alignnent

tool s. "

For the reasons set forth above, the decision of the

exam ner to reject clains 21 to 24 under 35 U S.C. 8 102(b) is

affirned.

Rej ection (2)

21t is well settled that attorney's argunent in a brief
cannot take the place of evidence. 1n re Pearson, 494 F.2d
1399, 1405, 181 USPQ 641, 646 (CCPA 1974).
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We sustain the rejection of clains 21 and 22 under 35
U S.C. 8 103 as bei ng unpatentable over Schonert in view of

Kof ahl , but not the rejection of claim23.

In rejecting clains under 35 U. S.C. § 103, the exam ner
bears the initial burden of presenting a case of obvi ousness.

See Inre Rjckaert, 9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956

(Fed. Cir. 1993). A case of obviousness is established when
the teachings of the prior art itself would appear to have
suggested the claimed subject matter to one of ordinary skil

inthe art. See Inre Bell, 991 F.2d 781, 783, 26 USPQd

1529, 1531 (Fed. Cir. 1993). 1In considering the question of

t he obvi ousness of the claimed invention in view of the prior
art relied upon, we are guided by the basic principle that the
questi on under

35 US.C. 8 103 is not merely what the references expressly
teach but what they woul d have suggested to one of ordinary
skill in the art at the tine the invention was nmade. See

Merck & Co., Inc. v. Biocraft Laboratories, Inc., 874 F.2d

804, 807, 10 USPQ2d 1843, 1846 (Fed. GCr.), cert. denied, 493

US 975 (1989) and In re Keller, 642 F.2d 413, 425, 208 USPQ
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871, 881 (CCPA 1981). That is, the question of obviousness
cannot be approached on the basis that an arti san having
ordinary skill would have known only what they read in the

ref erences, because such artisan is presunmed to know sonet hi ng
about the art apart fromwhat the references disclose. See In
re Jacoby, 309 F.2d 513, 516, 135 USPQ 317, 319 (CCPA 1962).

It is not necessary that suggestion or notivation be found
within the four corners of the references thensel ves; a
concl usi on of obviousness may be made from common know edge
and common sense of the person of ordinary skill in the art

W t hout any specific hint or suggestion in a particular

reference. See In re Bozek, 416 F.2d 1385, 1390, 163 USPQ

545, 549 (CCPA 1969). Further, in an obvi ousness assessnent,
skill is presuned on the part of the artisan, rather than the

| ack thereof. 1n re Sovish, 769 F.2d 738, 226 USPQ 771 (Fed.

Cir. 1985). W are bound to consider the disclosure of each
reference for what it fairly teaches one of ordinary skill in
the art, including not only the specific teachings, but also
the inferences which one of ordinary skill in the art would

reasonably have been expected to draw therefrom See In re
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Boe, 355 F.2d 961, 148 USPQ 507 (CCPA 1966); and In re Preda,

401 F.2d 825, 159 USPQ 342 (CCPA 1968).

Wth this as background, we find ourselves in agreenent
with the examner's rationale (answer, pp. 5-6 and 11-17),
whi ch we incorporate as our own, that clains 21 and 22 are
unpat ent abl e over the teachings of Schonert and Kofahl. In
our view, the conbined teachings of Schonert and Kofahl would
have made it obvious at the tine the invention was nade to a
person of ordinary skill in the art to have included in
Schonert's nodular wall fram ng systema quad wall nodule, a

door nodul e and a wi ndow nodul e.

Wth respect to claim?23, we agree with the appellant's
argunent that a person of ordinary skill in the art would not
consi der Schonert's plate straps 44 (see Figures 4 and 6) to
be "alignnment tools" since they do not clearly function to
align various nodules. In our view, as shown in Figures 4 and
6 of Schonert, the aligning of the nodules is done by abutting
t he nodul es together and then securing the abutted nodul es

together wwth the plate straps 44. Accordingly, the subject
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matter of claim23 is not suggested by the conbi ned teachi ngs

of Schonert and Kof ahl .

For the reasons set forth above, the decision of the
examner to reject clains 21 and 22 under 35 U.S.C. 8 103 is
affirmed and the decision of the exam ner to reject claim?23

under 35 U.S.C. 8 103 is reversed.

Rej ection (3)

Clains 26 to 32 which depend fromclainms 21 and 22 have
not been separately argued by the appellant and in fact have
been grouped by the appellant in the brief (p. 3) with clains
21 and 22 as a first group. Accordingly, we have determ ned
that these clains wll be treated as falling with clains 21

and 22. See Inre N elson, 816 F.2d 1567, 1572, 2 USPQd

1525, 1528 (Fed. Cir. 1987) and 37 CFR 8§ 1.192(c)(7) and
1.192(c)(8)(iv). Thus, it follows that the exam ner's
rejection of clains 26 to 32 under

35 U.S.C. 8 103 as being unpatentabl e over Schonert in view of

Kof ahl and W1 son i s sustained.
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Rej ection (4)
W w il not sustain the rejection of clains 24 and 25
under 35 U. S.C. 8 103 as being unpatentable over Schonert in

vi ew of Kof ahl and Coul t har d.

In our view, the only suggestion for conbining the
teachings of Coulthard with the teachings of Schonert and
Kofahl in the manner proposed by the exam ner (answer, pp. 8-
9) to neet the limtations of clains 24 and 25 stens from
hi ndsi ght know edge derived fromthe appellant's own
di scl osure. The use of such hindsi ght know edge to support an
obvi ousness rejection under

35 US.C 8 103 is, of course, inpermssible. See, for

example, W L. Gore and Assocs., Inc. v. Garlock, Inc., 721

F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. Gr. 1983), cert.
denied, 469 U. S. 851 (1984). It follows that we cannot

sustain the examner's rejection of clains 24 and 25.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject

clainms 21 to 24 under 35 U.S.C. 8§ 102(b) is affirnmed; the
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decision of the examner to reject clains 21, 22 and 26 to 32
under
35 US.C 8 103 is affirmed; and the deci sion of the exani ner

toreject clainms 23 to 25 under 35 U S.C. 8§ 103 is reversed.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART

JEFFREY V. NASE
Adm ni strative Patent Judge

| RWN CHARLES COHEN )
Adm ni strative Patent Judge )
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